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JOINT APPENDIX 


UNITED STATES DISTRICT COURT 
For The District Of Columbia | 


MERLIN M. EVANS 
1503 21st Street, N. W. 
Washington, D. C. 
Plaintiff : | 
v. ; Civil Action No. 2594-'58 
ROBERT C. WATSON | 
Commissioner of Patents : ! 


Department of Commerce 
Washington, D. C. 


and 


SINCLAIR WEEKS 
Secretary of Commerce 
Department of Commerce 
Washington, D. C. 


Defendants 





RELEVANT DOCKET ENTRIES 
Complaint, appearance, Exhibit A. 


Motion of deft. to dismiss; or for summary judgment; brief; 
affidavit; Exhibit A,B,C ,»D, E,F,G,H,1,J 1, L,M,N,O, & P. 


Motion of Special Committee to participate as amici Curiae, 
with leave to file brief. | 


Answer of defts. to motion of special committee of American 
Bar for leave to participate as amici Curiae. 


Response of pltff. to motion of special committee of Ameri- 
can Bar Association for leave to appear Amici Curiae. 


Motion of American Patent Law Association for leave to file 
brief Amicus Curiae; P & A. 


Order granting leave to Special Committee of the American 
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Bar Association; David F. Maxwell, James P. Hume, 

W. D. Keith, Wallace H. Martin, F. Trowbridge von Baur, 
and William B. Jones to participate as amici curiae and 
to file brief. McGuire, J. 


Response of pltff. to motion of American Patent Law Associ- 
ation for leave to file brief amicus curiae. 


Withdrawal of request to present oral argument amicus 
curiae. 


Response of defts. to motion of American Patent Law Asso- 
ciation for leave to file brief Amicus Curiae. 


Order granting leave to the American Patent Law Associ- 
ation to file brief amicus curiae. McGuire, J. 


Motion of The Bar Association of D. C. for leave to file brief 
amicus curiae. P& A 


Opposition of pltff. to defts. motion to dismiss or for sum- 
mary judgment, P & A. 


Motion of Pltff. for Temporary injunction, Affidavit, P&A, 
Exhibit 'B" 


Motion of pltff. for summary judgment, P&A 


Answer of defts. to motion of Bar Association for leave to 
file brief as amicus Curiae. 


Response of pltf. to motion of the Bar Association for leave 
to participate. 

Opposition of defts. to motion for summary judgment and for 
temporary injunction. 

Order granting leave to Bar Association of the District of 
Columbia to file brief as amicus curiae. Holtzoff, J. 


Supplemental memo of P&A in support of motion for injunc- 
tion and for summary judgment. 


Motion of Pitf. for substitution of successor public officer 
as party deft. 


Reply of defts. to motion of pltf. for substitution of successor 
public officer as party deft. 


Brief of Bar Assoc. of D.C. in support of motion to dismiss, 
etc. 


Brief of American Patent Law Association as Amicus Curiae 
‘in support of deft's motion for summary judgment. 


Order substituting Lewis L. Strauss in place of Sinclair 
Weeks. Holtzoff, J. 





| 
Reply of Pltff. to brief of Bar Association of Dist. of Columbia. 


Brief of the special committee of the American Bar Associ- 
ation. | 


Motion of pltff. for suspension of effective date of patent 
Rule 1.345 & for injunction pending appeal, P&A 


Notice of appeal of pltff. : 
Order denying pltff's motion for a suspension of effective date 
of Patent Rule 1.345 & order granting injunction pending 


appeal. Sirica, J. 


Order denying pltff's motion for summary judgment & grant- 
ing defts' motion to dismiss and dismissing complaint 
(Nunc pro tunc May 6, 1959) Sirica, J. | 


[ Filed October 15, 1958] 


COMPLAINT FOR DECLARATORY JUDGMENT 
AND INJUNCTION : 


1. The jurisdiction of the Court is invoked pursuant to the Ad- 
ministrative Procedure Act, 5 U.S.C. 1009, the Federal Declaratory 
Judgment Act, 28 USC 2201 et seq., and the general equity powers of 
the Court, Section 11-305 District of Columbia Code, 1951 edition. 

2. The plaintiff, Merlin M. Evans, is a citizen of the United 
States, a resident of the State of Maryland, a non-lawyer admitted since 
1926 to practice before the United States Patent Office as a registered 


patent attorney, and the sole surviving member of the firm of Victor J. 
Evans & Co., registered patent attorneys, which firm has been recog- 
nized by the Patent Office for approximately sixty years. | 

3. The defendant Robert C. Watson is Commissioner of Patents 
in the United States Department of Commerce and is sued in his capacity 
as Commissioner of Patents. Sinclair Weeks is Secretary of Commerce 
and is sued in his capacity as Secretary of Commerce. : 

4. The purposes of this suit are (1) to obtain a judicial declaration 
that in promulgating a purported amendment to Rule 1.345 of the rules 
to practice before the Patent Office under date of August 5, 1958 (23 





é 
Fed. Reg. 6199) the defendants exceeded the rule-making power con- 
ferred upon them by 35 U.S.C. 6, and 35 U.S.C. 31, 32 and (2) to obtain 
an injunction restraining the defendants from enforcing the said rule 
against the plaintiff and other persons enrolled to practice before the 
Patent Office. 

5. Under date of August 27, 1957 the Commissioner of Patents, 
with the approval of an Acting Secretary of Commerce, published in 
the Federal Register (22 Fed. Reg. 6898) a notice of its proposal to 
amend its rules in order "to prohibit advertising to solicit patent busi- 
ness". The notice further stated that 'The amendment is proposed to 
be issued pursuant to the authority contained in Title 35 United States 
Code, sections 6 and 31, as enacted July 19, 1952, Public Law 593, 
chapter 950, 66 Stat 792.'" No mention was made in said notice of 35 
U.S.C. 32, Act of July 19, 1952 Chapter 950, 66 Stat 795 which had its 
genesis in the Act of July 4, 1884 and has been repeatedly and contin- 


uously interpreted both by Congress and the Patent Office since 1884 


as not granting to the Commissioner of Patents or the Secretary of 

Commerce or either or both of them the power to forbid advertising by 

patent attorneys. Section 5 of the Act of July 4, 1884 reads as follows: 

"Section 5. That the Secretary of the Interior may pre- 

scribe rules and regulations governing the recognition of 
agents, attorneys or other persons representing claimants 
before his Department, and may require of such persons, 
agents, and attorneys, before being recognized as repre- 
sentatives of claimants, that they shall show that they are 
of good moral character and in good repute, possessed of 
the necessary qualifications to enable them to render such 
claimants valuable service, and otherwise competent to 
advise and assist such claimants in the presentation of 
their claims; and such Secretary may, after notice and op- 
portunity for hearing, suspend or exclude from further 
practice before his Department any such person, agent, or 
attorney shown to be incompetent, disreputable, or who 





5 
refuses to comply with the said rules and regulations, or 


who shall with intent to defraud, in any manner deceive, 
mislead, or threaten any claimant, or prospective claimant, 
by word, circular, letter, or by advertisement. : 

6. The notice, published as aforesaid, provided interested parties 
an opportunity to file briefs and gave warning of a public hearing to be 
held on November 19, 1957 at the Department of Commerce. The plain- 
tiff appeared at said hearing in person and by attorney. Plaintiff filed 
a brief at said hearing, a copy of which brief is attached hereto, marked 
Exhibit "A" and made part hereof by reference. Through his attorney, 
plaintiff also made an extended oral commentary on the rule-making 
power of the Patent Office. The transcript of those remarks is in the 
possession of the Commissioner of Patents. Both in his brief and in 
his oral statements the plaintiff pointed out that from time immemorial 
non-lawyers have been admitted to practice before the Patent Office, 
that registered patent attorneys are not to be confused with lawyers, 
that advertising by patent attorneys and agents has been engaged in for 
at least 100 years, that the practice of advertising has repeatedly been 
sanctioned by the Congress and that for nearly 75 years the Act of 
July 4, 1884, now 35 USC 32, has been administratively interpreted as 
not conferring upon the Commissioner of Patents the power to forbid 
all advertising by patent attorneys and agents. The plaintiff's attorney 
advised the Commissioner that the proposed rule, if promulgated, 
would be inconsistent with existing law, would exceed the rule -making 
power of the Commissioner of Patents and would be void and of no 
effect. ! 

7. Notwithstanding the warning given by the plaintiff through his 
attorney, the Commissioner of Patents with the approval of the Secre- 
tary of Commerce promulgated the purported rule as above forbidding 
all advertising from and after January 1, 1959. Said rule as amended 
on August 5, 1958 provides as follows: 

“Section 1.345 Advertising. (a) The use of advertising, 
circulars, letters, cards, and similar material to se 





6 
patent business, directly or indirectly, is forbidden as un- 
professional conduct, and any person engaging in such 
solicitation, or associated with or employed by others who 
so solicit, shall be refused recognition to practice before 
the Patent Office or may be suspended, excluded or disbar- 
red from further practice. 

'(b) The use of simple professional letterheads, calling 
cards, or office signs, simple announcements necessitated 
by opening an office, change of association, or change of ad- 
dress, distributed to clients and friends, and insertion of 
listings in common form (not display) in a classified telephone 
or city directory, and listings and professional cards with 
biographical data in standard professional directories shall 
not be considered a violation of this rule. 

'(c) No agent shall, in any material specified in para- 


graph (b) of this section or in papers filed in the Patent Office, 


represent himself to be an attorney, solicitor or lawyer." 
(Sec. 6, 66 Stat. 793; 35 U.S.C. 6. Interprets or applies secs. 
31, 32, 66 Stat. 795, 796; 35 U.S.C. 31, 32) 

8. Since 1926 the plaintiff has earned his livelihood as a non- 
lawyer registered patent attorney. He has conformed his practice and 
his conduct to the lawful rules laid down by the Patent Office. His 
practice, in which he was preceded by his father and his uncle, has been 
predicated upon advertising in popular scientific magazines and other 
publications. All of his advertisements have heretofore been approved 
by the Patent Office prior to their use. In determining whether approval 
should be given to particular advertisements the Patent Office has here- 
tofore consistently interpreted the law as permitting advertising but as 
forbidding that advertising which is fraudulent, deceitful, misleading or 
threatening in character. The plaintiff's business as a registered patent 
attorney has furnished him with a comfortable livelihood. If the plaintiff 
should be required to stop advertising, his business and consequently 
his livelihood would be seriously and deleteriously affected. Plaintiff 
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therefore alleges upon information and belief that if the purported rule 
dated August 5, 1958 should be allowed to stand as a valid rule, the 
plaintiff and other persons similarly situated will be forced out of the 
business of representing persons before the Patent Office and will 
suffer irreparable damage in the loss of their livelihoods. 

9. Plaintiff alleges that the purported rule of August 5, 1958 is 
void and of no effect because it is inconsistent with existing law which 
recognizes the right of registered patent attorneys to advertise and is 
clearly in excess of the rule-making power of the Commissioner of 
Patents since the Commissioner does not have the power to prescribe 
advertising generally, but merely the right to discipline those registered 
attorneys and agents who with intent to defraud in any manner, employ 
advertising which is deceitful, misleading or threatening to applicants 
or prospective applicants for patents, or to other persons having im- 
mediate or prospective business before the Patent Office. 

10. Plaintiff alleges that the defendants’ attempt to justify the 
purported amendment upon an erroneous assimilation of the functions 
of a registered patent attorney to those of an attorney at law engaged in 
general practice of law. Advertising by lawyers engaged in general 
practice is frowned upon because it is the policy of the law to discourage 
litigation. The policy of the law as expressed in Article 1 Section 8 
Clause 8 of the Constitution of the United States is to encourage inven- 
tion. The plaintiff alleges that his advertising tends to stimulate 
creativeness and to encourage invention and thereby subserves the ex- 
pressed purposes of the Constitution. His advertising makes the serv- 
ices of a patent attorney available to those who otherwise would not or 
might not have access to the services of a patent attorney. To permit 
the purported rule to become effective would tend to thwart the purpose 
expressed in the Constitution of the United States. | 


11. The plaintiff alleges that his advertising is an elects by 


him of the freedom of speech which is guaranteed to him by the First 
Amendment to the Constitution of the United States. That freedom can 
be limited only by the necessities of the police power or in a manner 
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authorized by law. But the Commissioner of Patents acting contrary to 
the policy of law, which permits advertising, has attempted to impose 
2 severe sanction of suspension or disbarment upon the plaintiff if he 
exercises his lawful right of advertising which is one medium for the 
exercise of free speech. 

WHEREFORE, the premises considered, the plaintiff prays: 

1. That the amendment to Rule 1.345 of the rules of practice be- 
fore the Patent Office purportedly promulgated under date of August 5, 
1958 be declared to be void and of no effect because it is inconsistent 
with existing law. 

2. That the said amendment be declared to be void and of no ef- 
fect because it exceeds the rule-making power of the Commissioner of 
Patents. 

3. That the said amendment be declared to be void because it 
contravenes the policy of the Constitution of the United States which is 
to stimulate creativeness and encourage inventions. 

4, That the said amendment be declared to be void because it un- 
lawfully interferes with the plaintiff's freedom of speech in violation of 
the First Amendment to the Constitution of the United States. 

5. That the Court declare that the plaintiff is entitled to continue 
to advertise for patent business provided that his advertising is not 


deceitful, misleading or threatening. 


6. That the Court enjoin the defendants and each of them pendente 


lite and permanently from enforcing or attempting to enforce said amend- 
ment or to discipline the plaintiff or any other registered patent attorney 
because of an asserted violation of said purported amendment. 
/s/ Merlin M. Evans 
Plaintiff 
/s/ Al. Philip Kane 


/s/ Charles V. Koons 

Kane and Koons 

1331 G Street, N. W. 

Washington 5, D. C. 
Attorneys for Plaintiff 





DISTRICT OF COLUMBIA, Ss: 
I do hereby certify that I have read the foregoing complaint by me 
subscribed and verily believe the facts therein stated to be true. 
/s/ Merlin M. Evans 
[JURAT dated October 13, 1958] 





[ Filed October 15, 1958] EXHIBIT "A" 


BRIEF OF VICTOR J. EVANS & CO., MERLIN M. EVANS, 
McMORROW, BERMAN AND DAVIDSON, HUGH E, | 
McMORROW, HYMAN BERMAN AND STANFORD W. 

BERMAN IN OPPOSITION TO THE PROPOSED CHANGE 

IN RULE 345 | 

Under date of August 27, 1957 the Commissioner of Pots pub- 
lished in the Federal Register (22 Fed. Reg. 6898) a notice that he pro- 
posed to amend the rules and regulations relating to practice before the 
Patent Office in patent cases by prohibiting advertising to solicit patent 
business. 

Victor J. Evans & Co. is a firm of Registered eH Attorneys 
and has been on the register of attorneys authorized to practice before 
the Patent Office for approximately Sixty years. Merlin M. Evans, sole 
surviving partner of Victor J. Evans & Co. is also a Registered Patent 
Attorney and has been on the register since 1928. | 

McMorrow, Berman and Davidson is a firm of Registered Patent 
Attorneys consisting of Hugh E. McMorrow, Hyman Berman and Stan- 
ford W. Berman. Hugh E. McMorrow has been on the register since 
1934, Hyman Berman since 1930, and Stanford W. Berman | since 1955. 

This brief is filed on behalf of all of the above-named firms and 
individual attorneys. All of the protesting parties, whose interests are 
represented in this brief, would be adversely affected if the prohibition 
against advertising should become effective. For many decades their 
businesses have been conducted on the basis of national advertising 
largely in popular and scientific magazines. If such advertising were 
prohibited their businesses would be destroyed and their ability to earn 
their livelihoods imperiled. 
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authorized by law. But the Commissioner of Patents acting contrary to 
the policy of law, which permits advertising, has attempted to impose 
a severe sanction of suspension or disbarment upon the plaintiff if he 
exercises his lawful right of advertising which is one medium for the 
exercise of free speech. 

WHEREFORE, the premises considered, the plaintiff prays: 

1. That the amendment to Rule 1.345 of the rules of practice be- 
fore the Patent Office purportedly promulgated under date of August 5, 
1958 be declared to be void and of no effect because it is inconsistent 
with existing law. 

2. That the said amendment be declared to be void and of no ef- 
fect because it exceeds the rule-making power of the Commissioner of 
Patents. 

3. That the said amendment be declared to be void because it 
contravenes the policy of the Constitution of the United States which is 
to stimulate creativeness and encourage inventions. 

4. That the said amendment be declared to be void because it un- 
lawfully interferes with the plaintiff's freedom of speech in violation of 
the First Amendment to the Constitution of the United States. 

5. That the Court declare that the plaintiff is entitled to continue 
to advertise for patent business provided that his advertising is not 
deceitful, misleading or threatening. 


6. That the Court enjoin the defendants and each of them pendente 


lite and permanently from enforcing or attempting to enforce said amend- 
ment or to discipline the plaintiff or any other registered patent attorney 
because of an asserted violation of said purported amendment. 
/s/ Merlin M. Evans 
Plaintiff 
/s/ Al. Philip Kane 


/s/ Charles V. Koons 

Kane and Koons 

1331 G Street, N. W. 

Washington 5, D. C. 
Attorneys for Plaintiff 





DISTRICT OF COLUMBIA, SS: 
I do hereby certify that I have read the foregoing cone by me 
subscribed and verily believe the facts therein stated to be true. 
/s/ Merlin M. Evans _ 
[JURAT dated October 13, 1958] 


[ Filed October 15, 1958] EXHIBIT nan 


BRIEF OF VICTOR J. EVANS & CO., MERLIN M. EVANS, 

McMORROW, BERMAN AND DAVIDSON, HUGH E., | 

McMORROW, HYMAN BERMAN AND STANFORD Ww. 

BERMAN IN OPPOSITION TO THE PROPOSED CHANGE 

IN RULE 345 | 

Se 

Under date of August 27, 1957 the Commissioner of Patents pub- 
lished in the Federal Register (22 Fed. Reg. 6898) a notice that he pro- 


posed to amend the rules and regulations relating to practice before the 





Patent Office in patent cases by prohibiting advertising to solicit patent 
business. ! 

Victor J. Evans & Co. is a firm of Registered Patent Attorneys 
and has been on the register of attorneys authorized to practice before 
the Patent Office for approximately sixty years. Merlin M. Evans, sole 
surviving partner of Victor J. Evans & Co. is also a Registered Patent 
Attorney and has been on the register since 1928. : 

McMorrow, Berman and Davidson is a firm of Registered Patent 
Attorneys consisting of Hugh E. McMorrow, Hyman Berman and Stan- 
ford W. Berman. Hugh E. McMorrow has been on the register since 
1934, Hyman Berman since 1930, and Stanford W. Berman since 1955. 

This brief is filed on behalf of all of the above-named firms and 
individual attorneys. All of the protesting parties, whose interests are 
represented in this brief, would be adversely affected if the prohibition 
against advertising should become effective. For many decades their 
businesses have been conducted on the basis of national advertising 
largely in popular and scientific magazines. If such advertising were 
prohibited their businesses would be destroyed and their ability to earn 
their livelihoods imperiled. 
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In his published notice the Commissioner of Patents cited 35 
United States Code sections 6 and 31 as the purported basis for his pro- 
posed action. The omission of Section 32 probably resulted from an 


oversight. Sections 6, 31 and 32, being in pari materia, must be read 
together. Wedderburn v. Bliss, 12 App DC 485, 494. 

These protesting parties respectfully submit: 

1. That neither the statutes cited by the Commissioner or any 
other Act of Congress authorizes or warrants the issuance of a rule 


prohibiting advertising by patent attorneys; 

2. That the proposed rule 1.345 would be void because it exceeds 
the rule-making authority heretofore granted by Congress to the Com- 
missioner of Patents; 

3. That the proposed rule would be void for the reason that it 
would be in conflict with the Acts of Congress concerning advertising 
by patent attorneys and particularly in conflict with 35 USC sections 31 
and 32; 

4. That the proposed rule would be in conflict with the purposes 
of the patent system as contemplated by Article 1 Section 8 of the Con- 
stitution of the United States; 

5. That the proposed rule would tend to stifle scientific study and 
inventiveness at a time when the world interests of the United States 
require that they be stimulated; 

6. That the proposed rule would give to lawyers who are regis- 
tered to practice before the Patent Office an advantage in the obtaining 
of patent business over non-lawyers such as the protesting parties who 
are registered patent attorneys; 

%. That the proposed rule would effectively destroy the businesses 
of the protesting parties. 


THE CONSTITUTIONAL, LEGISLATIVE AND ADMINISTRATIVE 
BACKGROUND OF THE POSITION TAKEN BY THESE 
PROTESTING PARTIES 


On February 27, 1957 the Subcommittee on Patent Trade Marks 
and Copyrights, pursuant to S.R. 167, reported to the Committee of the 
Judiciary, United States Senate, Eighty-fifth Congress, First Session in 
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the following language: | 
"One of the principal sources of strength and progressive- 

ness of the United States is the inventiveness and technical 
skill of its people. Everyone would agree on the importance 

to the United States of maintaining and advancing its techno- 
logical superiority. The patent statutes constitute the con- 
gressional expression of national policy that inventiveness 
should be stimulated and encouraged." (page 30) 

Since the publication of that report the need for the stimulation of 
Scientific study and of inventiveness has been sharply pointed up by the 
launching of the Soviet earth satellites Sputnick I and Sputnick II. The' 
leadership of the United States is being challenged and our leaders are 
telling us that it is necessary to stimulate interest in science among the 
youth of the country, and that it is necessary to keep constant the flow 
of new and useful ideas and of new inventions. 


In the light of this situation it becomes important S us to con- 


sider whether, even if there were legal authority for his proposed action, 
the Commissioner of Patents would not be acting contrary to the national 
interest if he were to forbid registered patent attorneys to advertise. 
Registered patent attorneys play a very important part in the 
process of stimulating scientific interest and study and in developing 
inventiveness and inventions. In the first place, by their advertising, 
which is dignified in character and is approved prior to its: \use by an 
official of the Patent Office, the advertising patent attorneys help to sup- 
port popular scientific magazines such as Popular Mechanics, Popular 
Science, Mechanix Dlustrated and Science and Mechanics. These maga- 
zines in turn publish articles respecting the types of inventions which 
have current appeal and those which are needed. This publication 
stimulates thought and inquisitiveness which leads to research and 
oftentimes to invention. It is significant that these magazines receive 
hundreds of letters monthly with regard to some of their "Inventions 
Clinic" and “Inventions Wanted" columns. It is significant also that 
the majority of these inquiries do not come from the large metropolitan 
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areas where patent lawyers are readily available but from the small 
towns and hamlets scattered over those portions of country where law- 
yers specializing in or even familiar with our patent system are un- 
known. It is only through the advertising materials contained in the 
popular magazines that many invention-minded citizens can learn of the 
processes of the United States Patent Office or come into contact with 
a person authorized to represent them before the Office. 

The Department of Commerce, through its National Inventors 
Council, is aware of the importance of publicizing the need for new in- 
ventions. In fact, under the date of October 24, 1957, it published in the 
Wall Street Journal a list of inventions "needed to maintain America's 
position in the forefront of technological progress." 

President Eisenhower's recent televised talks to the country on 
the need for scientific study and advancement have all made it clear 


that we must encourage our youth to become scientific minded and to 


aid in the scientific progress of the country if we are to continue to 


claim a place of world leadership. 
Consequently, in the light of present world conditions, the action 
of the Commissioner in prohibiting advertising would appear to be a 
backward step, a step which would have the tendency to cut off an im- 
portant stimulus to scientific activity when the retention of that stimu- 
lus is sorely needed. It would run contrary to the constitutional and 
congressional policy of encouraging invention. 
A. The Constitutional provision 
Any discussion of the power of the Commissioner to make the 
rules which he proposes to make must commence with Article 1, Sec- 
tion 8, Clause 8, of the Constitution of the United States which reads as 
follows: 
"The Congress shall have power . . . 
To promote the Progress of Science and useful Arts by 
securing for limited times to Authors and Inventors the ex- 
clusive Right to their respective Writings and Discoveries." 
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Monograph #31, entitled "Patents and Free Enterprise" written 
by Professor Waldo Hamilton of the Yale Law School for the Temporary 
National Economic Committee in 1941, gives a clear and simple state- 
ment of the conditions under which the Constitutional provision was 
adopted. The Monograph quotes Alexander Hamilton as reporting to 
Congress that | 
", . . the encouragement of new inventions (is) among the 
most useful and unexceptional of the aids ec can be given 





to manufactures." 


and as proposing | 
"the propriety of stimulating by rewards the invention and 


introduction of useful improvements." (p. 24) | 
Professor Hamilton quotes George Washington as addressing the 
Congress in this language on January 8, 1790: ! 
"I cannot forbear intimating to you the expediency of giving 
effectual encouragement, as well to the introduction of new 
and useful inventions from abroad, as to the exertions of 
skill and genius in producing them at home." (p. 25) 
Thomas Jefferson, the first Secretary of State, is quoted as having 
written in the first year of his experience as a patent official: 
"An Act of Congress authorizing the issuing of patents for new 





discoveries has given a spring to invention beyond my con- 
ception."" (p. 25) | 
So much has been quoted to show that from the earliest times it 
has been the policy-of the law, as derived from the Constitution, that 
invention should be stimulated and that inventors should have ready ac- 
cess to the patent system. | 
B. Patent attorneys must not be confused with lawyers. 
It must be understood that there is an essential conceptual and 
functional difference between an attorney-at-law and a registered patent 
attorney. Not all lawyers are qualified to become registered patent 
attorneys (or, since 1938, patent agents). Lawyers who are of good moral 
character, in good repute, and able to pass the examination conducted by 
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areas where patent lawyers are readily available but from the small 
towns and hamlets scattered over those portions of country where law- 
yers specializing in or even familiar with our patent system are un- 
known. It is only through the advertising materials contained in the 
popular magazines that many invention-minded citizens can learn of the 
processes of the United States Patent Office or come into contact with 
a person authorized to represent them before the Office. 

The Department of Commerce, through its National Inventors 
Council, is aware of the importance of publicizing the need for new in- 
ventions. In fact, under the date of October 24, 1957, it published in the 
Wall Street Journal a list of inventions "needed to maintain America's 
position in the forefront of technological progress." 

President Eisenhower's recent televised talks to the country on 
the need for scientific study and advancement have all made it clear 
that we must encourage our youth to become scientific minded and to 


aid in the scientific progress of the country if we are to continue to 


claim a place of world leadership. 
Consequently, in the light of present world conditions, the action 
of the Commissioner in prohibiting advertising would appear to be a 
backward step, a step which would have the tendency to cut off an im- 
portant stimulus to scientific activity when the retention of that stimu- 
lus is sorely needed. It would run contrary to the constitutional and 
congressional policy of encouraging invention. 
A. The Constitutional provision 
Any discussion of the power of the Commissioner to make the 
rules which he proposes to make must commence with Article 1, Sec- 
tion 8, Clause 8, of the Constitution of the United States which reads as 
follows: 
"The Congress shall have power . . . 
To promote the Progress of Science and useful Arts by 
securing for limited times to Authors and Inventors the ex- 
clusive Right to their respective Writings and Discoveries." 
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Monograph #31, entitled ''Patents and Free Enterprise" written 
by Professor Waldo Hamilton of the Yale Law School for the Temporary 
National Economic Committee in 1941, gives a clear and simple state- 
ment of the conditions under which the Constitutional provision was 
adopted. The Monograph quotes Alexander Hamilton as reporting to 
Congress that | 

", . . the encouragement of new inventions (is) among the 
most useful and unexceptional of the aids which can be given 
to manufactures." 

and as proposing 

"the propriety of stimulating by rewards the invention and 

introduction of useful improvements." (p. 24) | 
Professor Hamilton quotes George Washington as addressing the 
Congress in this language on January 8, 1790: 

"I cannot forbear intimating to you the expediency of giving 
effectual encouragement, as well to the introduction of new 
and useful inventions from abroad, as to the exertions of 
skill and genius in producing them at home." (p. 25) 

Thomas Jefferson, the first Secretary of State, is quoted as having 
written in the first year of his experience as a patent official: 

"An Act of Congress authorizing the issuing of patents for new 
discoveries has given a spring to invention beyond my con- 
ception."" (p. 25) | 


So much has been quoted to show that from the earliest times it 


has been the policy-of the law, as derived from the Constitution, that 
invention should be stimulated and that inventors should have ready ac- 
cess to the patent system. | 

B. Patent attorneys must not be confused with la i 

It must be understood that there is an essential conceptual and 
functional difference between an attorney-at-law and a registered patent 
attorney. Not all lawyers are qualified to become registered patent 
attorneys (or, since 1938, patent agents). Lawyers who are of good moral 
character, in good repute, and able to pass the examination conducted by 
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the patent office may be registered. On the other hand, persons other 
than lawyers who possess the required qualities of intellect and 
honesty may be registered. 

The work of a registered patent attorney is confined to the prose- 
cuting of applications for letters patent, to the registering of trade- 
marks and, to a lesser extent, to the registering of copyrights. He does 
not engage in litigation outside of the limited inter partes work in the 
Patent Office and does not concern himself, as the lawyer does, with 
the broad fields of contracts, torts, real property, corporations and 
taxation. 

Registered patent attorneys operate exclusively in a field where 
the policy of the law is to encourage activity, while lawyers operate in 
a field where the policy is to discourage activity. The advertising of 
registered patent attorneys tends to stimulate the inventive genius in 
accordance with the policy which underlies the eighth clause of Article 
1, Section 8 of the Constitution of the United States which authorized the 
establishment of the patent system. On the other hand advertising by 
lawyers has been condemned because it tends to stir up litigation con- 
trary to that policy of law which requires that litigation should be dis- 
couraged. Lawyers may form partnerships with registered patent 
attorneys but when they do so they must forego all other work which 
might be considered of a legal nature. 


C. Advertising has long been utilized as a stimulus for 
invention. 
It is fairly safe to say that there has always been some amount of 
advertising in'connection with the registering of patents. As early as 


1849 The Scientific American published a booklet entitled ''The Patent 


Laws of the United States Together with Information for Persons Having 
Business to Transact at the Patent Office." 


This booklet was published for the purpose of soliciting business 


for Munn & Co., who engaged in the business of prosecuting applications 
before the Patent Office and who were, at the same time, the publishers 
of The Scientific American. The fly-leaf of the 1860 edition read as 
follows: 
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PATENT LAWS 
OF THE UNITED STATES 
TOGETHER WITH 
RULES AND PROCEEDINGS 
OF THE 
PATENT OFFICE 
ALSO 
HINTS TO INVENTORS 
HOW TO OBTAIN LETTERS PATENT 
IN THE 
UNITED STATES AND EUROPE 
WITH A SYNOPSIS OF 
PATENT LAWS OF FOREIGN COUNTRIES 
AND ADVICE RELATING THERETO 
ALSO 
USEFUL LEGAL INFORMATION TO INVENTORS AND PATENTEES 
BY 
MUNN & CO. PATENT SOLICITORS, 
PUBLISHERS OF THE SCIENTIFIC AMERICAN 
OFFICES: NEW YORK, WASHINGTON, LONDON AND PARS, 


Other editions of this booklet, published in 1865, 1871, 1876 and 
later years, are on file in the Library of Congress. 


D. The Commissioner of Patents does not have the 


power to forbid advertising by patent attorneys. | 


In his published notice the Commissioner of Patents predicates 
his authority to promulgate the new rule on 35 USC 6 and 35 USC 31. 
Neither of the cited laws can justify the proposed action. | 

35 USC 6 is derived from the Act of July 8, 1870 (16 Stat. 199, 
200). Prior to that time the Commissioner apparently had no rule- 
making power. When that Act was before the Congress, Represent- 
ative Jenckes from the Committee on Patents told the House of Repre- 
sentatives that: 

“The only new feature in the organization of the | 
office is the proposed authority on the part of | 
the Commissioner to make rules. This author- | 
ity was asked by the Commissioner and objected 7 
to by some of those who do business in the office. 
The Committee finally agreed that authority to 
establish such rules should be granted to the Com- 


missioner subject to the approval of his official 
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chief, the Secretary of the Interior; and to this all 
parties have agreed.” 
(92 Congressional Globe 2681 - 41st 
Congress - 2nd Session.) 
But Representative Jenckes shows that the Commissioner was not even 
to have the power of making regulations concerning examiners in the 
Patent Office, when he said: 
"This power we propose to take away. It is part 
of the recommendation of the Committee that these 
words be stricken out from existing law and that 
the power which the Commissioner shall have and 


ought to have shall be that of regulating the manner 


in which proceedings shall be conducted in his of- 
fice, the rules of Court, so to speak, not the rules 


of decisions but of government." 
(92 Cong. Globe 2856, 41st Congress, 


2nd Session.) (Emphasis supplied) 
It is obvious that the rule-making power of the Commissioner was, 


at this time (1870), limited to the manner in which business was conducted 
within the office. He had no right of any kind whatever to pass on rules 
respecting advertising by patent attorneys. Under Section 487 of the 
Revised Statutes of the United States, which substantially embodied the 
17th Section of the Act of Congress of July 8, 1870 consolidating the 
patent and copyright laws, it was provided: 
“For gross misconduct the Commissioner of Patents 

may refuse to recognize any person as a patent agent, 

either generally or in any particular case but the 

reasons for such refusal shall be duly recorded and be 

subject to the approval of the Secretary of the Interior." 

It was in'the light of this condition of the law that the Act of July 4, 

1884 now 35 USC 31, 32, was enacted. Section 5 of that law read as 
follows: 
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"Section 5. That the Secretary of the Interior may 


prescribe rules and regulations governing the re- 
cognition of agents, attorneys or other persons rep- 
resenting claimants before his Department, and may 
require of such persons, agents, and attorneys, be- 
fore being recognized as representatives of claimants, 
that they shall show that they are of good moral char- 
acter and in good repute, possessed of the necessary 
qualifications to enable them to render such claimants 
valuable service, and otherwise competent to advise 
and assist such claimants in the presentation of their 
claims; and such Secretary may, after notice and 
opportunity for hearing, suspend or exclude from 
further practice before his Department any such’ 
person, agent, or attorney shown to be incompetent, 
disreputable, or who refuses to comply with the said 
rules and regulations, or who shall with intent to 
defraud, in any manner deceive, mislead, or threaten 
any claimant, or prospective claimant, by word, 
circular, letter, or by advertisement." 
The Act of July 4, 1884 was considered by the Court of Appeals of 
the District of Columbia in Wedderburn v. Bliss, 12 App. D.C. 485, 494 
(1898). Justice Morris, Speaking for the Court said of it: ; 
"It seems to be conceded that this provision of law, 
although contained, as stated, in an act mainly relat- 
ing to pensions, constituting in itself an independent 
section of the act, is sufficiently general to apply to 
all the bureaus of the Department of the Interior and 
not alone to practitioners before the Pension Bureau. 
And it seems to be conceded that it does not repeal 
the section 487 of the Revised Statutes which has been 
quoted, but that it is to be taken in connection with it 





18 
as being in pari materia and that both acts are to be con- 


strued together. In pursuance apparently of the power vested 
in him by this Act of July 4, 1884, the Secretary of the In- 
terior among other rules promulgated the following (rule) 
under which it is understood the investigation of the charges 
against the relator was conducted." 

There are several significant things about the Act of July 4, 1884. 
In the first place, it did not forbid advertising by patent attorneys. 
Secondly, it did not confer upon the Commissioner of Patents the power 
to make rules forbidding advertising by patent attorneys. Furthermore, 
it recognized by direct implication the right of patent attorneys to ad- 
vertise. 

The most! that can be said of this statute is that it prescribed cer- 
tain types of advertising. It said, in effect, that in their advertisements, 
attorneys should not, with intent to defraud, deceive, mislead or threaten 
any claimant and it provided that if attorneys with intent to defraud de- 
ceived, misled or threatened by word, circular, letter of advertisement, 
they could be debarred from further practice before the Patent Office. 

That was the interpretation which the Patent Office consistently 
gave to this statute for many years. When Wedderburn was brought up 
for disbarment in 1896, the facts showed that he had advertised widely 
and had used some 3,000 newspapers for that purpose. It is most sig- 
nificant that the Patent Office did not charge him with misconduct in ad- 
vertising but rather that he used fraudulent and deceitful methods of 
obtaining money. He was accused of not rendering the services which 
he was employed to perform and of making false statements to his clients 
as to what he did for them. His disbarment was ordered after an elab- 
orate study and review of the facts. The order of disbarment, which was 
written by the Commissioner of Patents and may be found in 80 Official 
Gazette, 159-196 contains the following statement: 

"Soliciting patents and conducting cases for inventors and 
owners of patents is an honorable employment, and one that 
requires legal training and integrity; and it is well known that, 
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while flaming advertisements and the distribution of self- 
laudatory circulars are exceptional among capable and honor- 
able lawyers, yet those methods can not be said to be im- 
moral or reprehensible if properly utilized." : 

It is clear from his opinion that the Commissioner did not for one 
moment think that under the Act of July 4, 1884 he had the power to dis- 
bar for the single fact of advertising unaccompanied by fraudulent in- 
tention and either deceit, misleading or threats. Wedderburn was dis- 
barred because he had "filched" money from persons who trusted him. 

At this point we should pause and give consideration to the fact 
that from 1884 until the present date the Act of July 4, 1884 has been 
understood and interpreted as sanctioning advertising which is not false, 
deceitful, fraudulent, misleading or threatening. During this period of 
nearly three quarters of a century there has been a uniform adminis- 
trative interpretation and application of the statute in favor of adver- 
tising. | 

It is axiomatic that the construction given to a statute immediately 
after its enactment and long acquiesced in will not be disturbed by the 
courts without very cogent reasons United States Bank v. North Caro- 
lina 6 Pet. 29, 8 L. ed 308. A uniform course of professional opinion 
and practice which has long prevailed is of considerable authority in 
the interpretation of an ancient statute Gardiner v. Collins 2 Pet. 58, 

7 L. ed 347. It has also been held that the practical construction given 
to a law for nearly fifty years is strong evidence of its correctness. 
Wright v. Central of Georgia R.R. 23 6 US 674, 59 L. ed 781, United 
States v. Midwest Oil Co. 236 US 459, 59 L. ed 673. 

The contemporaneous construction of an ambiguous statute is en- 
titled to great weight, Houghton v. Payne 194 US 88, 49 2 888. 

The rule of contemporaneous construction and of long-continued 
administrative application which are of especial importance in connec- 
tion with the interpretation of the Act of July 8, 1884 have been dis- 
cussed by the Supreme Court in a number of cases: : 


In Great Northern Railway v. United States, 315 US 262,86 L. ed 
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836 the question was whether an Act of Congress intended to grant a fee 
interest or merely a right of user. The Court said: (p. 841) 

"But we are not limited to the lifeless words of the statute 
and formalistic canons of construction in our search for the 
intent of Congress. The Act was the product of the period, 
and, courts, in construing a statute, may with propriety recur 
to the history of the times when it was passed." (citing cases) 

At page 843 the Court said: 

"Also pertinent to the construction of the Act is the contempo- 
raneous administrative interpretation placed on it by those 
charged with its execution. (citing cases) The first such 
interpretation, the general right of way circular of January 13, 
1888, was that the Act granted an easement and not a fee. The 
same position was taken in the regulations of March 21, 1892, 
14 Land Dec. 338, and those of November 4, 1898, 27 Land 
Dec.' 663. While the first of these circulars followed the Act 
by 13 years, the weight to be accorded them is not dependent 
on strict contemporaneity. (citing cases) This early admin- 
istrative gloss received indirect Congressional approval when 
Congress repeated the language of the Act in granting canal 
and reservoir companies rights of way by the Act of March 3, 
1891." 

In Armstrong Paint and Varnish Works v. Nu-Enamel Corp., 305 
US 315,83 L. ed 195, one question involved was the administrative inter- 
pretation given a trademark statute by the Patent Office. The Court 
said at 83 L. ed 197: 

"That the mark is descriptive of paint enamels does not bar it 
from registration as to them under the 1920 act. This has 
been the construction of the Patent Office. To construe (b) of 
the 1920 act to bar names, descriptive marks and merely 
geographical terms would make the subsection useless. The 
obvious purpose of its inclusion was to widen the eligibility 
of marks. A dictum has expressed a view contrary to that of 
the Patent Office. 
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"This administrative interpretation, contemporary with the 
legislation, and the legislative history have weight when 
choice is nicely balanced.' We construe 1 (b) of the 1920 act 
to be applicable to the categories expressed in 8 5 of the Act 
of 1905 under (a) and (b) including the first proviso but not to 
include the other provisos of (b). This conclusion is fortified 
by the addition of the proviso to 8 1 (b) of the 1920 act, relat- 
ing to identical trade-marks. The proviso in 8, 5(b) of the 
1905 act refusing registration to identical marks in much the 
Same language was construed in Thaddeus Davids Co. v. 
Davids Mfg. Co. 233 U. S. 461, 58 L. ed 1046, 34 S Ct 648, 
Ann. Cas. 1915B, 322, as not permitting the registration of 
such marks when used for ten years under the fourth, now 
fifth, proviso of that section. We think that Congress in 
adopting the corresponding proviso in subsection (b) of the 





1920 act, must be taken to have adopted the accepted construc- 
tion of the similar proviso of the 1905 act. If the language of 
the 1920 act had been intended to exclude from registration 

all the classes excluded by the provisos of 8 5 of the 1905 act, 
it would have been unnecessary to include this proviso. 1 


In Norwegian Nitrogen Products Co. v. United Sees 288 US 294, 


97 L. ed 796 the Court said at page 807: 


"True indeed it is that administrative practice pe not avail 


to overcome a statute so plain in its commands as to leave 
nothing for construction. True it is also that administrative 
practice, consistent and generally unchallenged, will not be 
overturned except for very cogent reasons if the scope of the 
command is indefinite and doubtful. (cases) The practice 
has peculiar weight when it involves a contemporaneous con- 
struction of a statute of the men charged with the responsi- 
bility of setting its machinery in motion, of making the parts 
work efficiently and smoothly while they are yet untried and 
new." Fawcus Mack Co. v. U.S. 282 US 375, 75 L. ed 397. 





22 
Two recent Supreme Court decisions have summed up the law in 


these propositions: 


1. The contemporaneous construction of a statute by the officer 
charged with enforcing it is entitled to great weight. United States v. 
Zucca, 351 US 91, 100 L. ed 946; 

2. A specific and established administrative interpretation of a 
statute should not be overruled except for weighty reasons. Commis- 
sioner v. Steenbergh's Estate, 348 US 187, 99 L. ed 246. 

Thirty years after the Wedderburn case was tried in the Patent 
Office, Arthur P. Greeley testified before the Committee on Patents 
(Hearings, H.R. 5527, 70th Congress, 1st Session, 1928) that as Assis- 
tant Commissioner of Patents he heard the evidence in the Wedderburn 
case and recommended that Wedderburn be disbarred. He testified 

"Up to that time, so far as I know, the only grounds which 
were urged or on which attorneys were disbarred were for 
_ dishonesty in the matter of fees." (p. 36) 

One of the most direct actions on the part of Congress in indicat- 
ing its approval of the continuation of the system which permits adver- 
tising by patent attorneys was taken in connection with the passage of 
the Act of April 27, 1916, c. 89, par. 1, 39 Stat. 54, 5 U.S.C. 101, which 
on its face does not pertain particularly to patents but reads as follows: 

"It shall be unlawful for any person, firm or corporation 
practicing before any department or office of the Government 
to use the name of any Member of either House of Congress 
or of any office of the Government in advertising the said 
business.” 

The history of this Act, however, shows that it was designed as 
an act to prohibit the use of the names of members of Congress in the 
advertising employed by attorneys practicing before the Patent Office. 
The practice had grown up for attorneys to obtain laudatory letters of 
endorsement from Congressmen and to use those letters in their ad- 
vertisements. Bills were introduced in Congress for the purpose of 
making this practice unlawful. For several years these bills made no 
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progress. In the First Session of the Sixty-Fourth Congress, however, 
S. 683 was reported favorably by Senator Poindexter of the Committee 
on Patents and was passed by the Senate. (Congressional Record Feb. 9, 
1916, p. 2326). This bill applied only to the advertising by practitioners 
before the Patent Office. When the bill came before the House of Repre- 
sentatives it was broadened to apply to practitioners before all offices 
and departments of the Government and the Senate accepted the amend- 
ment made in the House. 


In passing this legislation Congress directly rectors the right 


of patent attorneys to advertise and approved the continuation of the 
practice. It also indicated very clearly that the Commissioner of 
Patents did not have the power to prohibit advertising by patent attor- 
neys and that the Congress did not mean to give him that power. 
Congressman Morrison was in charge of the bill on behalf of the 
Committee on Patents when it reached the House floor. The following 
debate is recorded at pages 6313 et seq. of the Congressional Record 
for the First Session of the 64th Congress: | 
"Mr. Moore of Pennsylvania: Would not the Commissioner of 
Patents have it within his own power to reguiate these 
matters ? 

Mr. Morrison: Not under existing laws. 

Mr. Moore of Pennsylvania: Is there not some method by 
which he could discourage this apparently unprofessional 
practice without asking Congress to pass a law that 
might deal harshly with others? 

Mr. Morrison: I do not think he could do it sce . . .But if 
you can pass this Act, making the practice itself unlawful, 
and then the regulations can be made in general terms so 
as to make this effective you get to the end of the prac- 
tice without pointing out any particular person who is 
regarded as having been an offender. 


Mr. Moore of Pennsylvania: The presumption is that it is un- 
professional for lawyers to advertise? : 
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Mr. Morrison: Yes, but not patent lawyers. 

Mr. Moore: In what way is it regulated? 

Mr. Morrison: It is not regulated. , 

Mr. Oglesby: I say to the gentleman that a good many men 
appear before the patent office who are not admitted 
attorneys. The commissioner stated at the hearing that 
he has considered the question as to whether or not any 
one except a regularly admitted attorney at law should 
be excluded from practicing before the Patent Office but 
for certain reasons thought perhaps he ought not to 
establish such a rule. 

* * * * * * * * * * * * 

. Moore: It is to be implied that there are regulations in 
the Patent Office fixing the qualifications of patent attor- 
neys, and it seems to me that it would be in the power of 
the Commissioner of Patents to adjust this matter himself. 

. Morrison: The rules and regulations can make it a cause 
for disbarment for the attorney to do anything that is un- 
lawful; but it is now entirely lawful, and the object of this 
pill is to make it unlawful so that the Commissioner of 
Patents through his regulations may stop the practice. 

. Moore of Pennsylvania: The Commissioner of Patents 
issues certain regulations with respect to practice by 
attorneys, does he not? That is to say, there are certain 
regulations that the office lives up to with respect to 
Agents who practice as attorneys in patent cases. 

. Morrison: That is true; but they cannot make that unlaw- 


ful which Congress has permitted to be considered lawful. 
* * * * * * ca cd ae 1K * * 


- Moore of Pennsylvania: Let us look at it in this way. 


‘Suppose a member of the bar practicing in this vicinity 
‘should advertise that he was a specialist in divorce cases. 
‘Would not there be some way of checking up so that the 
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practice could be regarded as unprofessional? Is there 
no board of censors or anything of that kind? 
- Morrison: I cannot answer that question as to the Dis- 
trict of Columbia; but I am quite sure that in Indiana, 
while lawyers do not advertise, they have a legal right 


to do it, and they could advertise as indicated and still 
be within their legal rights. ! 
Mr. Moore of Pennsylvania: And suffer such contempt as 


members of the bar would have for those fellows who 
committed that practice ? 
Mr. Morrison: Yes sir." 


| 


From the foregoing it is apparent that as of April 27, 1916, Con- 
gress understood that advertising by patent attorneys was lawful and 
that the Commissioner of Patents had no power to make it unlawful or 
to promulgate rules and regulations prohibiting the. practice of adver- 
tising by patent attorneys. 





Except for changes made necessary by the seinen of the name 
of the United States District Court for the District of Columbia, Section 
487 of the Revised Statutes achieved its present substantial form by the 
enactment of the Act of February 18, 1922. Certain language changes 
were made in 1952 but the substance was not affected. (35 USC 6) 

On May 12, 1921 Commissioner of Patents Robertson testified 
before the House Patent Committee on H.R. 210, 67th Congress which 
became the Act of February 18, 1922. From his testimony it is very 
clear that he understood that patent attorneys might lawfully advertise 
and that he was not recommending any change in that respect. It does 
appear, however, that notwithstanding the opinion of the Court of Ap- 
peals in Wedderburn case, supra, the Patent Office had some misgivings 
as to whether the Act of July 4, 1884 applied at all to patent attorneys. 
Section 3 of H.R. 210 was drafted for the purpose of making certain that 
the Commissioner of Patents might have the power to require the ad- 
vertising patent attorneys to submit their advertising material to him 


for approval before it was published. In this connection Commissioner 
| 





26 
Robertson testified as follows: 
"Mr. Lanham: What part of this section 3 is new matter? 
What part is amended? 

Mr. Robertson: So far as concerns patents, it is all new 
matter. So far as concerns pensions, not one word is 
new. I will be glad to submit to the chairman the act of 
July 4, 1884, which is identical with section 3, except it 
refers to pension claims instead of patents, and to the 
Secretary of the Interior instead of to the Commissioner 
of Patents. Hence this same provision, word for word, 
has been in force for 25 years, applying to every attor- 
ney practicing before the Pension Office, but the patent 
attorneys have been given free scope. One of my prede- 
cessors under the administration just passed promulgated 
a rule, which he could do only with the approval of the 
Secretary of the Interior, Mr. Lane. Under this new rule 
the advertising attorneys were compelled to submit their 
advertising to him for approval before they sent it out. 
That same rule has been in force in the Pension Office 
for 25 years, but the advertising attorneys are very much 
opposed to such supervision or such censorship, as they 


call it, in the patent Office." 
| (Hearings H.R. 210, 67th Congress, 
May 12, 1921, p. 15) 


The position of the Patent Office was further clarified in the fol- 
lowing manner: 


"Mr. Davis: Mr. Commissioner, with respect to the question 
of Mr. Lanham as to the change in the present law, as I 
understand it, the present statute is very general, simply 


‘authorizing the suspension or exclusion of practitioners 
who are guilty of gross misconduct, and that by reason of 
the situation and the necessities, a previous Commis- 
sioner of Patents adopted some rules and regulations of 
practice, and some of these attorneys took the position 





27 | 
that that was unauthorized, that there was no existing 
law authorizing him to make any rules or regulations. 
So this is simply to enlarge upon the original statute and 
make it more specific so that no question can be made, 
and this applies, as Mr. Robertson has said, and has 
been the law with regard to practice before the Pension 
Office, without criticism apparently, since 1884. 


Mr. Robertson: Correct." 
(Hearings H.R. 210, 67th Congress, 
May 12, 1921, p. 16) 


The reason and purpose of the Act of February 18, 1922 are then 
made crystal clear by the following colloquy: | 
"Mr. Davis: To get the matter clear before the new members, 
as I understand, it is not the desire of your office to 
prevent legitimate advertising by attorneys, but you do 
want to prevent deception and fraud. : 

. Robertson: The Patent Office has looked upon advertis- 
ing upon the part of the young Washington attorney as 
almost a necessity, because his prospect for clients is 
the whole territory of the United States, and he has to 
advertise his business, and therefore the Patent Office 
will not be and has not been against any advertising that 
is fair and honest. It simply wants to compel the prac- 
titioners to observe common honesty and not to deceive 
your constituents and induce them to file applications and 
pay them fees when they can not render proper service 
in return. | 

Mr. Petersen: It is going to be hard to change. 

Mr. Brown: You think the ordinary solicitation is regarded 
as legitimate ? 

Mr. Robertson: It is certainly legitimate, although it is 
regarded by some as unethical. The position of the 
Patent Office has been unduly misrepresented. For in- 


stance, in the April number of Popular Mechanics there 
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was a two-page article tearing my predecessor to shreds 
on account of his alleged position on advertising, and yet 
in the same magazine there were five pages of advertise- 
ments of patent attorneys, showing that the advertisements 
were permitted. We do not want to stop honest advertis- 


ing." 


(Hearings H.R. 210, 67th Congress, 
May 12, 1921, p. 17) 


From this it may fairly be inferred that Congress being apprised 


of the administrative interpretation of the law respecting advertising 
deliberately intended to continue the right to advertise. Congress is 
presumed to have legislated with knowledge of an established usage of 
an executive department. National Lead Co. v. United States 252 US 140, 
64 L. ed 498. Acquiescence by Congress in an administrative practice 
may be inferred from the silence of Congress during a period of years. 
Norwegian Nitrogen Products Co. v. United States 288 US 294, 313, 77 L. 
ed 796, 806. From the foregoing it is clear that the matter was definite- 
ly brought to the attention of Congress in 1916 and in 1922 and that the 
Congress deliberately continued advertising in effect. 

But that is not the end of the story. Since 1922 there have been 
other hearings before Committees of Congress in which advertising by 
patent attorneys has been discussed. For example, protracted hearings 
were held over a number of years with respect to proposed legislation 
which would make it unlawful for unregistered or disbarred persons to 
hold themselves out as authorized or entitled to represent other persons 
before the Patent Office. From the transcripts of those hearings it is 
clear that Congress intended to continue to allow patent attorneys to ad- 
vertise. 

On May 26, 1937, Conway P. Coe, Commissioner of Patents, wrote 
Senator McAdoo, of the Committee on Patents, a letter which stated, in 
the following language, the purpose of the bill which ultimately became 
the Act of May 9, 1938, c. 188, 52 Stat. 342, 35 U.S.C. 11 a and in the 
codification of 1952 became 35 USC 33: 

"The purpose of the bill is to prevent unauthorized practice 
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before the Patent Office. At present, numerous persons who 


have either been disbarred from practicing before the 

Patent Office or who have never been enrolled to practice 
therebefore advertise themselves as patent attorneys, solicit 
patent business and otherwise engage in unauthorized prac- 
tice before the Patent Office. At present there is no law to 
control this fraud and deception." | 

This letter was made the basis of Senate Report No. 402, 75th Con- 
gress, First Session and of the legislation which was enacted. 

The passage of the Act of May 9, 1938 shows that Congress and 
the Commissioner understood that it was lawful for patent attorneys to 
advertise, subject to the limited censorship authorized by the Act of 
February 18, 1922, and that Congress and the Commissioner deemed it 
important to protect the public against fraudulent and deceitful adver- 
tising by unregistered or disbarred persons who were pretending to be 
patent attorneys. | 

There was no uncertainty in the mind of Commissioner Conway P. 
Coe respecting his lack of power to forbid advertising by patent attor- 
neys. The American Bar Association had urged the promulgation of a 


rule to that effect for several years. Commissioner Coe's position is 


reflected in the Report of the Committee on Ethics and Grievances, 


American Bar Association, to the Section on Patent, Trade-Mark and 
Copyright Law in 1939, which shows that Commissioner Coe advised 


the Bar Association's subcommittee that he did not have the legislative 
authority to prevent advertising. | 

This report shows that following the 1938 meeting of : the Bar 
Association consideration was given to ways and means by which adver- 
tising by patent attorneys could be prohibited and it states: 

"That subsequently a conference was held at Chicago on 
February 19, 1939 at which it was agreed that the most 
desirable action would be the Commissioner's promulga- 
tion of a rule prohibiting the practice but that, irrespec- 
tive of how favorably disposed he might be, he would not 
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take such action unless the present statute be clarified by 
amendment, as it is his view that under it he does not have 
the authority to do so. He has been advised that the following 
portion of section 11 of the present act: 
‘or who shall with intent to defraud in any manner, 
deceive, mislead or threaten any applicant or 
prospective applicant or other person having im- 
mediate or prospective business before the office 
by word, circular, letter or by advertising’ 
are words which limit the broad disciplinary authority which 
the statute apparently intends to vest in him.” 

It was not until Caspar Ooms became Commissioner of Patents in 
the middle 1940's that any Commissioner publicly gave utterance to the 
notion that he had, without obtaining further legislation, the power to 
forbid all advertising. The Congress had not at any time, either directly 
or indirectly, intimated that it intended to give the Commissioner the 


power to proscribe all advertising. But during Mr. Ooms' incumbency 


a movement was started to eliminate advertising by patent attorneys. 
This movement culminated in a hearing to amend the rules of practice 
before the Patent Office. The said hearing was held before Commis- 
sioner Kingland and a Patent Office Committee on September 30, 1948. 
A vigorous opposition to the changes then proposed was made by Victor 
J. Evans & Co., Merlin M. Evans and others and the proposed changes 
were not then made. 

At the time H.R. 3760 (a bill to revise and codify the laws relating 
to patents and the Patent Office and to enact into law Title 35 of the 
United States Code entitled Patents") was before Subcommittee #3 of 
the committee of the Judiciary, House of Representatives, Eighty-first 
Congress, 1st Session, P. J. Federico, Examiner in Chief of the Patent 
Office spoke for the Patent Office on behalf of the bill. When it came 
time to consider the matters embraced within the Act of July 4, 1884 
regulating practice before the Patent Office, he said: 

"The next group, sections 31, 32 and 33, relate to 
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practice before the Patent Office. In them the language has 


been rearranged and divided into several sections. 

"There has been no change of substance in these sec- 
tions except in the third of this group which is a criminal 

provision for unauthorized practice." (Hearings, p. 37) 

At the same hearings Al. Philip Kane, Esq., appeared on behalf 
of Victor J. Evans, & Co. and McMorrow, Berman and Davidson for the 
purpose of making certain that the recodification did not limit, restrict 
or destroy their right to advertise. The following colloquy took place 
between him and Congressman Bryson, the chairman of the subcom- 
mittee: | 

“Mr. Bryson: We will try to grant that. So we may under- 
stand your position concretely, it revolves around the 
custom of advertising ? | 

Mr. Kane: That is correct. | 

Mr. Bryson: You wish to retain the status quo i in the pending 
bill ? 

Mr. Kane: That is correct. 

Mr. Bryson: You wish to continue the practice that lawyers 
follow now ? : 

Mr. Kane: Yes; subject to approval of the advertising by the 
Commissioner of Patents, which is the practice. 

Mr. Bryson: You will try to get together with our Staff in the 
hope of working out your differences and respective views 
at an early date?" (Hearings, p. 77) | 

Mr. Kane also submitted a letter, outlining the problem to Charles 
J. Zinn, Law Revision Counsel to the Committee. (Hearings p. 182, 183) 

As a result of these hearings the Congress decided to maintain 
the status quo as requested by Mr. Kane. Senate Report 1979 dated 
June 27, 1952 contains the following language: 

"The next group, sections 31, 32 and 33, relate to prac- 
tice from the Patent Office. In them the language of the prior 

Statutes has been rearranged and divided into several sections. 
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There has been nochange of substance in these sections. . . 
(Emphasis supplied; U. S. Code Congressional and Adminis- 
trative News 82nd Congress, 2nd Session Vol 2 p. 2398.) 

Mr. Federico in his commentary on the new Patent Act 35 USC 

1, 13 admits that the substantive law has not been changed. He states: 
"Only some changes in language have been made and no 
changes in substance. The phrase in the old statute mention- 
ing the word ‘advertising’ concerning which there has been 
some difference of opinion as to its interpretation has been 
retained and the difference of opinion not settled." 

Mr. Federico may very well have written that there were no dif- 
ferences of opinion before the commissionership of Caspar Ooms who 
tried to overthrow more than sixty years of settled interpretation by 
the Patent Office and the Congress. 

It is significant that in his published notice of the proposed rule 
change Commissioner Watson made no mention of 35 USC 32. But that 
section although reenacted in 1952 is merely one part of the Act of 
July 4, 1884. Most importantly, however, it is that part of the law which 
for almost three quarters of a century has sanctioned the very practice 
which the Commissioner, contrary to the law and its time-honored 
interpretation, would now forbid. 


E. The Rule promulgated for practice in Trademark 
Cases is not controlling and is probably ineffec- 
tive and void 


In a letter dated September 20, 1957, written to Cranston Williams, 
General Manager of the American Newspaper Publishers Association, 
the Commissioner of Patents seemed to predicate his authority for 
making the proposed rule on the fact that Rule 2.14 of the Rules of Prac- 
tice in Trademark Cases purports to prohibit advertising upon penalty 
of exclusion or disbarment from practice. 

This trademark rule was promulgated in August, 1955 following 
publication in the Federal Register on July 7, 1955. 

No légal justification or basis for the promulgation of this rule 
has been found and it is believed that none exists. Accordingly the rule 
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is void. The published trademark rules refer to 35 USC 31, 32 for the 
application and interpretation of Rules 2.11 to 2.19. But, from what has 
been said before in this brief, it is clear that Sections 31 and 32 of 
Title 35 United States Code cannot conceivably be used as a predicate 
for the prohibition of advertising since those two sections together 
make up the Act of July 4, 1884 which expressly contemplated the con- 
tinuation of advertising by patent attorneys and has been So applied for 
seventy-three years. (See R.S. 487, Feb. 14, 1903, C.552, #12, 32 Stat. 
830; Feb. 18, 1922 C. 58, #3, 42 Stat 390; June 25, 1936, c. 804, 49 Stat 
1921.) 

The reliance upon the trademark rule represents a feeble effort 
to lift one by his own bootstraps. In effect the Commissioner says: 

"I exceeded my legislative authority by promulgating the trademark rule 
forbidding advertising and my authority has not yet been questioned. 
Therefore I must have the authority." 

This reasoning is patently fallacious. In the first place only a 
short time has transpired since the rule was promulgated, The right of 
trademark attorneys to advertise has not been questioned to date be- 
cause trademark practice represents a very small portion of the prac- 
tice of advertising patent attorneys and those attorneys have not been 
willing to place their principal livelihoods in jeopardy by disobeying 
the rule and taking their chances on disbarment. : 

Nor can any inferences be drawn from the fact that the present 
protestants did not oppose the promulgation of the trademark rule. 
They did not have actual knowledge of the fact that the rule was to be 
placed in effect. If they had possessed such knowledge they would have 
opposed it. 


There is no suggestion that the change in the trademark rule was 


called to the attention of Congress or that Congress has implicitly ap- 
proved the trademark rule. | 

The trademark rule is clearly invalid. The power of an adminis- 
trative officer or board to administer a Federal statute and to prescribe 
rules and regulations to that end is not the power to make law but the 
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power to adopt regulations to carry into effect the will of Congress as 
expressed by the statute. A regulation which operates to create a rule 
which goes beyond the purpose of the statute is a mere nullity. 

Lynch v. Tilden Produce Co., 265 US 315, 230, 68 L. ed 1034, 1036. 

Miller v. United States, 294 US 435, 439, 79 L. ed 977, 980, 981. 

Koshland v. Helvering, 298 US 441, 80 L. ed 1268. 

Trademark rule 2.14 represents an about-face on the part of the 
Patent Office. It goes against seventy-one years of administrative 
interpretation and against the meaning given to statutes by many Con- 
gresses. The rule merits the same kind of criticism which the Supreme 
Court recently gave to a Treasury Department action. In United States 
v. Leslie Salt, 350 US 383, 100 L. ed 441 94 451 the Court said: 

”, . . In Norwegian Nitrogen Prod. Co. v. United States 288 
US 294, 315, 77 L. ed 796, 807, 53 S Ct 350, Mr. Justice 
Cardozo said: ‘Administrative practice, consistent and 
generally unchallenged, will not be overturned except for very 


cogent reasons if the scope of the command is indefinite and 


doubtful. United States v. Moore, 95 US 760, 763; Logan v. 
Davis, 233 US 613, 627; Brewster v. Gage, 280 US 327, 336; 
Fawcus Machine Co. v. United States, 282 US 375; Interstate 
Commerce Comm. v. N.Y., N.H. & H.R. Co., 287 US 178. The 
practice has peculiar weight when it involves a contempora- 


neous construction of a statute by the men charged with the 
responsibility of setting its machinery in motion, of making 
the parts work efficiently and smoothly while they are yet un- 
tried and new." 

"Against the Treasury's prior long-standing and consis- 
tent administrative interpretation its more recent ad hoc con- 
tention as to how the statute should be construed cannot stand. 
Moreover, that original interpretation has had both express 
and implied congressional acquiescence, through the 1918 
amendment to the statute, (supra, p. 448) which has ever since 
continued in effect, and through Congress having let the ad- 
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ministrative interpretation remain undisturbed for so many 


years. See Corn Products Refining Co. v. Commissioner, 
350 US 46, 53, 100 L. ed 29, 35, 76S Ct 20; Norwegian Nitro- 
gen Prod. Co. v. United States, supra (228 US at p. 313). 

It is noteworthy that one portion of the trademark rule has already 
been held invalid by the United States District Court for the District of 
Columbia. Section 2.12 (b) precluded from further practice before the 
Patent Office in trademark cases those registered non-lawyers who had 
not actually handled trademark cases after July 5, 1947. In Holmgren vy. 
Watson, Civil Action #1540-56, decided July 13, 1956, District Judge 
McGarraghy held: | 

"2. That Trademark Rule 2.12 (b), effective August 15, 
1955, is invalid insofar as it attempts to take away the right 
to practice in trademark cases that plaintiff enjoyed under 
the prior trademark rules. 

3. That plaintiff, as an attorney revistered before the 
U. S. Patent Office, still has the same right to practice, in 
trademark cases, that he had under the Trademark rules in 
effect prior to the promulgation of new Trademark Rule 
2.12 (b)." i 

By analogy it might be said that proposed rule 2.14 would be in- 
valid insofar as it attempts to take away the right of registered patent 
attorneys to advertise and that notwithstanding such a rule the regis- 
tered patent attorneys would still have the right to advertise. Before 
instituting such a deficient rule the Commissioner of Patents should 
give serious consideration to the provisions of Section 9 (A) of the Ad- 
ministrative Procedure Act: ! 

"In the exercise of any authority no sanction shall be 
imposed or substantive rule or order be issued except within 
jurisdiction delegated to the agency as authorized by law." 

If one thing is clear it is that the Congress has not delegated to 
the Commissioner of Patents the power to establish a rule, prohibiting 
any advertising that is not false, fraudulent, misleading, or ere 
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F. The proposed rule does not find any substantial 
support in the rules of other agencies 
In his letter of September 20, 1957 to Mr. Cranston Williams the 


Commissioner of Patents said: 

"It also appears that at least three departments of Gov- 
ernment and four administrative agencies have adopted rules 
prohibiting advertising, for the purpose of soliciting business 
by persons who practice before those departments and 
agencies." 

The fallacy of the Commissioner's reasoning is apparent. None of 
the departments or agencies has the same combination of legislative 
history, continued administrative application and congressional acquies- 
cence which characterizes the rule permitting advertising by patent 


attorneys. That rule is sui generis. In order to understand and give 


proper application to the advertising problem it is necessary to give 
consideration at least to the following: 
Act of March 2, 1861, 12 Stat. 246 
Act of July 8, 1870, 16 Stat. 200 
Act of July 4, 1884, 23 Stat. 98 
Wedderburn v. Bliss, 12 App. DC 485 (1898) 
Act of February 14, 1903, 32 Stat. 830 
Act of April 27, 1916, 5 USC 101 
Hearings, H.R. 5527, Seventieth Congress, 1st Session (1928) 
Hearings S. 683 Congressional Record Feb. 9, 1916 p. 2326 
Act of February 18, 1922, 42 Stat. 390 
Hearings, H.R. 210 Sixty-Seventh Congress (1921) 
Senate Report #462 Seventy-Fifth Congress, 1st Session (1937) 
Act of June 25, 1936, 49 Stat. 1921 
Act of May 9, 1938, 52 Stat. 342 


Reply of Conway P. Coe, Commissioner of Patents to American 
Bar Assn. (1939) 


Hearings on Proposed Rules 5.4 and 5.5 before the Patent Office, 
September 30, 1948 


Hearings, H.R. 3760, Eighty-Second Congress, 1st Session (1951) 
pages 37, 77, 182 
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Senate Report 1923 (H.R. 7794) Eighty-Second Congress, 2nd 
Session | 


35 USC 6, 66 Stat. 793 (and reviser's note) 
35 USC 31, 66 Stat. 795 (and reviser's note) 
35 USC 32, 66 Stat. 795 (and reviser's note) | 
None of the other departments or agencies has such an impressive 
history of the legislative purpose and intent to permit advertising, of 
the administrative recognition over three-quarters of a century of the 





right to advertise, or of the congressional acquiescence in the recog- 
nized right to advertise. Consequently any action which has been taken 
by any other department or agency in this regard is entirely immaterial 
to the determination of the proper limits of the authority of the Com- 


missioner of Patents with respect to advertising. Further discussion 


of this point would be the sheerest sort of tautology. 
G. The proposed rule would bring about a further | 


perversion of the patent system 


In 1941 Waldo Hamilton in his "Monograph 31" sa for the 
Temporary National Economic Committee, painted a graphic future of 
the extent to which our patent system had been perverted. What was 





intended as a safeguard for individual inventors had become the pro- 
tector of business combinations to the detriment of the small inventor 
(see e.g. p. 87). 

A recent report of the Subcommittee on Patents, Trpdemarks and 
Copyrights of the Committee on the Judiciary of the United States Senate 
(Report #72, 85th Congress, 1st Session) shows that Congress is 
presently aware of the importance of this problem. This report dated 
February 18, 1957 states at page 10: : 

"The accumulation of vast numbers of unused patents 
and the effects of such accumulation (1) as a deterrent to 
newcomers attempting to enter these industries and (2) on 
the conduct of research by others, is a matter of real con- 


| 
cern. Related to this problem is the number of patents issued 
to corporations as against those issued to individual inventors. 
Indeed the fate of the independent inventor, heretofore a 


] 
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prolific source of new inventions is a cause for alarm.” 
(Emphasis supplied) : 
Certainly the present Commissioner of Patents would not want to 
have his administration stigmatized for having favored big business over 
the individual inventors. It will deserve that stigma, however, if the 


proposed rule should be put into effect because the necessary consequence 


of the prohibition of advertising would be the further drying up of the 
sources of individual inventions. 

It cannot be gainsaid that the advertising conducted by patent 
attorneys both directly and indirectly stimulates invention. Directly, it 
advises the readers of the scientific magazines of the benefits which 
flow from obtaining patent protection and encourages the readers to 
attempt to develop new inventions. Indirectly, it contributes substantially 
to the support of the popular scientific and mechanical magazines which 
are read avidly by individuals of active minds, progressive inclination 
and inventive genius. These magazines foster the study of science among 
the youth of the'country and give impetus for further study to those who 
may have passed over earlier opportunities for formal education. In 
fact a Project Officer on the "Project Vanguard" recently stated in a 
public meeting that he read the popular mechanical magazines for new 
ideas. 

President Eisenhower has recently stressed the need for more 
and more concentrated scientific study. The success of the Soviet satel- 
lites, while ours are still in the planning stage, has focused the view of 
the world on America's scientific progress. On all hands and from all 
quarters we hear demands that we stimulate interest in science and in 
inventiveness. Even as recently as October 24, 1957 the National In- 
ventors Council of the Department of Commerce published a list of in- 
ventions needed. It would certainly be out of keeping with the require- 
ments of our national safety and well-being for the Commissioner of 
Patents, with the consent of the Secretary of Commerce, to take any 
action which would tend to dry up the sources of individual invention. 

Proceeding from the sphere of national safety to that of economic 
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well-being we must acknowledge that if the patent system fails to reach, 
to encourage, to stimulate the scientific interest of the individual small 
inventor throughout the country it will tend further to centralize all in- 
vention in the laboratories of the wealthy corporations. According to 
the recent Report of the Subcommittee on Patents, Trademarks and 
Copyrights pursuant to S. Res. 167 (Report #72, 85th Congress, 1st 
Session) this already presents a frightening situation. General Electric 
owns 10,757 patents and American Telephone and Telegraph Company 
8,539 (page 11). It is suggested that the patent system has already been 
made the handmaiden of economic monopoly by our large corporations. 
Advertising by patent attorneys furnishes a much-needed leaven to our 
system of free enterprise. | 


One of the primary findings in the Subcommittee Report is 


"The patent statutes constitute the congressional expression 
of national policy that inventiveness shall be stimulated and 
encouraged."" (p. 30) | 

Advertising by patent attorneys tends to stimulate and encourage 
inventiveness. Take it away and the patent system cannot serve the 
purpose for which it was established. ! 

H. The proposed rules would favor lawyers 


over p atent: attorneys 


The patent lawyers have been the active instigators of the pro- 
posed rules. Their conduct has been motivated in part, at least, by 
their feeling that the patent attorneys now have an advantage over the 
lawyers with respect to the opportunities for obtaining business. 

Originally both patent lawyers and patent attorneys were free to 
advertise for patent business and in fact did advertise for it. In the 
course of time, as patent litigation increased, the lawyers transferred 
a great deal of their activities to extra-Patent-Office work, They be- 
came more closely identified with the legal profession than with the 
business of soliciting patents before the Patent Office. They took on 
more of the characteristics of general lawyers and, by becoming mem- 
bers of the various bar associations, adopted the codes of ethics pre- 
scribed by those associations. Having thus metamorphosed themselves 

| 
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they want to insist that patent attorneys be subjected involuntarily to a 
similar metamorphosis. 

Because of their own voluntary transformation they have deprived 
themselves of opportunities for obtaining patent business through adver- 
tising. They themselves created inequalities in the opportunities. They 
now take the irrational position that equality of opportunity must be 
established by depriving the patent attorneys of the right to advertise, 

a right which the lawyers themselves voluntarily abandoned. 

Furthermore, the proposed rules will not establish equality but 
on the contrary would destroy it. 

Under Canon 34 lawyers may divide fees among themselves pro- 
vided there is a division of service or responsibility. But would the 
Bar Association sanction the “splitting” of fees between patent lawyers 
and non-lawyer patent attorneys? If the answer should be in the nega- 
tive, would not the rules then mean that patent lawyers were forbidden 
to forward cases to patent attorneys and to divide fees on the basis of 
service and responsibility ? And would that not mean that the Washing- 
ton patent attorneys such as Evans and McMorrow, Berman and David- 
son would be prevented from receiving references from out-of-town 
lawyers while patent lawyers would not be so prevented ? 

Furthermore, through their connections in the Bar Associations 


and by attending meetings of the associations the lawyers may obtain 


business by reference from fellow lawyers. The patent attorneys would 


not have these sources of opportunities available to them. 

The American Bar Association has approved of certain "law lists" 
in which lawyers may have their names published. The enactment of the 
proposed rules would not give the patent attorneys any right to be in- 
cluded in any of those lists. It can fairly be anticipated that patent at- 
torneys who are not lawyers will be systematically excluded from those 
lists. 

Only a few of the many obvious inequalities which would result 
have been listed. Enough has been said of "equality", however, to show 
that the proposed rules would operate unfairly to the detriment of the 
patent attorneys. 
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I. The businesses of the protesting parties would be 
destroyed | 


For sixty years the Evans family has been carrying on a legiti- 


mate business of soliciting patents. The McMorrow firm has been in 
business almost twenty years. They have been subject at all times to 
the laws passed by Congress and have been subject to the rules of 


practice imposed by the Patent Office. 





At all times the protesting parties have been and are subject to 
the disciplinary control of the Patent Office as registered patent attor- 
neys. 

Their businesses have been based on national So largely 
in popular scientific and mechanical magazines. They have built up 
organizations of patent attorneys, draftsmen and clerks to execute the 
business commissions which come to them through advertising. Those 
organizations cannot possibly be supported unless they have the right 
to advertise. 

It is not suggested that they have such a vested right to advertise 
that Congress could not by proper legislative action, take it away from 
them. But it does appear that in the present condition of the law they 
have a right which the Commissioner of Patents cannot, without further 
legislation, take away from them. | 

They have provided access to the Patent Office to many thousands 
of inventors who would never have found their way there if advertising 
had not been permitted. They have done their part in carrying out the 
policy of the law in stimulating invention. They have performed a pub- 





lic service. They have conducted their businesses in a lawful manner. 

Even if the Commissioner had the power - which he does not - of 
promulgating the proposed rule, it would be extremely inequitable for 
him to establish it when the necessary and inevitable result of his act 
would be to destroy these businesses which have heretofore been 
legitimate in all respects. It is respectfully submitted that neither the 
Congress nor the courts would approve of his action. 
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CONCLUSIONS 

For the reasons set forth in this brief and for such other, addi- 
tional or different reasons as may be urged at the oral hearing to be 
held on November 19, 1957 it is submitted that the Commissioner of 
Patents should not attempt to make effective the proposed rule forbid- 
ding advertising. 

Respectfully submitted, 


Al. Philip Kane 
Kane and Koons 
1331 G Street, N. W. 
Washington 5, D. C. 
Attorneys for 
Victor J. Evans & Co. 
Merlin M. Evans, McMorrow, 
Berman and Davidson, 
Hugh E. McMorrow, 
Hyman Berman and 
Stanford W. Berman 
Registered Patent Attorneys 


[ Filed Feb. 6, 1959] 


MOTION OF DEFENDANTS TO DISMISS THE 
COMPLAINT OR, IN THE ALTERNATIVE, FOR 
SUMMARY JUDGMENT 


Defendants move the Court to dismiss the complaint for failure 
to state a claim upon which relief can be granted or, in the alternative, 
to grant summary judgment for the defendants on the ground that there 
is no genuine issue as to any material fact and that defendants are en- 
titled to a judgment as a matter of law. 

In support of this motion, the Court is respectfully referred to the 
Affidavit of Robert C. Watson, Commissioner of Patents, and the brief 
in support thereof. 


/s/ George C. Doub 
GEORGE COCHRAN DOUB 
Assistant Attorney General 


i /s/ _D. B. MacGuineas 
Clarence W. Moore DONALD B. MACGUINEAS 


Solicitor, Patent Office ‘ 
Of Counsel _ Attorney, Department of Justice 


[ Certificate of Service] Attorney for Defendants 
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AFFIDAVIT OF ROBERT C. WATSON, COMMISSIONER OF 
PATENTS, IN SUPPORT OF DEFENDANTS' MOTION FOR 
SUMMARY JUDGMENT 
WASHINGTON ) | 
ss. 


) 
DISTRICT OF COLUMBIA ) 


Robert C. Watson, being first duly sworn, deposes and says: 

Iam the Commissioner of Patents in the United States Patent 
Office. Iam one of the defendants in the above-entitled action and have 
personal knowledge of the facts herein set forth. ! 

The Patent Office Advisory Committee, composed of representa- 
tives of industry, general law, and patent law, which was first appointed 
in 1933 by the Secretary of Commerce to assist him in matters of gen- 
eral policy, and reactivated by the Secretary from time to time since 
that date, met on October 4, 1955 and passed a resolution recommending 
an amendment to the rules of practice of the Patent Office to prohibit 
advertising by those registered to practice before the Patent Office to 
solicit patent business. Attached hereto and marked Exhibit A are 
certified photocopies of (1) a letter dated July 10, 1957, received by the 
Secretary of Commerce from the Chairman of the Committee informing 
the Secretary of the recommendation, (2) the attachment mentioned in 
the letter setting forth the text of the proposed new rule, and (3) a list 
of the members of the Committee. 

With the approval of the Acting Secretary of cee and pur- 
suant to the authority contained in Sections 6 and 31 of Title 35, United 
States Code, as enacted July 19, 1952, Public Law 593, 82d Congress, 
2d session, Chapter 950; 66 Stat. 792, notice was published in the Au- 
gust 27, 1957 issue of the Federal Register (22 F. R. 6898) of a pro- 
posed amendment to Rule 345 of the Rules of Practice of the United 
States Patent Office in Patent Cases (37 C.F.R. Section 1. 345). The 
rule was proposed to be amended to read as follows: | 

"Advertising. (a) The use of advertising, circulars, 
letters, cards, and similar material to solicit patent business, 
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directly or indirectly, is forbidden as unprofessional con- 
duct, and any person engaging in such solicitation, or asso- 
ciated with or employed by others who so solicit, shall be 
refused recognition to practice before the Patent Office or 
may be suspended, excluded or disbarred from further 
practice. 

(b) The use of simple professional letterheads, calling 
cards, or office signs, simple announcements necessitated 
by opening an office, change of association, or change of ad- 
dress, distributed to clients and friends, and insertion of 
listings in common form (not display) in a classified tele- 
phone or city directory, and listings and professional cards 
with biographical data in standard professional directories 
shall not be considered a violation of this rule. 

(c) No agent shall, in any material specified in para- 
graph (b) of this section or in papers filed in the Patent 
Office, represent himself to be an attorney, solicitor or 


lawyer.” 


The published notice invited the submission of written data, views, argu- 


ments or suggestions for consideration in connection with the proposed 
amendment and provided for an oral hearing to commence on Novem- 
ber 19, 1957 in the Department of Commerce Building. Further notices 
of the proposed amendment and the hearing were published in the Official 
Gazette of the United States Patent Office on September 24, 1957 (722 
O.G. 640), October 1, 1957, (723 O.G. 1), and October 8, 1957 (723 O.G. 
209). 

The hearing was held, as scheduled, and statements, both oral and 
written, and briefs by interested parties were received. A copy of the 
transcript of the hearing, comprising 284 pages, will be made available 
to the Court if desired. In addition to the briefs, letters and statements 
offered at the hearing, numerous other written communications dealing 
with the proposed rule were received and considered. 

Those who registered their approval of the proposed amendment, 
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either in writing or at the hearing, fell into three general groups: 





(a) associations of patent practitioners, 


(b) general legal associations, and 
(c) individuals. | 
Referring to the first group, the American Patent Law Association, 


a national organization of over two thousand members, expressed its 
approval in a comprehensive brief. Representatives of the organization 
also appeared at the hearing. Local or regional patent law associations 
which have filed papers indicating that their members, Board of Direc- 
tors, or other authorized body had voted in support of the proposed 
amendment are: 


Boston Patent Law Association 

The Cleveland Patent Law Association 
The Connecticut Patent Law Association 
The Dayton Patent Law Association 
Patent Law Association of Los Angeles 
The Michigan Patent Law Association 
Milwaukee Patent Law Association 

The Minnesota Patent Law Association 
New Jersey Patent Law Association 

The Patent Law Association of Pittsburgh 
Rochester Patent Law Association 

San Diego Patent Law Association 
Patent Law Association of San Francisco 
The Toledo Patent Association 

The Patent Law Association of Chicago 
Dallas-Fort Worth Patent Association 
Eastern New York Patent Law Association 
The New York Patent Law Association 
Oregon Patent Law Association 

The Philadelphia Patent Law Association 
Seattle Patent Law Association 


In the second group, the American Bar Association forwarded a 
copy of a resolution adopted by the Board of Governors of that organiza- 
tion approving the proposed amendment, and the association was repre- 
sented at the hearing. That resolution was in the following terms: 

RESOLVED, That the American Bar Association favors the 

adoption of a rule of practice in the United States Patent 

Office which would forbid, as unprofessional conduct, the use 

of display advertising, circulars, letters, cards, or other 
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material to solicit patent business, directly or indirectly, 
and which would refuse recognition to practice before the 


Patent Office to any person engaging in such solicitation 


or associated with or employed by others who so solicit, 

or would permit the suspension or exclusion of any such 

person from further practice before the Patent Office. 

That the President of the Association and the officers of 

the Section of Patent, Trademark and Copyright Law be 

authorized to communicate to the Secretary of Commerce 

and to the Commissioner of Patents the action of the Asso- 

ciation in passing this resolution. 
Other general legal associations which filed statements in support of the 
proposed amendments by the authority of the membership or the govern- 
ing body of the organization are: 


State Bar of California, Conference on Patent, Trademark 
and Copyright Law 


The Chicago Bar Association 

Cleveland Bar Association 

The Colorado Bar Association, Patent Section 
The Columbus Bar Association 


The Bar Association of the District of Columbia (action 
taken as to lawyers only) 


Federal Bar Association, Administrative Law Committee 
Illinois State Bar Association 

Indiana State Bar Association, Patent Section 

The Missouri Bar 

Association of the Bar of the City of New York 


New York County Lawyers Association, Committee on 
Unlawful Practice of Law 


Ohio State Bar Association 
Queens County Bar Association 
State Bar of Texas, Patent Section 
The Toledo Bar Association 
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Many patent practitioners, both lawyers and non-lawyers, as well 


as general lawyers, filed letters or appeared at the hearing in support 
of the proposed amendment. Such individuals included three former 
Commissioners of Patents (of whom two appeared at the hearing), O. S. 
Colclough, Dean of Faculties, The George Washington University, Paul 
R. Dean, Dean of the Georgetown University School of Law, and David 
Maxwell, a former President of the American Bar Association. 

The only opposition to the proposed new rule came from two firms 
of patent attorneys or agents, twelve additional patent attorneys or 
agents, publishers of four magazines which carry a large ‘part of the ad- 
vertising of the patent attorneys and agents who do advertise, (Popular 
Mechanics Magazine, Popular Science Monthly, Mechanix’ Ilustrated, 
and Science and Mechanics) and three publishers associations, The 
Magazine Publishers Association, the American Newspaper Publishers 
Association and the American Association of Advertising Agencies. 

As a result of my firm belief and Opinion that the proposed new 
rule is needed and is in the public interest, on January 24, 1958, by 
memorandum, a copy of which is attached hereto and marked "Exhibit 
B," I informed the Secretary of Commerce of my conclusion, after a 
consideration of all of the material submitted, that the proposed amend- 
ment should be made. Notice that the Secretary of Commerce had on 
August 5, 1958, approved the amendment to take effect January 1, 1959, 
was published in the Federal Register on August 13, 1958 (23 F.R. 6199). 
The date for taking effect of the amendment has been extended, with the 
approval of the Secretary of Commerce, to May 1, 1959, notice of that 
action being published in the Federal Register on November 9, 1958 
(23 F.R. 8622). | 

A rule prohibiting advertising to solicit trademark business by 
those recognized by the Patent Office for such practice was promulgated 
in 1947 (12 F.R. 3956) and has been in effect since January 1, 1950 
(14 F.R. 3589). Originally designated Rule 4.4 of the Trademarks Rules 
of Practice, this rule became, ina subsequent revision of the Trade- 
mark Rules of Practice effective August 15, 1955 (20 F.R. 4797), Rule 
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2.14, paragraphs (a) and (b), [37 C.F.R. 2.14(a), (b)], now in force. 
Those paragraphs read as follows: 

'(a) The use of display advertising, circulars, letters, 
cards, and similar material to solicit trademark business, 
directly or indirectly, is forbidden as unprofessional con- 
duct, and any person engaging in such solicitation, or asso- 
ciated with or employed by others who so solicit, shall be 
refused recognition to practice before the Patent Office or 
suspended or excluded from further practice. 

(b) The use of simple professional letterheads, call- 
ing cards, or office signs; simple announcements neces- 
sitated by opening an office, change of association, or 
change of address, distributed to clients and friends, and 
insertion of professional cards, listings in common form 
(not display) in a classified telephone or city directory, 
and listings and professional cards with biographical data 
in standard professional directories are not prohibited." 

The amendment prohibiting advertising to solicit patent business, 
thus, duplicates in substance a rule already in effect in trademark prac- 


tice. By the amendment, accordingly, practice before the Patent Office 


in its two major areas of responsibility has been made uniform, insofar 
as the solicitation of business by advertising is concerned. 

The validity of the trademark rule forbidding advertising has never 
been challenged. In fact, the plaintiff in this action, among others, has 
acquiesced in the validity of the trademark rule by altering his adver- 
tising to conform thereto. 

Practice’ before the Patent Office is professional work which re- 
quires special knowledge to be used to instruct, guide and advise others. 
Other professions prohibit the solicitation of business by their members, 
either by self-imposed rules or by rules promulgated by the bodies be- 
fore which they appear. Canon 27 of the Canons of Professional Ethics 
of the American Bar Association states that "It is unprofessional to 
solicit professional employment by circulars, advertisements, through 
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touters or by personal communications or interviews not warranted by 
personal relations."" Section 12 of the Principles of Ethics of the 
American Dental Association reads as follows: | 

"12. Advertising. Advertising reflects sdecsets on 
the dentist who employs it and lowers the public esteem of 
the dental profession. The dentist has the obligation of ad- 
vancing his reputation for fidelity, judgment, and skill 








solely through his professional services to his patients 

and to society. The use of advertising in any form to 

solicit patients is inconsistent with this obligation. My 
Section 4 of the Principles of Medical Ethics of the American Medical 
Association begins with the statement that "Solicitation of patients, 
directly or indirectly, by a physician, by groups of physicians or by 
institutions or organizations is unethical.” Rule 10 of the Rules of 
Professional Conduct of the National Society of Public Accountants 
States "A public accountant shall not advertise his professional attain- 
ment or services." Standard 12 of the Standards of Professional Prac- 
tice of the American Institute of Architects reads: "An Architect shall 
not use paid advertising nor use self- -laudatory, exaggerated, or mis- 
leading publicity." | 

A registered patent attorney or agent usually furnishes the follow- 

ing professional services to an inventor: 


(a) He conducts, or causes to be made, a so-called ie 


liminary search through prior U. S. patents to determine 
whether the filing of an application for patent is or is not 
warranted; : 

(b) He prepares and files the application for patent; and 

(c) He prosecutes the application before the Patent Office 

on behalf of the inventor. | 

The application must be so prepared that it satisties formal 
statutory requirements. It must include a specification or' description 
and, where the nature of the case admits, a drawing. The specification 


is addressed to persons skilled in the art to which the subject matter 
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of the application pertains, and describes the invention in appropriate 
technical terms. The specification "must conclude with one or more 
claims particularly pointing out and distinctly claiming the subject 
matter which the applicant regards as his invention" (35 U.S.C. Section 
112). These claims are the operative part of the patent. They form 
the basis for determining its validity and scope. If drawn too broadly, 
the claims may be invalid. If they recite unnecessary details, the 
patent may be so easily avoided as to be practically valueless. 

In prosecuting an inventor's application for patent before the 
Patent Office, the patent attorney or agent must deal appropriately with 
adverse decisions, largely rejections of claims, by a Patent Office 
examiner or other official. Factual or legal arguments may be presented 
as a basis for seeking reconsideration of the examiner's initial position, 
rejected claims may be amended, or new claims may be added. The 
patent attorney or agent may find it to be necessary to advise the appli- 
cant that, in view of the examiner's decision, further prosecution of the 
application would not be in the applicant's interest. If a second con- 
sideration by the examiner is sought, the patent attorney or agent may 
respond to a second adverse decision, and this course may continue 
until a final issue is reached. If the Patent Office examiner's final 
decision is adverse, the applicant may appeal to the Board of Appeals 


in the Patent Office from rejections of claims. In prosecuting such an 


appeal, the patent attorney or agent must file an appeal brief, and may 
appear orally in the applicant's behalf at a hearing. 

If, in applications filed by different inventors, substantially the 
same invention is claimed, there may be an interference proceeding to 
determine which of the inventors is first. An interference is an adver- 
sary proceeding requiring the production of evidence and a judgment 
which is based on the facts presented. 

The preparation and prosecution of an adequate application for 
patent presents difficulties for an applicant who is inexperienced. The 
drafting of claims which are formal and set forth the invention, and, at 
the same time, define the invention with adequate breadth of language, 
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offers particular difficulty to a layman. Accordingly, almost all appli- 


cants need and seek the services of a patent attorney or agent. 

The practitioner before the Patent Office has a fiduciary duty of 
a double character. He owes a duty to the Patent Office and the public 
not to prosecute applications knowing that the invention has been antici- 
pated. He also has the public duty not to suppress or conceal relevant 
information with respect to an application and not to prosecute applica- 
tions where it is obvious that no patent can be granted. On the other 
hand, the patent practitioner owes a duty of the highest character to his 
clients, who must place complete reliance on the integrity and ability 
of the representative because the average client cannot evaluate ade- 
quately the complex proceedings before the Patent Office. | 

To insure that those who represent applicants for patent before 





the Patent Office are qualified to render valuable service, rules govern- 
ing the recognition and conduct of such representatives, such as Rules 
341 to 348 of the Rules of Practice of the United States Patent Office in 
Patent Cases (37 C.F.R. 1.341 to 1.348), have been promulgated under 
the authority of Sections 6, 31 and 32 of Title 35 of the United States 
Code and the predecessors of those sections. Patent Office regulations 
have provided since 1897 that a register of those recognized as being 
qualified to practice before the Office shall be maintained. Proof of 
special qualification to represent others before the Patent Office in 





patent matters has been required of non-lawyers since that date. Proof 
of special qualification has likewise been required of lawyers since 
1922. Originally such proof referred to apprenticeship with one already 
qualified or to specific applications for patent in the prosecution of 
which the candidate for registration had demonstrated his proficiency. 
By an amendment of the rules in 1934, (Commissioner's Order No. 3266, 
441 O.G. 253) candidates were required henceforth to take and pass an 
examination prior to registration. | 
Until 1938, lawyers and non-lawyers alike were registered as 





patent attorneys. Separate registers for attorneys and agents were pro- 
vided by a further amendment of the rules (Commissioner's Order No. 


| 
\ 
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3445, 495 O.G. 715) in that year, with the provision, however, that those 
previously registered as patent attorneys would be retained on the 
register of attorneys whether they were lawyers or not. Since that 
amendment, registration on the register of attorneys has been limited 
to attorneys at law in good standing admitted to practice before any 
United States Court or the highest court of any State or Territory of 
the United States. Each candidate for registration as a patent attorney 
additionally must fulfill the requirements and comply with the provisions 
of Rule 341. Any citizen of the United States not an attorney at law who 
fulfills those requirements and complies with those provisions may have 
his name entered on the register of agents. 

Section 32 of Title 35 of the United States Code empowers the 
Commissioner of Patents to exclude or suspend attorneys or agents 
from practice under appropriate circumstances, and Rule 348 of the 
Rules of Practice (37 C.F.R. 1.348) sets forth the procedures to be fol- 
lowed leading to such action. 

As of December 1, 1958, 6211 individuals were registered to prac- 
tice before the Patent Office, 5266 of whom were registered as attorneys 
and 945 as agents. Of those on the register of attorneys, 512 were non- 
lawyers. Accordingly, 4754 lawyers were recognized for practice be- 
fore the Patent Office, and a total of 1457 non-lawyers were So recog- 
nized. Rule 341 (37 C.F.R. 1.341) provides for the registration of firms 
as well as of individuals. 423 firms were registered on the register of 
attorneys and 11 on the register of agents. 

Advertisements for patent business of the type forbidden by the 
amended rule are found principally in (a) classified telephone direc - 
tories, (b) the popular mechanical type of magazines, and (c) miscel- 
laneous other popular or trade periodicals. Attached as Exhibit C is a 
photocopy of page 1273 of the 1958 edition of the Manhattan Yellow 
Pages, published by the New York Telephone Co. As shown therein, 


telephone book advertising may comprise (1) large advertisements up 


to one-quarter page in size, (2) block advertisements inserted in 
alphabetical order under a heading "Patent Attorneys and Agents" and 
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(3) bold face type in the alphabetical listing. A simple, non-bold face 
listing under the aforesaid heading is not prohibited by the amended 
rule. Advertising in classified telephone directories is essentially 
regional. The Patent Office has disapproved proposed telephone book 
advertisements where the advertiser could not show that the city in 
which the book was published was within his reasonable anea of service. 

Advertisements for patent business on a national scale appear 
principally in four magazines of the popular mechanical type, i.e., 
Popular Mechanics Magazine, Popular Science Monthly, Mechanix I- 


lustrated, and Science and Mechanics. Here the advertisement may 





occupy an entire page, as shown in the attached photocopy of page 17 of 
the November, 1958, issue of Popular Mechanics, marked Exhibit D, or 
part of a page, as shown in the attached photocopy of page 36 of the 
November, 1958, issue of Popular Mechanics, marked Exhibit E; or may 
appear in a classified section under headings such as "Patent Attorneys" 
or "For Inventors," as shown in the attached photocopy of page 66 of the 


November, 1958, issue of Popular Mechanics, marked Exhibit F. 
Advertisements also appear in miscellaneous popular periodicals 


and trade journals, as shown in the attached photocopies of page 82 of 
the January, 1959, issue of True Detective, marked Exhibit G, and page 
1297 of the October, 1957, issue of Wire and Wire Products, marked 
Exhibit H. | 

In October, 1957, a survey was made under my direction to deter- 


mine the identity of the registered patent attorneys and agents who ad- 
vertised for patent business at that time. The survey involved canvasses 
of the classified sections of 171 telephone directories and more than 
1000 periodicals. Attached as Exhibit I is a photocopy of a list compiled 
in the survey of the names of the registered patent attorneys and agents 
who were found to employ advertisements of a character which is for- 
bidden by the amended rule. If Patent Office records show that the per- 
son listed is a member of the bar, the designation "(Member of bar)" 
appears beside his name. Beneath each name is an identification of the 
publication or publications in which the advertisement or advertisements 
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appeared, together with an indication of the size and type thereof. 
Exhibit I indicates that of the 4754 lawyers who are registered to 
practice, 11 have advertised their services in magazines and that of the 


1457 registered non-lawyers, 13 have advertised in magazines. Thus, 
less than 4/10 of one percent of the total of those registered have ad- 
vertised in magazines. Newspaper advertising has been employed by 
four more lawyers and two non-lawyers. In addition, 64 other lawyers 
and 42 non-lawyers have employed classified telephone book listings 
which are forbidden by the amended rule. Of those 64 lawyers, 21 

have used boldface type listings only. Among non-lawyers, 17 have 
used only boldface type listings. Thus, the amended rule affects a total 
of 136 registered individuals who have advertised their services in the 
manner indicated in Exhibit I. This total represents less than 2.2 per 
cent of the total number of registered practitioners. Of that total, 38 
have limited their advertising to boldface type listings in classified 
telephone directories. A total of 78 lawyers are affected by the amended 
rule, constituting 1.6 per cent of the number of registered lawyers. A 
total of 58 non-lawyers are affected, constituting 3.9 per cent of the 
registered non-lawyers. 

Exhibit J, attached, is a photocopy of a two-page advertisement 
by the plaintiff herein which appeared on pages 28A and 294A of the 
January, 1946, issue of Popular Mechanics Magazine. 

Exhibit K, attached, is a photocopy of an advertisement by the 
plaintiff herein which appeared on page 20 of the November, 1958, issue 
of Popular Mechanics Magazine. 

Exhibit L, attached, is a photocopy of an advertisement by a firm 
of registered patent attorneys other than the plaintiff's firm which ap- 
peared on page 18A of the January, 1946, issue of Popular Mechanics 
Magazine. 

The following patent attorneys and firms regularly advertised 
during 1957 in all four of the popular mechanical magazines, Popular 
Mechanics Magazine, Popular Science Monthly, Mechanix Dlustrated, 
and Science and Mechanics, and inserted therein display advertisements 
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in sections outside the "classified" sections of the magazines: 

1. Clarence A. O'Brien & Harvey B. Jacobson | 

2. McMorrow, Berman & Davidson 

3. Victor J. Evans & Co. 

4. Carl Miller 

2. Patrick D. Beavers 

6. Gustave Miller 

7. C.A. Snow & Co. : 

Under my direction, a count has been made in Patent Office rec- 
ords of the applications for patents, not including applications for design 
patents, filed in the year 1957, in which the seven listed patent attorneys 
and firms represented the applicants. That count revealed that 3074 
such applications were filed. 

Under my direction, a survey has been made of the et 
of each of the seven listed patent attorneys and firms in each number of 
the 1957 issues of the four magazines, Popular Mechanics | Magazine, 
Popular Science Monthly, Mechanix Illustrated and Science and Mechanics. 
The survey showed that the seven listed patent attorneys and firms asa 
group inserted an average of more than 2-1/2 pages of display (non- 
classified) advertising in each issue of the four magazines. In addition, 
they inserted a total of more than 20,000 words of classified Pa ouising 
in the four magazines in 1957. 

Attached as Exhibit M are photocopies of pages 195, | 196, 197, 198, 
199 and 200 of the October 27, 1957, issue of the publication Standard 
Rate and Data, Consumer Magazines Section, showing advertising rates 
for each of those four magazines. | 


The Patent Office regularly distributes to libraries, and to indi- 


viduals who request it, information designed to assist an inventor in the 
selection of a registered patent attorney or agent. The pamphlet 
"General Information Concerning Patents," a copy of which is attached 
as Exhibit N, includes a section entitled "Attorneys and Agents, " begin- 
ning on page 9 thereof, which furnishes information about the nature of 
the services performed by patent attorneys and agents before the Patent 
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Office, the distinction between the two groups, and states that the 
Patent Office publishes a list of registered attorneys and agents. This 
pamphlet has been distributed to 227 college, university and public 
libraries, and is regularly supplied by the Patent Office, without charge, 
to any individual requesting it. In the period April, 1953 to October, 
1958, 197,500 copies of this pamphlet were printed and distributed. A 
new pamphlet, "Basic Patent Information for Inventors," furnishing 
additional information, has been prepared and is scheduled for early 
publication. A draft copy of this publication is attached as Exhibit O. 
It will likewise be distributed free to individuals upon request and to 
the libraries which received "General Information Concerning Patents." 
Other means for wide dissemination of this pamphlet are being developed. 

The Patent Office regularly publishes a Roster of Attorneys and 
Agents Registered to Practice Before the U. S. Patent Office, including 
the names and addresses of all individuals and firms registered to prac- 
tice before the Patent Office in patent cases. A copy of the most recent 
edition of this publication is attached as Exhibit P. Copies of revised 
editions of the Roster are regularly distributed without charge to 251 
college, university and public libraries. Copies may be purchased by 
the public from the Superintendent of Documents, U. S. Government 
Printing Office, Washington 25, D. C., at a cost of $1.00 each. Upon 
request by an inventor for information concerning registered patent 
attorneys and agents who are located in a limited area, the Patent Office 
regularly supplies, without charge, copies of the pages of the printed 
Roster containing the names of practitioners having offices in the indi- 
cated area. 

In addition to the presently published Roster, which includes the 
names of all registered attorneys and agents, a new pamphlet is now in 


preparation for projected publication early in 1959, to be entitled 


"Patent Attorneys and Agents Available to Represent Inventors Before 
the United States Patent Office Arranged by States."" The new publica- 
tion, as its title indicates, will omit the names of those who are not 
available to new inventor clients, such as employees of corporations or 
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United States Government employees. It will likewise be distributed 
‘without charge to the libraries which regularly receive revisions of the 
presently published Roster. Its cost to the public, which will be deter- 
mined upon publication, is expected to be no more than that of the 
present Roster. As in the case of the present Roster, selected pages 
will be supplied without charge. | 
/s/ Robert C. Watson | 
[SEAL] | 
[JURAT dated January 13, 1959] 


[ Filed Feb. 6, 1959] Defendants' Exhibit B 


U. S. DEPARTMENT OF COMMERCE 
UNITED STATES PATENT OFFICE 
WASHINGTON 
MEMORANDUM | 
To: Honorable Sinclair Weeks, Secretary of Commerce 
From: Robert C. Watson, Commissioner of Patents 
Date: January 24, 1958 


Subject: Proposed rule relating to Advertising by Patent 
Practitioners 


Attached are the original and six copies of a foc amendment 
to the Patent Office regulations which is submitted for your approval 
and publication in the Federal Register. 

As you will recall, your Advisory Committee on the Patent Office 
adopted a resolution recommending adoption of a regulation the effect 
of which would be to prevent anyone who is registered to practice be- 
fore the Patent Office from advertising for the purpose of i soliciting 
patent business. Chairman Myers of that Committee transmitted this 
recommendation to you in a formal letter dated July 10, 1957. A copy 
of this letter is attached. i 

On the 26th day of August, following, the Under Secretary, the 
Honorable Walter Williams, approved publication of a notice in the 
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Federal Register. This notice announced a proposal to amend the rules 
of the Patent Office, in accordance with an attached text, invited the 
submission of written data, views, arguments, or suggestions for con- 
sideration, and also announced an oral hearing. This hearing was held 
on November 19 and 20, 1957. 

A copy of the transcript of the hearing, of a draft staff report, 
and of other papers, have been furnished to the Office of the General 
Counsel. The briefs and letters received are arranged in a separate 
file and are conveniently available. Any additional information or papers 
in our records which may be needed will be furnished. 

All the material submitted in connection with the proposed regu- 
lation has been reviewed and studied by myself and members of my 
staff and it is our conclusion that the regulation should be adopted. 
Those who opposed did not, in our opinion, make out a case against it. 

The textiof the proposed regulation is the same as that suggested 
by the Advisory Committee and which was published in the Federal 
Register. The effective date has been set as January 1, 1959, which is 


believed to be sufficiently far in the future to enable those persons 


whose interests may be affected by its adoption, particularly those who 
are currently advertising, to accommodate themselves to the new con- 
ditions which the adoption of the regulation will establish with least 
possible hardship or difficulty. 

Our recommendation that the regulation be adopted is based on 
the belief that the present regulation, which permits advertising by 
persons registered to practice before the Patent Office, under the con- 
trol of the Commissioner of Patents, for the purpose of soliciting 
patent business, is inadequate and does not sufficiently safeguard the 
public. It is believed that the public interest will be better served if 
those who practice before the Patent Office in a representative capacity 
be prohibited from advertising for patent business. It is recognized 
however that the use of simple professional letterheads, calling cards, 
simple announcements, listings in telephone directories, etc. are un- 
objectionable, and the proposed regulation so states. 
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Those members of the public who for the first time have made 
inventions and have reason to seek the services of patent practitioners, 
because unfamiliar with the manner in which the patent system and 
Patent Office function are especially in need of advice from practitioners 
of the highest calibre. The patent practitioner to whom the inventor may 
turn for advice may be one to whom the inventor is referred because that 
practitioner has established a reputation based upon character and 
ability, or he may be one who has, in effect, recommended himself by 
inserting an advertisement in a paper, magazine, periodical or other 
publication, at his own expense. It is my firm belief that the inventor 
who is represented by a practitioner who has achieved a reputation for 
technical skill and honest dealing without the aid of advertising will have 
his interests protected more satisfactorily than will an inventor who 


submits his venture to a practitioner who, in effect, by advertising, is 


recommending himself. | 

The practitioner who does not advertise acquires new clients and 
receives new work from old clients because of his integrity and techni- 
cal competence and if he lacks either he cannot continue for long to 
maintain a practice. The practitioner who obtains new clients by adver- 
tising can replace lost clients with new ones by continuing to advertise 
and proficiency, integrity and diligence are not so important. 

It is, of course, a fact that those practitioners who advertise, as 
well as those who do not advertise, have originally been examined as to 
character and competence by Patent Office officials and have been ad- 
judged to be qualified to represent others. Otherwise they would not be 
practitioners at all. Nevertheless, admission to practice in the first 
instance, upon the basis of a proper showing then made, cannot make it 
certain that the person so admitted will be zealous from that time for- 
ward in protecting the rights of those whom he represents. 

It is a fact also that the public interest is served when each in- 
ventor who seeks protection is given a patent the scope of which is com- 
mensurate with his contribution to the art. Skill and conscientious 
effort on the part of the inventor's representative are essential if the 
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inventor is to be properly rewarded and the public interest served, and 
any regulation which stimulates the practitioner before the Patent Office 
to exert continuously and at all times, on behalf of those whom he 


represents, his best effort, will be very definitely in the public interest. 

The opinion that those who as a class advertise serve the public 
with less fidelity than those who do not advertise was expressed by the 
great majority of those who appeared at the hearing and who stated 
their views orally. This position was also taken by the majority of 
those who filed'written statements. The persons expressing these views 
were, in the main, practitioners of long standing, both lawyers and non- 
lawyers. Their opinions were based upon personal observations and are 
those of practitioners who have the interests of the patent system at 
heart. 

The number of those whose views were expressed at the hearing, 
either personally or by representative, as favorable to the proposed 
regulation, was large and included both lawyers and non-lawyers. If it 
be represented that the Patent Office proposes to adopt, as a regulation, 
a canon of ethics of the American Bar Association, it may be said that 
this circumstance seemed to have been disregarded by the non-lawyer 
members of numerous associations which submitted resolutions. Cer- 
tainly no representation was made orally or in writing to the effect that 
the resolution of any association which supported the proposed regula- 
tion had been opposed by non-lawyer members of that association on the 
theory that the regulation should apply to lawyers only. The opinions 
stated by those supporting the proposal to adopt the proposed regulation 
were emphatic and unequivocal. 

The opposition was given every opportunity to be heard and the 
hearing officers exercised every precaution to make sure that no one 
who desired to be heard was denied that privilege. The attorney for 
certain advertising practitioners, after making a final argument by way 
of rebuttal, stated that he had been given ample opportunity to express 
his views. It can hardly be denied that, for the most part, those who 
opposed the adoption of the regulation most vigorously were motivated 
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by self interest and it is furthermore apparent that a number of the 
arguments presented by or on behalf of the opposers were of technical 
nature, directed to the question of the legal authority of the Commis- 
sioner to adopt such a rule; the inadvisability of permitting a Govern- 
ment department to enforce the ethics of a private group; and the un- 
desirability of limiting the right of any individual to disseminate in- 


formation about himself or the availability of his goods, wares or 


services. 

As to the question of authority, I am convinced that there is ample 
authority in the patent laws for the promulgation of a rule of this kind. 

A number of Government departments and agencies, including the 
Patent Office itself in connection with trademark practice, have adopted 
Similar rules at various times in the past, which are now in force. The 
Hoover Commission (Commission on Organization of the Executive 
Branch of the Government) has recommended minimum standards for 
practitioners before Government departments and agencies which in- 
clude prohibition of the solicitation of clients and advertising. 

It is my request and recommendation that the proposed rule be 
approved. ! 
/s/ Robert C. Watson | 

Commissioner i 
Attachment 
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[ Filed April 7, 1959] 


OPPOSITION TO MOTION TO DISMISS OR, IN 
THE ALTERNATIVE, FOR SUMMARY JUDGMENT 


The plaintiff opposes the granting of the motion to dismiss or, in 
the alternative, for a summary judgment filed herein by the defendants 
and as grounds for said opposition refers the Court to the complaint 
filed herein, including Exhibit "A" attached thereto and made part there- 
of by reference, the plaintiff's motion for a summary judgment, the af- 
fidavit of Merlin M. Evans and the plaintiff's memorandum of points and 
authorities both filed in support of said motion, the plaintiff's points and 
authorities in support of his motion for an injunction and all of the plead- 
ings and exhibits filed in said cause. 


/s/ Al. Philip Kane 
* * * 


Attorney for Plaintiff 
* * * 


[ Certificate of Mailing] 
ee 
[ Filed April 7, 1959] 


MOTION FOR TEMPORARY 
INJUNCTION 


The plaintiff, Merlin M. Evans, moves the Court to issue an in- 
junction pending the outcome of this litigation, restraining the defendants 
from enforcing or giving effect in any way and from attempting to enforce 
or in any way give effect to the prohibition of advertising contained in 
Rule 345 of the Rules of Practice of the Patent Office as promulgated by 
the Commissioner of Patents with the consent of the Secretary of Com- 
merce to take effect July 1, 1959, and from taking any action to discipline 
the plaintiff or any other registered patent attorney for an alleged viola- / is 
tion of said rule so far as it forbids all advertising; and as grounds for 
said motion states that the said Commissioner of Patents was without 5 
legal authority to promulgate said rule and that the promulgation of said Sc 
rule exceeded the legal power of said Commissioner and of the Secretary 


of Commerce and that the threatened enforcement of said rule causes 
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irreparable damage and that the enforcement of said rule will cause ir- 
reparable damage to the lawful business of the plaintiff, all as shown by 
the complaint filed herein, Exhibit "A" filed with said complaint and 
prayed to be read as part thereof and the affidavit of Merlin M, Evans 
filed in support of this motion. 
/s/ Al. Philip Kane 


* * 
Attorney for Plaintiff 


[ Certificate of Mailing] 
[ Filed April 9 ! 


AF FIDAVIT OF MERLIN M, EVANS IN SUPPORT OF 
MOTION FOR INJUNCTION 


DISTRICT OF COLUMBIA, SS: 


| 
Merlin M. Evans, being first duly sworn, on oath deposes and 

Says that he is the same Merlin M. Evans who is plaintiff in the above- 
entitled cause and that he files this affidavit in support of his motion for 
a temporary injunction in this matter. | 

Affiant states that since 1926 he has been enrolled as a non-lawyer 
patent attorney before the Patent Office and that throughout his practice 
he has utilized advertising in connection with the conduct of his business. 

Affiant states that throughout the entire history of the United States 
advertising by patent attorneys has been permitted by law. Affiant 
states that such advertising is specifically sanctioned by the Act of July 4, 
1884 dealing with the practices of agents before the Department of the 
Interior and by the various acts of Congress which have dealt with the 


matter of practice before the Patent Office both before and since it be- 


came a part of the Department of Commerce. 

Affiant states that the rules of practice before the Patent Office 
have always been understood by him as recognizing the fact that the ap- 
plicable acts of Congress sanctioned and permitted advertising by patent 
attorneys; that the applicable law, at most, empowered the Commis- 
sioner to suspend or disbar attorneys who employed false, fraudulent, 
deceitful, misleading or threatening advertising; that the present rule 
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of practice known as Rule 345 was predicated upon an act of Congress 
whose sole and expressed purpose was to give the Patent Office the 

power to guard against false, fraudulent, deceitful, misleading or threaten- 
ing advertising; and that the Patent Office has no power or authority to 
forbid the use of any advertising material unless it is false, fraudulent, 
deceitful, misleading or threatening. 

Affiant states that in the course of the preparation of advertising 
material bearing his name or that of Victor J. Evans & Co. it has been 
his practice to examine each proposed piece of advertising to make certain 
that, in his best judgment, it conformed to law and to the rules promul- 
gated pursuant to law; that his advertising representative would also 
consider it carefully for the same purpose, and that both the affiant and 
the representative of the advertising agency would confer on several oc- 
casions before submitting the proposed advertisement to the Patent Of- 
fice. Affiant points out that acyyal approval of the advertising was never 
required by the Patent Office but rather that all submissions were deemed 
to be approved if not actually disapproved within ten days after they were 
filed. 

Until Caspar Ooms became Commissioner of Patents, the only test 
for approval, imposed by the Patent Office, was whether the submitted 
advertisements were false, fraudulent, deceitful, or contained misrepre- 
sentation or threats. In or about 1946, while he was Commissioner of 
Patents, Ooms threatened to promulgate a rule which would forbid all 
advertising. The affiant, together withother registered patent attorneys 
who engaged in advertising, advised the Commissioner that he did not 
have the power to forbid all advertising. Lengthy and numerous confer- 


ences were held between representatives of the Patent Office and the 


principal advertising patent attorneys and their representatives, as a 
result of which the Commissioner decided not to attempt to change the 
rule so as to prohibit advertising and the advertising attorneys informal- 
ly agreed that their advertisements would thereafter also be dignified" 
in character. The conference also resulted in the preparation of the 
text of a single advertising booklet to be used, with minor variations, 
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by all of the principal advertising attorneys. This affiant has steadfastly 
adhered to the unofficial agreement with Commissi ioner Ooms and has 
employed only dignified advertising. 

Affiant states that on September 30, 1948 duri ing the Piccaaeres of 
Commissioner Kingsland, hearings were held on a proposal to amend 
the rules of practice so as to prohibit advertising by patent attorneys. 
Affiant vigorously opposed such amendment pointing out through his at- 
torney that the Commissioner did not have the power to make such a 
regulation under existing law. At that time the rules of practice were 


not changed. | 
In 1951 the Congress had before it a proposal to conify and revise 


the patent laws. The Patent Office Committee at that time presented 

to the Congress a draft of a codification which omitted all reference to 
advertising. The affiant and other patent attorneys became apprehensive 
that if this reference were omitted from the codification, the opponents 

of advertising might be placed in a better position to contend that Con- 
gress had amended the Act of July 4, 1884 so as to give it the power to 
forbid advertising by patent attorneys. Accordingly the plaintiff and 
others appeared before a subcommittee of the House Judiciary Commit- 
tee having charge of the bill and requested the continued recognition of 
the right of patent attorneys to advertise, subject, of course, to the 
limited right of the Patent Office to approve said advertising. (Hear- 
ings, H.R. 3760, Eighty-second Congress, first session, Serial 9, pp. 

17 et seq., p. 182) The Congress did not eliminate the words refer- - 
ring to advertising but reenacted them as part of 35 USC 32, thus indicat- 
ing in the clearest possible manner its intention to leave the law unaltered 
and to continue the right of registered patent attorneys to advertise. 

As set forth in the complaint, the affiant also appeared at the 
hearing held by the Commissioner of Patents on November 19, 1957, and 
through his attorney advised the Commissioner that the proposed rule 
would be void as inconsistent with existing law, as exceeding the author- 
ity granted by Congress and as violative of the constitutional provision in 
encouragement of patents. : 
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On March 2, 1959 the affiant caused a letter of the following tenor 
to be delivered to the office of the Commissioner of Patents, 


"Honorable Robert C. Watson 
Commissioner of Patents 
Department of Commerce 
Washington, D. C. 


Re: Advertising 
“Dear Sir: 


“My attorney, Al. Philip Kane, Esquire, has 
advised me that the effective date of the New Rule 
1.345 has been postponed to July 1, 1959. 


"Mr. Kane has also advised me, in accordance 
with conversations held with representatives of your 
office, that it will not be deemed a violation of said 
rule to advertise in July issues of magazines if the 
magazines are actually published and placed on sale 
before July 1. Thus the July edition of Mechanics 
Illustrated, Popular Science and Popular Mechanics 
will all be published and placed on sale in late June. 
Similarly the bi-monthly edition of Science and 
Mechanics, which will bear an August date, will 
actually be published in late June. 


“IT wish to have you confirm to me by letter that 
the insertion of advertisements in the publications 
mentioned above will not be judged to be violations 
of the purported new Rule. 


“As you know, advertising must be placed with 
periodicals well in advance of actual publication. 
Does the July 1 date refer to the closing date beyond 
which no advertisements may be definitely committed 
for or does it refer solely to the date of publication? 
If it refers to the closing dates, then it would appear 
that advertisements could be placed in August, and 
in some cases, September editions. It is important 
that I know how this purported rule is to be adminis- 
tered, and I respectfully request your prompt reply 
to my inquiry. 


‘You have noted, no doubt, that I refer to the 
new rule as the purported new rule. Ido this be- 
cause I take the position that the said rule is void 
and of no effect because it runs contrary to the acts 
of Congress which permit advertising by patent at- 
torneys and because the Patent Office did not have 
the legal authority to promulgate a rule of such tenor 
and effect. 
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“In the past I have submitted a large numbe 
of advertisements for approval and those advertise- 
ments have been either approved or not Obj ected to by 
the Patent Office, by reason whereof I have been author- 
ized to use them and have been using them. TI now re- 
quest that all of my advertising material heretofore 
filed with the Patent Office and either approved:by it or 
not disapproved by the Office within ten days of its fil- 
ing be continued for use by me for an indefinite period 
commencing July 1, 1959. ! 


“At this time I wish to advise you that it has 
been my practice for many years to contract for ad- 
vertising in Popular Mechanics, Popular Science 
and Mechanics Ilustrated on a twelve time basis 
each calendar year in Science and Mechanics on a six 
time basis in each calendar year. I have hitherto 
made such agreements for the year 1959. If I should 
be required to discontinue advertising in these publica- 
tions in July, I shall be required to pay higher rates 
than I contracted ror with respect to advertisements 
which have already appeared. If advertising should 
be suspended only for July I would nevertheless ‘be 
required to pay for the earlier insertions at the high- 
er rate and would also have a still higher rate for 
the advertisements appearing later in the year.’ I 
would also suffer a substantial loss of business as 
a result of the interruption of my advertising program. 
Accordingly I request that you recognize the invalidity 
of your new purported rule and that you: permit me to 
continue to advertise as heretofore I have done. | 


| 
"Your prompt attention to these inquiries and 
requests will be appreciated.", | 


and received the following reply dated March 10, 1959: 


“Mr. MerlinM. Evans 
Victor J. Evans & Co. 
Merlin Building 
1503 21st Street, N. W. 
Washington 6, D. C, 


My dear Mr. Evans: 


“This is in response to your undated Jetter received 
in the Patent Office March 2, 1959, dealing with | 
amended Rule 345 of the Rules of Practice of the 
United States Patent Office in Patent Cases. 
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*As you suggest, the effective date of the 
amended rule has been postponed to July 1, 1959, 
notice of such postponement having been published 
in the February 26, 1959 issue of the Federal 
Register, 24 F. R. 1419. 


"Advertisements that have been submitted to 
the Patent Office and not disapproved, appearing 
in magazines which are actually published and 
placed on sale before the effective date of the 
amended rule, will not constitute a violation there- 
of. The publication, after the effective date of 
the amended rule, of any advertisement forbidden 
by the terms of the amended rule is proscribed, and 
action under the amended rule against the patent 
attorney or agent responsible for the advertisement 
may be initiated. 


In the second paragraph on page 2 of your 
letter, you make the request". . . that all of my 
advertising material heretofore filed with the Patent 
Office and either approved by it or not disapproved 
by the Office within ten days of its filing be con- 
tinued by me for an indefinite period commencing 
July 1, 1959." Insofar as you thereby request ex- 
emption from the prohibiting provisions of amended 
Rule 345, after its effective date, your request 
necessarily is denied. 


"In the third paragraph on page 2 of your letter, 
you state ". ... I request that you recognize the 
invalidity of your new purported rule and that you 
permit me to continue to advertise as heretofore I 
have done.” That request, of course, must like- 
wise be denied. 


"Very truly yours, 


/s/ Robert C. Watson 
Commissioner" 


In his letter to the Commissioner of Patents, the affiant pointed 
out that the newly promulgated rule is void and of no effect, that he has 
the right to continue to advertise, that if his advertising is interrupted 
for a single month he will suffer irreparable harm and that it is important 
for him to be advised whether the Commissioner of Patents proposes to 


enforce the questioned rule. The Commissioner's reply denies the 
plaintiff's right to advertise after the effective date of the rule, July 1, 
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1959, declines to give approval to affiant's proposed use of hitherto-ap- 
proved advertising material for an indefinite period commencing July 1, 
1959 and states "The publication, after the effective date of the amended 
rule of any advertisement forbidden by the terms of the amended rule is 


proscribed and action under the amended rule against the : atent attorney 


or agent responsible for the advertisement may be initiated. " (Em- 
phasis supplied) 


Affiant understands that the Commissioner's letter | March 10, 
1959 constitutes an unequivocal assertion that the Commissioner proposes 
to enforce the rule according to its letter and constitutes a threat of 
disbarment action against the affiant if the affiant should advertise after 
July 1, 1959. 


Affiant states that it is misleading to state that the effective date 
of the rule is July 1, 1959 because, due to the exigencies of the magazine 
publishing business, the affiant's advertising must be definitively "placed" 
with the magazine several months in advance of the actual date of publica- 
tion. Thus, for magazines bearing August 1959 dates, advertising 
must be "placed" by the following dates: 
Popular Mechanics June 12, 1959 
Popular Science June 12, 1959 
Mechanix Dlustrated June 3, 1959 
Science and Mechanics May 7, 1959 
Adventure Men's Group April 4, 1959 | 
From the foregoing it is evident that the plaintiff was required to 
refrain, in early April, from placing an advertisement in the Adventure 
Men's Group for August lest he be brought up on disbarment charges 
for violating the rule. So far as publications having a publication date 
of July 1, 1959 or later, the Commissioner of Patents maintains that 
the rule is presently in effect, with the result that the affiant can be 
punished for placing an advertisement now which will not be published 
until after July 1, 1959. ! 
Affiant therefore states that the amended rule as interpreted by 
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the Commissioner interferes now with the affiant's right to advertise 


which has been specifically sanctioned by Congress and administratively 
recognized by the Fatent Office ever since the passage of the Act of July 
4, 1884 and that said interference is illegal and that it causes the affiant 
to suffer irreparable damage through the loss of business which he would 
otherwise receive as a result of the advertising which he cannot place 
because of the Commissioner's unlawful threat to hold him responsible 
in disciplinary proceedings. 

Affiant further states that the rule interferes now with the affiant's 
existing contracts for advertising space. As stated in affiant's March 2, 
1959 letter to the Commissioner of Fatents, supra, the affiant holds 
contracts with the popular scientific magazines for the insertion of ad- 
vertisements in each of their publications for the entire year 1959. It 
was necessary for the affiant to enter into such contracts in order to as- 
sure the affiant of favorable advertising rates. If the affiant is required 
to terminate those contracts (and the Commissioner's letter can be in- 
terpreted only as requiring that they be terminated for all publications 
published after July 1) the affiant will lose the benefit of the favorable 
advertising rates for which he has heretofore contracted and will be re- 
quired to pay higher rates for the advertisements which have been 
published in the first half of the year 1959. Furthermore, if the af- 
fiant's advertising were suspended only for one month, the affiant would 
lose the benefit of his favorable rate contracts for the entire year. 

Thus, since the plaintiff is restricted now by being unable to place ad- 
vertising for publications bearing a July 1, 1959 or later publication date 
he is presently subject to irreparable financial loss through the payment 
of higher advertising rates. 

Affiant insists that the defendants have no right, warrant or author- 
ity in law to prohibit advertising and that their attempt to do so causes 
the affiant to suffer a present, irreparable damage through the loss of 
business due to the proscription of advertising and causes the affiant to 
suffer irreparable and irrecoverable financial loss through the payment 
of higher advertising rates than those for which he has contracted. 
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Affiant further states that the Commissioner's threat of disciplinary 
action against the affiant if the affiant should advertise after July 1, 1959 
constitutes an imminent but unlawful threat of disbarment for doing what 
the law authorizes him to do and constitutes an unlawful burden on af- 
fiant's business and an unlawful invasion of his right of free speech. 

WHEREFORE affiant makes this affiadavit and requests the court 
to grant an injunction restraining the defendants from enforcing or at- 
tempting to enforce in any manner the amended Rule 345 of the Rules of 
Practice before the Patent Office. 

/s/ Merlin M. Evans | 
| 


[Jurat, dated April 6, 1959.] 


[Filed April 7, 1959] : 


POINTS AND AUTHORITIES IN SUPPORT OF MOTION FOR 
INJUNCTION | 
The Challenged Rule 345 Is Not Authorized By Law 

As part of his motion for an injunction pending the outcome of this 
litigation, the plaintiff adopts verbatim "Exhibit A" filed with and made 
part of the complaint herein, | 

Since the preparation of "Exhibit A" the Supreme Court has decided 
the case of Kent v. Dulles, _ U.S. _, 2 L. Ed. (2) 1204 (1958) which 
has a strong bearing on this case as will more particularly hereinafter 
appear. : 

The important thing to remember in this case is that, in 1870, 
when the statute which is now 35 USC 6 which gave the Commissioner of 
Patents some rule making power was enacted and, in 1884, : when the 
Statute which is now 35 USC 31, 32 giving the Secretary of Interior the 
power to make rules for the recognition and disbarment of attorneys was 
passed,it was not necessary for a person to be a lawyer in order to 


practice before the Patent Office. There were, in fact, more non- 


lawyer than lawyer practitioners. For the first thirteen years the law 
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was in operation there was not even a register of recognized attorneys 
maintained by the Patent Office. Thirty-seven years after the enact- 
ment of the law serious doubt was raised whether the Act gave the Com- 
missioner of Patents any control whatever over practice before his of- 
fice (Hearings H.R. 210, 67th Congress, May 12, 1921, p. 16). The 
rules specifically provided as late as July 11, 1891 that "any person of 
intelligence and good moral character may appear as the agent or attorney 
in fact of an applicant upon filing a proper power of attorney." (Page 12 
Plaintiff's Exhibit 'B" filed herewith) The language of the rules was 
only very slightly changed thereafter. Advertising was not mentioned 
in the rules; but advertising by persons practicing before the Patent Of- 
fice was a matter of general conduct. The Act of July 4, 1884 did not 
attempt to forbid advertising by patent agents or attorneys but merely 
provided that practitioners might be suspended or excluded from practice 


“who shall with intent to defraud in any manner deceive, mislead or 


threaten any claimant or prospective claimant by word, circular, letter 


of advertisement."' (Emphasis supplied) 

The words of the Act of July 4, 1884 must be taken in the sense in 
which they were understood at the time the statute was enacted. United 
States v. Stewart, 311 U.S. 60, 85 L. Ed. 40. And the statute must 
be construed as it was intended to be understood when it was passed. 
Platt v. Union Pacific Railroad, 99 U.S. 48, 25 L. Ed. 424. 

Thus the statute of July 4, 1884 referred to "attorneys" and "agents" 
in a generic sense, signifying persons “of intelligence and good moral 
character" who acted for other persons under powers of attorney. The 
present rule represents an effort to change the meaning of the words "at- 
torneys" and “agents to mean attorneys at law and to impose upon them 
the restrictions which lawyers have voluntarily imposed upon themselves 
through their voluntary associations. 

It is fundamental law that new meaning may not be given to the 
words of an old. statute in consequence of changed conditions; and that 
the true intent of the legislature must be sought in the circumstances 
which existed at the time of the enactment and the evil which was sought 





73 | 
tobe eliminated. Schonfield v. Richardson, 76 App. D.C. 378, 145 
ALR 980, District of Columbia v. Murphy, 314 U.S. 441, 86 L. Ed. 329, 
Inland Waterways v. Young, 309 U.S. 517, 84L. Ed. 901. The purpose 
of the Act of July 4, 1884 was to prevent and . punish fraud. It did not 
prohibit but, on the other hand, sanctioned advertising. 


| 
It is most significant that for seventy-five years the Act of July 4, 


1884 was interpreted as permitting patent attorneys to advertise. This 
is not surprising since it was not until 1897 that the Patent Office even 
established a roster of recognized attorneys. nd it is important to 
note that when Wedderburn was brought up for disciplinary action in 1897 
he was not charged with advertising -- although he advertised widely in 
some 3,000 newspapers -- but with fraudulent conduct in handling the 
business which came to him as a result of his advertising, Cf. 
Wedderburn v. Bliss, 80 Official Gazette, 159 and 12 App. D.C. 485. 

Tn his disbarment decision in the Wedderburn case, which is 
reported at 80 Official Gazette 159 and may also be found in the Bar As- 
sociation Library in Volume 60 Records and Briefs in the Court of Ap- 
peals at page 64, Commissioner of Patents Butterworth specifically found 
that there was nothing improper about truthful advertisi ing by patent at- 


torneys. He said: | 


“It is not questioned that they (patent solicitors) 


may laud themselves without stint and within limits 
publish what they please, but if taken singly or asa 


whole their advertisements, circulars and corres- 
pondence show a studied plan to secure clients by 
methods that are deceptive and dishonorable and to 
deceive them as to their rights and as to the pro- 
babilities of obtaining a patent; to mislead them as 

to the value of a supposed invention; to induce them 

to believe that: they have discovered or invented some- 
thing when it should be obvious to the attorney that 
they have discovered or invented nothing of value; 
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in other words when the whole plan and purpose, 
judged in the light and results of all their methods 
and conduct, leave no doubt that they are conducting 


a scheme to get money by irregular and reprehensible 


means, then they have passed the limit which marks 
the boundary of a proper use of otherwise justifiable 
and even commendable agencies and are guilty of 


gross misconduct." (Emphasis supplied) 


He continued: 
"Soliciting patents and conducting cases for 


inventors and owners of patents is an honorable em- 
ployment, and one that requires legal training and 
integrity; and it is well known that while flaming 
advertisements and the distribution of self-laudatory 
circulars are exceptional among capable and honorable 
lawyers, yet those methods can not be said to be im- 
moral or reprehensible if properly utilized." (Em- 
phasis supplied) 

The defendants admit in their Brief (page 31) that one Commis- 
sioner of Patents, Commissioner Coe, was of the view that he did not 
have the authority to prohibit advertising by practitioners. In view of 
the foregoing language, is it not clear that Commissioner Butterworth 
was very definitely of the same view? 

It is apparent, therefore, that the early administration interpreta- 
tion of the law was that advertising was permitted. This interpretation 
persisted for nearly seventy-five years. The contemporaneous construc- 
tion given to a statute is entitled to great weight, respect and persuasive 
influence. United States ex rel. Louisiana v. Jack, 244 U.S. 397, 61 
L. Ed. 1222. Swendig v. Washington Power Co., 265 U.S. 322, 68 L. 
Ed. 1036. Inland Waterways v. Young, supra. 

The practical construction given a statute for a long period of time 
is strong evidence of the meaning of the law. Wright v. Central of 
Georgia RR, 236 U.S. 674, 59 L. Ed. 781. 
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It has been held that only compelling language in the Statute itself 
will warrant the rejection of a construction long and generally accepted. 
Maynard v. Elliott, 283 U.S. 273, 75 L. Ed. 1028, | 

In this case we have not only the contemporaneous construction 
given to the statute by the Patent Office, cf. Helvering v. Griffiths, 318 
U.S. 371, 87 L. Ed. 843, but we have long continued administration of 
the Act under that construction, coupled with Congressional knowledge 
of and acquiescence in that construction. Where there has been a given 
construction placed upon the language of a statute for a long period of 
time so that there has been abundant opportunity for the lawmaking power 
to give further expression to its will, the failure to do so amounts to 





legislative approval and ratification of the construction placed upon the 
Statute by the construing powers. United States v. Elgin, J. & E. R.Co., 
298 U.S. 492, 80 L. Ed. 1300. 

The Court is here specifically referred to the long history of the 
dealings which Congress has had with the matter of advertising by patent 
attorneys (See Plaintiff's "Exhibit A,"" page 26) which clearly show that 
Congress understood that advertising was not prohibited and that it did 
not intend to change that situation. | 

In this connection the language of the Supreme Court 'in United 
States v. Bergh, 352 U.S. 40, 1 L. Ed. 2d 102 at 106, is particularly 
in point: 

“We now turn to other indications eee 
the position that the 1885 Resolution was repealed. 
As we indicated earlier, the double payment for 
holiday work recognized prior to the 1938 Resolution 
came about in 1906 through an interpretation of the 
1885 Resolution by the Assistant Comptroller of the 
Treasury. This ruling was recognized by all depart- 
ments and agencies of the Government until August 
1938, when the Comptroller General held that the 
1885 Resolution had been repealed by the 1938 _ 
Resolution and gratuity pay for holidays was no - 
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longer a right of per diem employees. This opinion 
was followed consistently by all of the departments 
and agencies of the Government. In this regard it is 
of importance to note that several efforts were made 
to repeal this interpretation by specific Act of Congress, 
but in each instance the bill failed to pass. This 
contemporaneous interpretation of the 1938 Resolu- 
tion by the agency charged with its supervision -- 
an interpretation followed by all agencies of the Gov- 
ernment -- together with acquiescence of the Congress, 
must be given great weight." 

Even P. J. Federico, Examiner-in-Chief, United States Patent 
Office in his ''Commentary on the New Patent Act" which appears at 
35 USCA page 11 is frank enough to say of the 1952 codification: 

“The old section of the statute relating to 
practitioners before the Patent Office has been 
divided into two sections, section 31 relating to 
power of the Commissioner to establish regulations 
for agents and attorneys representing applicants or 
other parties before the Patent Office, and section 
32 relating to the suspension or exclusion of persons 
practicing before the Office. Only some changes 
in language have been made and no changes in sub- 
stance. The phrase in the old statute mentioning 
the word "advertising" concerning which there has 
been some difference of opinion as to its interpreta- 
tion, has been retained and the difference of opinion 
wt settled." (Emphasis supplied) 

What Mr. Federico really says, of course, is that, at the time of 
the codification, the Patent Office sought authority to forbid advertising 
but the authority was not granted by the Congress (Hearings H.R. 3760, 
Eighty-Second Congress, 1st Session, 1951, pages 37, 77, 182). 


The decision in Kent v. Dulles, supra, is pertinent here for many 





77 ! 
reasons. The Kent case involved the fundamental right of freedom of 


travel. This case involves a fundamental right of freedom of speech. 
The plaintiff had and still has the fundamental right to advertise his serv- 
ices unless the Congress in view of some legitimate special public interest 
has concluded that he should sacrifice that right to the public. The 
argument has been made by the defendants that the plaintiff holds a posi- 
tion of trust and that persons holding such positions may not advertise. 
But the fallacy of that position is apparent. Banks and trust companies 
advertise. Their work is of the truly fiduciary type. Their activities 
intrude upon the practice of law far more than do the activities of a few 
advertising patent attorneys. Yet the practices of our banks are sanc- 
tioned by law and usage and their reputations for integrity are unim- 
peached. Merrick v. American Security and Trust Company, 71 App. 
D.C. 72, 107 F. (2) 271, Cert. denied 60S. Ct. 380. 

The Kent case is applicable also because, in that case, while the 
power of the Secretary of State over passports appeared to have been ex- 
pressed by Congress in broad terms, it had for many decades been ex- 
ercised quite narrowly. Over the years only two grounds for refusing 
passports had really been established. The Court gave strong consider- 
ation to that history of narommronttcetinn: It said (2 L. Ed. (2) 1211) 

“The grounds for refusal asserted here do not 





relate to citizenship or allegiance on the one hand 
or to criminal or unlawful conduct on the other. i 
Yet so far as relevant here those two are the only 
ones which it could fairly be argued were adopted 

by Congress in light of prior administrative | 
practice . ... . . Wecan Say with assurance that 
whatever may have been the practice after 1926, | at 
the time the Act of July 3, 1926 was adopted, the 
administrative practice, so far as relevant here had 
jelled around the two categories mentioned. We, 
therefore, hesitate to impute to Congress when in 
1952 it made a passport necessary for foreign travel 
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and left its issuance to the Secretary of State, a 
purpose to give him unbridled discretion to grant or 
withhold a passport from a citizen for any substantive 
reason he may choose." 
In this case, the statute has been interpreted for seventy-five years 


as permitting advertising. Advertising is a natural right. There was 
no reason in 1884 to limit it. The Act of July 4, 1884 and its succes- 
sors has always been narrowly interpreted. Congress has been fully 


advised of the fact that some registered patent attorneys advertise and 
Congress has elected to do nothing about it. Congress has done nothing 
to enlarge the authority of the Commissioner of Fatents. It is extreme- 
ly appropriate to paraphrase and make pertinent to the facts of this case 
the following language of the Supreme Court in Kent v. Dulles at 2 L. Ed. 
(2) 1212: 
‘As we have seen the right of exit (advertising) 
is a personal right included in the word “liberty" 
as used in the Fifth Amendment. If that “liberty" 
is to be regulated it must be pursuant to the law- 
making functions of the Congress." 
(Parenthetical material supplied) 

One of the most startling aspects of this instant litigation is that, 
notwithstanding the importance of the matter, the Commissioner of Patents 
in his memorandum to the Secretary of Commerce requesting approval of 
the rule made no attempt to justify the rule on legal grounds. (See page 4 
Exhibit "B", attached to the affidavit of Robert C. Watson.) In that 
memorandum he merely stated: 

"  . . and it is furthermore apparent that a 
number of the arguments presented by or on behalf 
of the opposers were of technical nature directed to 
the question of the legal authority of the Commissioner 
to adopt sucharule;... 

“As to the question of authority, I am convinced 
that there is ample authority in the patent laws for the 
promulgation of a rule of this kind." 
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No authority was cited to the Secretary of Commerce and in view 
of the record of this case it is apparent that none exists for the promulga- 
tion of the challenged rule. | 
The rule is therefore void for the reason that its promulgation was 
in excess of the power originally granted by Congress, was contrary to 
law as established by the statutes, as administratively interpreted and as 


ratified by Congress. | 


The Position of The American Bar Association ! 


It is understood that the American Bar Association plans to file a 
brief in support of the defendants’ position in this case, The desire of 
the Bar Association to prevent advertising by persons whose activities 
occupy to some extent the same spheres as lawyers occupy is quite 
understandable. | 

It is interesting to note that after Commissioner es ruled in 1939 
(Plaintiff's “Exhibit. A" page 20) that he did not have the legal authority 
to forbid advertising, various steps were taken by members of the As- 
sociation to override his ruling. Thus in the appendix to the Report of 
the Section of Patent, Trademark and Copyright Law to the Association 
in 1940 (Reports of American Bar Association volume 65 page 471) it is 
stated: | 

“The Section has previously received support 
from the Association in its efforts to stop advertis- 
ing by people who are registered to practice before 
the United States Patent Office, both lawyers and 
non-lawyers. The Commissioner of Patents alone 


she Commissioner of Patents 
has power to discipline registrants who are not lawyers 


and it is asserted that the power given him by statute 

(RS 487, 35 USC 11) is insufficient to enable him to 
Oe 

forbid all advertising because the present statute 


by mentioning advertising, impliedly authorizes it. 
It is proposed to remove this limitationupon the Com- 
missioner's power by amending the statute and the 


Section requests that the Association approve in : 
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principle the following bill to accomplish that 
result." (Emphasis supplied) 

Needless to say the statute has never been amended as requested 
by the Association. 

The challenged rule is predicated upon the view that registered 
patent attorneys, although not lawyers, are to be held to the same 
standards of professional conduct as are lawyers. The Report of the 
Standing Committee on Professional Ethics and Grievances of the 
American Bar Association recommended against a proposal of the Sec- 
tion of Fatent, Trademark and Copyright Law that "no registered (patent) 
attorney who is not an attorney-at-law should be permitted to use the 
word “attorney” in connection with his name on any advertising matter, 
circular, letter, card, etc. without also indicating thereon that he is 
not an attorney-at-law."’ In a strong opinion written by Orie L. Philips, 
Chairman, the Committee said: 

*. . . We concurred in the view that it would 
be inadvisable for the American Bar Association to 
make the proposed recommendation to the Commis- 
sioner of Patents submitted by the Section of Patent, 
Trademark and Copyright Law. It appeared to us 
that it was fundamentally incongruous to attempt to 
discipline laymen for violating professional canons 
of ethics. Strictly speaking, no question of 
professional ethics is involved as to the conduct of 
laymen who are registered as "attorneys" ". 
(Reports of American Bar Association, volume 66, 
page 433, 435) (Emphasis supplied) 

The formal Opinions of the Committee on Professional Ethics and 
Grievances of the American Bar Association are particularly illuminat- 


ing in this regard. In Opinion 152 (February 15, 1936) the question was 
as to the propriety of advertising by patent attorneys, particularly by 
those who are lawyers. The Committee said in part: 
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" "Patent attorneys" are those who are recognized 
by the Commissioner of Patents as "agents, attorneys 
or other persons representing applicants or other persons 
before his office". They need not be “lawyers” though 
many of them are. The law vests in the Commissioner 
ample authority to discipline all patent attorneys, as such. 


We are concerned with advertising by patent attorneys who 
are also lawyers and we express no opinion as to the 


propriety of advertising by those who are not". | 
(Emphasis supplied) 


Later in the same opinion the Committee said: | 
"The Act of February 18, 1922 (USC Tit 35 Sec 11) 
contains a clause which, by inference at least, suggests 
that advertising by patent attorneys may be sanctioned.” 
Opinion 203 of the Committee on Professional Ethics and Griev- 
ances was issued on November 23, 1940 in response to an inquiry as to 
whether a lawyer who is a registered patent attorney and confines his 
activities to the Patent Office practice might advertise without violating 
the canons of ethics. The reply, of course, was in the negative but it is 
interesting that the committee points out the language of the statute and 
comments: | 
"It may be said that, by inference, the last clause of 
the above quoted portion of the statute sanctions adver- 
tising and solicitation | 
limitations. Such seems to be the interpretation of the 
Commissioner of Patents since Rule 17 (i) of the United 
States Patent Office provides in part as follows (quoting 
rule)". (Emphasis supplied) | 
Opinion 203 also states: | 
"The Canons of the Association govern all its mem- 
bers irrespective of the nature of their practice, and the 
application of the Canons is not affected by statutes or 
re tions governing certain activities of la ers which 
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may prescribe less stringent standards”’. (Emphasis sup- 
plied) 

Opinion 257 issued June 9, 1944 is another opinion which shows 
that the Committee on Professional Ethics and Grievances has main- 
tained a composed attitude towards the relationship between the regis- 
tered patent attorney and the legal profession. That committee has not 
been unduly swayed by the zealous partisans of the bar but has boldly 
recognized that the law authorized patent attorneys to advertise, that 
there is a fundamental difference between registered patent attorneys 
who may be laymen and the legal profession and as Judge Phillips said -- 

"It appeared to us that it was fundamentally incon- 
gruous to attempt to discipline laymen for violating 
professional canons of ethics". 

That is exactly what the challenged rule attempts to do. It would 
be "incongruous" even if authorized by law. But when not permitted by 


law, and even in conflict with existing law such a rule must be con- 


demned by every dispassionate, fair-minded man. 


The Court Will Not Require The Plaintiff to Stand The 
Risk of Disbarment in Order to Test an Invalid 
Rule 


The defendants appear to contend (Defendants' Brief page 15) that 
since the law provides for an appeal to this court from a disbarment 
order of the Patent Office, the plaintiff has a plain and adequate remedy 
at law to test the validity of the rule. 

This seems to stand upon the preposterous proposition that a 
registered patent attorney must deliberately violate the rule and be 
found guilty by the Patent Office of its violation, with all of the shame, 
disgrace, expense and publicity that surround a disbarment proceeding, 
before he can have a judicial determination of the invalidity of the rule. 

It is significant that Congress has not made the appeal procedure 
the specific method for testing the validity of the rules of the Patent 
Office and has not even indicated that it is an appropriate method ex- 
cept by way of appeal from a disbarment order. It is significant also 
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that in Holmgren v. Watson, Civil Action 1540-56, in this court, the 


court did take jurisdiction of a case testing the validity of Section 2.12 
of the Trademark Rules of the Patent Office without any question being 
raised as to the requirement of a prior administrative hearing. It is 
not at all unusual to test the validity of generally-operative regulations 
through the injunctive process and through the use of injunetion or the 
declaratory judgment procedure. | 

In United States v. Baltimore and Ohio R.R. 293 US 454 it appeared 
that the Interstate Commerce Commission required railroads subject to 
its jurisdiction to equip locomotives with a switch type reverse gear. 
The Boiler Inspection Act expressly provided that violation by a carrier 
of any rule or regulation issued by the Commission under the Act was 
punishable by a fine recoverable in a civil action. A suit under the 
Urgent Deficiencies Act to set aside the Commission's order was enter- 
tained by the court. 

Columbia Broadcasting v. United States, 316 US 405 : and National 
Broadcasting v. United States, 316 US 447 were cases in which general 
orders of the Federal Communications Commission were in question. 
The Court said (316 US 417 et seq.): | 

"Most rules of conduct having the force of aw are not 
self-executing but require judicial or administrative action 
to impose their sanctions with respect to particular indi- 
viduals. Unlike an administrative order of a court judg- 
ment adjudicating the rights of individuals, which is binding 
only on the parties to the particular proceeding, a valid 
exercise of the rule-making power is addressed to and sets 
a standard of conduct for all to whom its terms apply. It 
operates as such in advance of the imposition of sanctions 
upon any particular individual. It is common experience 
that men conform their conduct to regulations by govern- 
mental authority so as to avoid the unpleasant legal con- 
sequences which failure to conform entails. And in this 
case it is alleged without contradiction that numer aus 
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affiliated stations have conformed to the regulations to 
avoid loss of their licenses with consequent injury to ap- 
pellant. 

"Such regulations have the force of law before their 
sanctions are invoked as well as after. When as here 
they are promulgated by order of the Commission and 
the expected conformity to them causes injury cognizable 


by a court of equity, they are appropriately the subject 
of attack under the provisions of Sec. 402 (a), 47 USCA 
402 (a) and the Urgent Deficiencies Act. 

The Court in the Broadcasting Company cases supra, relied in 


part on the Assigned Car cases (United States v. Berwind White Coal 
Co., 274 US 564, 71 L. ed 1204) wherein it appeared that orders of the 
Interstate Commerce Commission commanded carriers to take speci- 
fied action for failure to comply with which legal sanctions would im- 
mediately be applicable. The orders were held to be reviewable. 

Since Truax v. Reich, 239 US 33, 60 L. ed 131 it has been clear 
that one is not obliged to take the risk of prosecution, fines and penalties 
in order to test the legality of an attempted regulation of one's busi- 
ness rather than resort to the courts of equity for relief. 

In fact as early as Ex Parte Young, 209 US 123, 52 L. ed 714, the 
court had said: 

"Another Federal question is the alleged unconstitu- 
tionality of these acts because of the enormous penalties 
denounced for their violation, which prevent the railway 
company, as alleged, or any of its servants or employees, 
from resorting to the courts for the purpose of determin- 
ing the validity of such acts. The contention is alleged by 
the complainants in the suit that the company is denied the 
equal protection of the laws and its property is liable to be 
taken without due process of law because it is only allowed 
a hearing on the claim of the unconstitutionality of the acts 
and orders in question, at the risk, if mistaken, of being 
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Subject to such enormous penalties, resulting in the possible 
confiscation of its whole property, that rather than take such 
risks the company would obey the laws, although such obedi- 
ence might also result in the end (though by a slower process) 
in such confiscation". (Page 723) | 
", . . It is urged that there is no aes upon which to 
base the claim that a person is entitled to disobey a statute 
at least once, for the purpose of testing its validity, without 
subjecting himself to the penalties for disobedience provided 
by the statute in case it is valid. This is not an accurate 
statement of the case. Ordinarily a law creating offenses in 
the nature of misdemeanors or felonies relates to a subject 
over which the jurisdiction of the legislature is complete in 
any event. In the case, however, of the establishment of cer- 
tain rates without any hearing, the validity of such rates 
necessarily depends upon whether they are high enough to 
permit at least some return upon the investment (how much it 
is not now necessary to state), and an inquiry as to that fact 
is a proper subject of judicial investigation. If it turns out 


that the rates are too low for that purpose, then they are il- 
legal. | 
", . . We hold therefore that the provisions of the acts 

relating to the enforcement of the rates, either for freight or 


passengers, by imposing such enormous fines and possible 
imprisonment as a result of an unsuccessful effort to test the 
validity of the laws themselves, are unconstitutional on their 
face, without regard to the question of the insufficiency of 
those rates. We also hold that the circuit court had jurisdic- 
tion under the cases already cited (and it was therefore its 
duty to inquire whether the rates permitted by these acts or 
orders were too low and therefore confiscatory."' " (Page 724) 
In Terrace v. Thompson, 263 US 197, 214 68 L. ed 255, 273, the 
court had this to say: 
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"The attorney general questions the jurisdiction of the 
court to grant equitable relief even if the statute be uncon- 
stitutional. He contends that the appellants have a plain, ade- 
quate, and speedy remedy at law; that the case involves but a 
single transaction, and that, if the proposed lease is made, 
the only remedy which the state has, so far as civil proceed- 
ings are concerned, is an escheat proceeding in which the 
validity of the law complained of may be finally determined; 
that an acquittal of the Terraces of the criminal offense 
created by the statute would protect them from further prose- 
cution, and that Nakatsuka is liable criminally only upon his 
failure to disclose the fact that he holds an interest in the 
land. 

"The unconstitutionality of a state law is not, of itself, 
ground for equitable relief in the courts of the United States. 
That a suit in equity does not lie where there is a plain, ade- 
quate, and complete remedy at law is so well understood as 
not to require the citation of authorities. But the legal remedy 
must be as complete, practical, and efficient as that which 
equity could afford. Boise Artesian Hot & Cold Water Co. v. 
Boise City, 213 U. S. 276, 281, 53 L. ed. 796, 698, 29 Sup. Ct. 
Rep. 426; Walla Walla v. Walla Walla Water Co., 172 US 1, 
11, 12, 43 L. ed. 341, 346, 347, 19 Sup. Ct. Rep. 77. Equity 
jurisdiction will be exercised to enjoin the threatened en- 
forcement of a state law which contravenes the Federal Con- 
stitution wherever it is essential, in order effectually to pro- 
tect property rights and the rights of persons against injuries 
otherwise irremediable; and in such a case a person, who, as 
an officer of the state, is clothed with the duty of enforcing 
its laws, and who threatens and is about to commence pro- 
ceedings, either civil or criminal, to enforce such a law 
against parties affected, may be enjoined from such action by 


a Federal court of equity. Cavanaugh v. Looney, 248 U.S. 453, 
456, 63 L. ed 354, 357, 39 Sup. Ct. Rep. 142. 
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See also Packard v. Banton, 264 US 140, 143, 68 L. ed 596, 607 
where the Court observed: : 

"But it is settled that a distinction obtains and equitable 
jurisdiction exists to restrain criminal prosecutions under 
unconstitutional enactments when the prevention of such 
prosecution is essential to the safeguarding of rights of 
property”. 

In Petroleum Exploration v. Public Service Commission, 304 US 
209, 82 L. ed 1294 the court said: 

"It is true that the injury which flows from the threat 
of enforcement of an allegedly unconstitutional regulatory 
State statute with penalties so heavy as to forbid the risk 
of challenge in proceeding to enforce it has been generally 
recognized as irreparable and sufficient to justify an in- 
junction", 

Of similar import are Toomer v. Witsell, 334 US 385, 92 L. ed 
1460 and Hynes v. Grimes Packing Co., 337 US 86, 92 L. ed 1231. In 
the Toomer case the court said at page 391: : 

"First. We are confronted at the outset with appellees' 
contention, rejected by the District Court, that injunctive 
relief is inappropriate in this case, regardless of the 
validity of the challenged Statutes, since appellants. failed 
to show the imminence of irreparable injury and did not 
come into court with clean hands. | 


"As to them, (certain individuals) it is agreed that the 
appellees were attempting to enforce the statutes. It is also 


clear that compliance with any but the income tax statute 
would have required payment of large sums of money for 
which South Carolina provides no means of recovery, that 
defiance would have carried with it the risk of heavy fines 
and long imprisonment, and that withdrawal from further 
fishing until a test case had been taken through the South 
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Carolina courts and perhaps to this Court would have resulted 
in a substantial loss of business for which no compensation 
could be obtained. Except as to the income tax statute, we 
conclude that appellants sufficiently showed the imminence 
of irreparable injury for which there was no plain, adequate 
and complete remedy at law." 

In the Hynes case the court said at page 98: 

"For the violation of the applicable regulation under the 
White Act, severe penalties are imposed including fine, im- 
prisonment, the summary seizure of boats, haul, gear, equip- 
ment, and their forfeiture to the United States. These sanc- 
tions deny to respondents an adequate remedy at law, for to 
challenge the regulation in an ordinary criminal proceeding 
is to hazard a loss against the payment of a license fee and 
compliance with the fishing rules of the natives. Yet to stay 


out of the reservation prevents the profitable operation of the 


canneries. In such a situation a majority of the Court thinks 
that the "danger of irreparable loss is both great and imme- 
diate" and properly calls forth the jurisdiction of the court 
of equity." 

In Denton v. City of Carrollton, 235 F (2) 481 (5th Circuit, 1956) 
it appeared that a Georgia municipality required labor union agents to 
take out a license at the cost of $1000.00 and to pay $100.00 a day for 
each day the activity as agent was carried on. The Circuit Court of 
Appeals held that an injunction against the enforcement of the regulation 
would lie. The court stated: 

"Of course since we hold that the successive license 
tax was itself so large and the uncertainties about its re- 
covery so great that the plaintiffs were not required to pay 
them as the means of testing the substantial questions over 
this ordinance, it is equally true that under such circum- 
stances they did not have to run the further serious risk of 
substantial fines and extended imprisonment for new and 
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successive offenses were they to carry on the activities 
without license or payment of tax. This combination of 
circumstances made the threat of real and lasting damage 
genuine and present. There was, therefore, a substantial 
| 


basis for equitable relief". 


| 
The Plaintiff is Presently Suffering and is Imminently 
Threatened with Irreparable Harm as a Result of the Invalid Rule 
a en 


In the instant case we are presented with a situation where the 
plaintiff is confronted with an invalid regulation under which the Com- 
missioner of Patents threatens to take disciplinary action against any 
registered patent attorney who violates the rule, although said violation 
may be only for the purpose of testing the validity of the rule. The 
plaintiff is sustaining a present irreparable harm in that he cannot now 
make a definitive placement of advertising for publication in magazines 
after July 1, 1959 without violating the rule as interpreted by the Com- 
missioner of Patents in a letter to the plaintiff dated March 10, 1959 
which is quoted verbatim in the plaintiff's affidavit filed herein in sup- 
port of a motion for an injunction. The plaintiff is suffering a present 
irreparable harm in that he must suffer the loss of business reasonably 
to be expected as a result of the advertising which he cannot place ex- 
cept at the risk of disbarment. The plaintiff will suffer further irre- 
parable and irretrievable damage as the result of the termination of 
his right to advertise on July 1, 1959 or even from a suspension of said 
right for one month. This irreparable damage consists in the loss of 
business reasonably to be anticipated as a result of advertising and the 
loss of favorable advertising rates as a result of interruptions in the 
advertising schedules. The threat of said harm is imminent because 
Several months must transpire between the date of advertising place- 
ment and the date of a magazine's publication and some placement dates 
for August publications have already passed. | 


Under the circumstances of the case and especially in view of the 
fact that for the plaintiff to be permitted to test the rule only by way of 
appeal from a disbarment or suspension order would involve the plain- 
tiff in unusually strict sanctions including the shame, disgrace, un- 
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favorable publicity and expense of the disbarment proceeding with 
attendant interruption to the plaintiff's advertising program and the 
serious loss of business resulting therefrom, it is unthinkable that the 
Court would not exercise its powers of equity and grant an injunction 
in this case. 

Toomer v. Witsell, supra 

Hynes v. Grimes Publishing Company, supra 

Denton v. City of Carrollton, Georgia, supra 
For the foregoing reasons the Court should grant the injunction re- 
quested by the plaintiff. 


/s/ Al. Philip Kane 
* me * 


Attorney for Plaintiff 
ak 5 * 





[Filed April 7, 1959] Plaintiffs’ Exhibit "B" 


EXCERPTS FROM PUBLISHED RULES 
OF THE PATENT OFFICE 


* * * 


Feb. 20, 1854 Edition 
x * * 


RULES OF CORRESPONDENCE. ! 
5 aK * * 
100. Where an agent has filed his power of attorney. duly executed, 
the correspondence will, in ordinary cases, be held with him only. A 
double correspondence with him and his principal, if generally allowed, 
would largely enhance the labor of the office. For the same reason, the 
assignee of the entire interest in an invention is alone entitled to hold 
correspondence with the office, to the exclusion of the inventor. If the 
principal becomes dissatisfied, he must revoke his power of attorney, 
and notify the office, which will then communicate with him. 
* * a ! * 
August 1, 1869 Edition | 
* * 
ATTORNEYS. | 
127. Any person of intelligence and good moral character may 
appear as the attorney in fact or agent of an applicant upon filing a 


proper power of attorney. 
* * * ok 


130. Attorneys will be expected to conduct their business with 
the office with decorum and courtesy. For gross misconduct the Com- 
missioner may refuse to recognize any person as a patent agent, either 
generally or in any particular case; and for lesser offenses attorneys 
may be refused the privilege of oral interviews and be required to 


transact all their business with the office in writing. 
* * * 





August 12, 1884 Edition 
* oe 
ATTORNEYS. 
17. Any person of intelligence and good moral character 
1878—131. may appear as the agent or the attorney in fact of an appli- 
Attorneys. cant, upon filing a proper power of attorney. As the value of 
patents depends largely upon the careful preparation of the 
specifications and claims, the assistance of competent coun- 
sel will, in most cases, be of advantage to the applicant; but 
the value of their services will be proportionate to their skill 
and honesty, and too much care cannot be exercised in their 
Office can- selection. The office cannot assume responsibility for the 
erin acts of attorneys, nor can it assist applicants in making 
selections. It will, however, be unsafe to trust those who 
pretend to the possession of any facilities except capacity and 
diligence for procuring patents in a shorter time or with 
broader claims than others. 


* * * * 


Rev. Stat. 22. Attorneys will be required to conduct their business 


- 487. 
SRS, with the office with decorum and courtesy. Papers presented 


ea in violation of this requirement will ordinarily be returned. 
tesy in Complaints against examiners and other officers must be 


business. : Bi ies i : 
Com- made in separate communications and will be promptly in- 


plaints 
against 
examiners. refuse to recognize any person as a patent agent, either 


Refusal to 
recognize generally or in any particular case; but the reasons for such 


agents. = efusal will be duly recorded and be subject to the approval 


of the Secretary of the Interior. 
+ * 


vestigated. For gross misconduct the commissioner may: 





June 18, 1897 Edition 
* * 
ATTORNEYS. | 

17. An applicant, or an assignee of the entire inter 1887—17. 
est, may prosecute his own case, but he is advised, unless STONE: 
familiar with such matters, to employ a competent attor- 
ney, as the value of patents depends largely upon the skill- 
ful preparation of the specification and claims. The office 
can not aid in the selection of an attorney. | 

An applicant may be represented by— 

(a) Any person who at the date of approval of this — 
rule is in good standing as a practitioner before the Patent 
Office; : 
(b) Any attorney at law in good standing in any court 
of record in the United States or in any of the States or 
Territories thereof; 

(c) Any person of good moral character who shall 


show to the satisfaction of the Commissioner of Patents | 


that he is duly qualified to act as attorney in the SS | : 


tion of cases before the office. 
* x 


Dec. 1, 1897 Edition 
* * * | a 
DEPARTMENT OF THE INTERIOR, 
UNITED STATES PATENT OFFICE, 
Washington, D.C., August 6, 1897. 
Rule 17 of the Rules of Practice, approved June 18, 1897, is 
amended to read as follows: | 
17. An applicant or an assignee of the entire interest may prose- 
cute his own case, but he is advised, unless familiar with such matters, 
to employ a competent attorney, as the value of patents depends largely 
upon the skillful preparation of the Specification and claims. The office 
can not aid in the selection of an attorney. 
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A register of attorneys will be kept in this office, on which will 
be entered the names of all persons entitled to represent applicants 
before the Patent Office in the presentation and prosecution of applica- 
tions for patent. The names of persons in the following classes will, 
upon their written request, be entered upon this register. 

(a) Any person who at the date of the approval of the present 
Rules of Practice, June 18, 1897, was engaged as attorney or agent in 
the active prosecution of applications for patent before this office, or 
had been so engaged at any time within five years prior thereto and is 
not disbarred, or is or was during such period a member of a firm so 
engaged and not disbarred, provided that such person shall, if required, 
furnish information as to one or more applications for patent so prose- 
cuted by him. 

(b) Any attorney at law who is in good standing in any court of 
record in the United States or any of the States or Territories thereof 
and shall furnish a certificate of the clerk of such United States, State, 
or Territorial court, duly authenticated under the seal of the court, that 
he is an attorney in good standing. 

(c) Any person who has been regularly recognized as an attorney 
or agent to represent claimants before the Department of the Interior 
or any bureau thereof and is in good standing, provided that such person 
shall furnish a statement of the date of his admission to practice as 
such attorney or agent, and shall further show, if required by the Com- 
missioner, that he is possessed of the necessary qualifications to render 
applicants for patents valuable service and is otherwise competent to 
advise and assist them in the presentation and prosecution of their ap- 
plications before the Patent Office. 

(d) Any person not an attorney at law who shall file a certificate 
from a judge of a United States, State, or Territorial court, duly 
authenticated under the seal of the court, that such person is of good 
moral character and of good repute and possessed of the necessary 


qualifications to enable him to render applicants for patents valuable 


service, and is otherwise competent to advise and assist them in the 
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presentation and prosecution of their applications before the Patent 
Office. | 


(e) Any firm which at the date of the approval of the present 





Rules of Practice was engaged in the active prosecution as attorneys or 
agents of applications for patents before the Patent Office or had been 
So engaged at any time within five years prior thereto, provided such 
firm or any member thereof is not disbarred, provided the names of 
the individuals composing the firm are stated, and provided, also, that 





such firm shall, if required, furnish information as to one or more ap- 
plications prosecuted before the Patent Office by them. | 

(f) Any firm not entitled to registration under the preceding sec- 
tions which shall show that the individuals composing the firm are each 

| 

and all recognized as patent attorneys or agents or are each and all 
entitled to be so recognized under the preceding sections of this rule. 

The Commissioner may demand additional proof of qualifications 
and reserves the right to decline to recognize any attorney, agent, or 
other person applying for registration under this rule. | 

Any person or firm not registered and not entitled to be recog- 
nized under this rule as an attorney or agent to represent applicants 
generally may, upon a showing of circumstances which render it neces- 
Sary or justifiable, be recognized by the Commissioner to prosecute 
as attorney or agent certain specified application or applications, but 
this limited recognition shall not extend further than the application or 
applications named. ! 

After January 1, 1898, no person not registered in accordance 





with this rule will be permitted to prosecute epoca nouss before the 
Patent Office. 


BENJ. as 
Commissioner . 


Approved: 
THOS. RYAN, 


Acting Secretary of the Interior. 
* * 
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April 13, 1908 Edition 


SUPPLEMENT. 
2k * a * 

17. * * * (a) Any attorney at law who is in good standing in 
any court of record in the United States or any of the States or Terri- 
tories thereof and shall furnish a certificate of the clerk of such United 
States, State, or Territorial court, duly authenticated under the seal of 
the court, that he is an attorney in good standing. 

(b) Any person not an attorney at law who is a citizen or resident 
of the United States and who shall file proof to the satisfaction of the 


Commissioner that such person is of good moral character and of good 


repute and possessed of the necessary legal and technical qualifications 


to enable him to render applicants for patents valuable service and is 
otherwise competent to advise and assist them in the presentation and 
prosecution of their applications before the Patent Office. 
* * * *x 
22. * * * (d) The Secretary of the Interior may after notice and 
opportunity for a hearing, suspend or exclude from further practice 
before the Patent Office any person, firm, corporation, or association 
shown to be incompetent, disreputable or who refuses to comply with 
the rules and regulations thereof, or who shall with intent to defraud, 
in any manner deceive, mislead or threaten any claimant or prospective 
claimant, by word, circular, letter or by advertisement, or by guaran- 
teeing therein the successful prosecution of any application for patent 
or the procurement of any patent, or which word, circular, letter or 
advertisement shall contain therein any false promise or misleading 
representation. (Sec. 5, act approved July 4, 1884.) 
* * * 
Jan. 1, 1916 Edition 
ATTORNEYS. 

Attorneys. 17. * * * (a) Any attorney at law who is in good stand- 

ing in any court of record in the United States or any of the 

States or Territories thereof and who shall furnish a certifi- 





97 
cate of the clerk of such United States, State, or Territorial court, duly 
authenticated under the seal of the court, that he is an attorney in good 
standing. | 

(b) Any person not an attorney at law who is a citizen or resident 
of the United States and who shall file proof to the satisfaction of the 
Commissioner that he is of good moral character and of good repute and 
possessed of the necessary legal and technical qualifications to enable 
him to render applicants for patents valuable service and is otherwise 
competent to advise and assist them in the presentation and prosecution 
of their applications before the Patent Office. : 

(c) Any foreign patent attorney not a resident of the United States, 
who shall file proof to the satisfaction of the Commissioner that he is 
registered and in good standing before the patent office of the country 
of which he is a citizen or subject, and is possessed of the qualifications 
stated in paragraph (b). | 

* ok 


Oct. 1, 1918 | 
ATTORNEYS. | 
17, * * * (h) Every attorney registered to practice before the 
United States Patent Office shall submit to the Commissioner of Patents 
for approval copies of all proposed advertising matter, circulars, 


letters, cards, etc., intended to solicit patent business, and if it be not 
disapproved by him and the attorney so notified within 10 days after 
submission, it may be considered approved. 

Any registered attorney sending out or using any such matter, a 
copy of which has not been submitted to the Commissioner of Patents 
in accordance with this rule, or which has been disapproved by the Com- 
missioner of Patents, shall be subject to suspension or disbarment, so 
that the rule as amended will read as follows: | 

* a * | * 

22. * * * (d) The Secretary of the Interior may, after notice 
and opportunity for a hearing, suspend or exclude from further prac- 
tice before the Patent Office any person, firm, corporation, or asso- 
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ciation shown to be incompetent, disreputable, or refusing to comply 
with the rules and regulations thereof, or with intent to defraud, in any 
manner deceiving, misleading, or threatening any claimant or prospec- 
tive claimant, by word, circular, letter, or by advertisement, or guaran- 
teeing the successful prosecution of any application for patent or the 
procurement of any patent, or by word, circular, letter, or advertise- 
ment making any false promise or misleading representation. (Sec. 5, 
act approved July 4, 1884.) 

* 
Nov. 6, 1919 Edition 

ATTORNEYS. 

1 * * * 

22. * * * (d) The Secretary of the Interior may, after notice 
and opportunity for a hearing, suspend or exclude from further practice 
before the Patent Office any person, firm, corporation, or association 
shown to be incompetent, disreputable, or refusing to comply with the 
rules and regulations thereof, or with intent to defraud, in any manner 
deceiving, misleading, or threatening any claimant or prospective 
claimant, by word, circular, letter, or by advertisement, or guaranteeing 
the successful prosecution of any application for patent or the procure- 
ment of any patent, or by word, circular, letter, or advertisement mak- 
ing any false promise or misleading representation. (sec. 5, act ap- 
proved July 4, 1884) or who uses the name of any Member of either 
House of Congress or of any official of the Government in advertising 
his business. (Act approved April 27, 1916.) 

* * * 
May 1, 1935 Edition 


ATTORNEYS. 
* * * * 


17. * * * (b) Any person not an attorney at law who is a citizen 
or resident of the United States and who shall establish to the satisfaction 
of the Commissioner that he is of good moral character and of good 


repute and possessed of the necessary legal and scientific qualifications: 
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to enable him to render applicants for patents valuable service and is 
otherwise competent to advise and assist them in the presentation and 
prosecution of their applications before the Patent Office, 

(c) In order to determine whether a person seeking to have his 
name placed upon the aforesaid register has the qualifications specified 





in paragraph (b), an examination will be held from time to time. No 
person will be permitted to take the examination unless he submits 
satisfactory proof as to his good moral character and as to having had 





a sufficient basic training in scientific and technical matters: Provided, 
That the taking of the examination may be waived in the case of any per- 
son who has served for 3 years in the examining corps of the Patent 
Office. 
* % * i 
22. * * * (c) The Commissioner of Patents may, after notice Refusal 


- : to recog- 
and opportunity for a hearing, suspend or exclude, either generally Or nize 


in any particular case, from further practice before his office any per-—7sents. 


Son, agent, or attorney shown to be incompetent or disreputable, or 





guilty of gross misconduct, or who refuses to comply with the rules 
and regulations, or who shall, with intent to defraud in any manner, 
deceive, mislead, or threaten any applicant or prospective applicant, 
or other person having immediate or prospective business before 
the office, by word, circular, letter, or by advertising, or who shall 
guarantee the successful prosecution of any application for patent 
or the procurement of any patent, or by word, circular, letter, or 
advertisement shall make any false promise or misleading repre- 
sentation, or who uses the name of any Member of either House of 
Congress or of any officer of the Government in advertising his | 
business. (Act approved April 27, 1916.) The reasons for any Act ap- 


| d 
such suspension or exclusion shall be duly recorded. And the PaLune: 


action of the Commissioner may be reviewed upon the petition of 1922. 
the person so refused recognition or so suspended or excluded 
by the Supreme Court of the District of Columbia under such con- 


ditions and upon such proceedings as the court may by its rules 





determine. 
* aK * 
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October 1, 1936 Edition 
ATTORNEYS. 

* * * ak 

17. * * * (h) Every attorney registered to practice be- 
fore the United States Patent Office shall submit to the Com- 
missioner of Patents for approval copies of all proposed ad- 
vertising matter, circulars, letters, cards, etc., intended to 
solicit patent business, and if it be not disapproved by him 
and the attorney so notified within ten days after submission, 
it may be considered approved. 

Any registered attorney sending out or using any such 
matter, a copy of which has not been submitted to the Com- 
missioner of Patents in accordance with this rule, or which 
has been disapproved by the Commissioner of Patents, shall 
be subject to suspension or disbarment. 

* * * 

Feb. 1, 1939 Edition 

ATTORNEYS AND AGENTS 
* * aK ae 

Advertising. 17. * * * (i) Every attorney and agent registered to 
practice before the United States Patent Office shall submit 
to the Commissioner of Patents for approval copies of all 
proposed advertising matter, circulars, letters, cards, etc., 
intended to solicit patent business, and if it be not disapproved 
by him and the attorney or agent so notified within ten days 
after submission, it may be considered approved. 

No registered agent shall, in advertising matter or in 
papers filed in the Patent Office, represent himself to be an 
attorney, solicitor or lawyer. 

Any registered attorney or agent sending out or using 
any such matter, a copy of which has not been submitted to 


the Commissioner of Patents in accordance with this rule, or 
which has been disapproved by the Commissioner of Patents, 
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and any registered agent misrepresenting his statu shall be 
subject to suspension or disbarment. | 


| 
* * oO 


[Filed April 7, 1959] | 


PLAINTIFF'S MOTION FOR SUMMARY JUDGMENT 

The plaintiff, Merlin M. Evans, moves the court to grant a sum- 
mary judgment in his favor in the above-entitled cause and as grounds 
for said motion states that the pleadings, exhibits, admissions and 
affidavits on file show that there is no genuine issue as to any material 
fact and that the plaintiff is entitled to a judgment as a matter of law. 

/s/ Al. Philip Kane | 
* * * 


Attorney for Plaintiff 
ak * x 


[ Certificate of Mailing] 


[ Filed April 7, 1959] 
PLAINTIFF'S POINTS AND AUTHORITIES IN SUPPORT 
OF MOTION FOR SUMMARY JUDGMENT | 
The plaintiff's motion is authorized by Rule 56 of the Federal 
Rules of Civil Procedure. 


The plaintiff adopts as his memorandum of points and authorities 


in support of this motion, the complaint filed in this cause together with 
plaintiff's Exhibit "A" which was attached thereto and made part there- 
of by reference, the plaintiff's motion for an injunction, the affidavit of 
Merlin M. Evans and the plaintiff's memorandum of points and author- 
ities both filed in support of said motion, and the exhibits filed herein 
on behalf of the plaintiff. | 

There is no genuine issue as to any material fact. The issues 
involved in the case are exclusively issues of law. They deal with the 
existence, nature and extent of the rule-making power of the Commis- 
sioner of Patents and whether the Commissioner of Patents has the 
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authority under existing law to proscribe advertising by non-lawyer 


registered patent attorneys. 


/s/ Al. Philip Kane 
ak * ok 


Attorney for Plaintiff 
* * * 


[ Filed April 15, 1959] 

DEFENDANTS' OPPOSITION TO PLAINTIFF'S MOTIONS 

FOR SUMMARY JUDGMENT AND FOR TEMPORARY 

INJUNCTION 

In this action to challenge the legality of a Rule of Practice of the 
Patent Office which prohibits the use of advertising to solicit patent busi- 
ness, defendants have moved to dismiss the complaint or, in the alterna- 
tive, for summary judgment, and plaintiff has moved for summary judg- 
ment and for a temporary injunction to restrain defendants from enforc- 
ing the challenged rule. 

All parties agree that there is no genuine issue of material fact, 
so that the case may be properly disposed of by summary judgment. 
The defenses raised by our motion to dismiss the complaint or, in the 
alternative, for summary judgment are, of course, equally applicable to 
plaintiff's motion for a temporary injunction. 

In our brief in support of defendants' motion to dismiss the com- 
' plaint or, in the alternative, for summary judgment, we argue (1) that 
the action should be dismissed as premature and as not presenting a 
justiciable case or controversy (pp. 11-19); (2) that plaintiff has failed 
to exhaust his administrative remedy (pp. 19-21); (3) that the challenged 
rule is authorized by statute (pp. 21-34); and (4) that the rule does not 
violate any constitutional right of plaintiff's (pp. 34-41). 

This brief replies to plaintiff's points and authorities in support of 
his motion for temporary injunction. 
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The action should be dismissed as eee, and 
as not presenting a justiciable case or controversy 
and because of plaintiff's failure to exhaust his ad- 


ministrative remedy | 

The cases cited in plaintiff's points and authorities to establish a 
justiciable controversy justifying injunctive relief are distinguishable. 
United States v. Baltimore & Ohio Railroad Co., 293 U.S, 454, and The 
Assigned Car Cases, 274 U.S. 564, were statutory proceedings to review 
orders of the Interstate Commerce Commission. There, the plaintiff 
railroads first resorted to their administrative remedy before the Inter- 
state Commerce Commission and then resorted to the specific judicial 
remedy prescribed by Congress. Plaintiff here has not done either. 

Columbia Broadcasting System v. United States, 316 U.S. 407, and 
Ex parte Young, 209 U.S. 123, are distinguished in our original brief 
(pp. 18, 19). i 

In Truax v. Raich, 239 U.S. 33, imminent irreparable injury to 
the plaintiff was shown by the fact that the state prosecutor was actually 
enforcing the challenged statute by having plaintiff's employer arrested. 
Furthermore, the plaintiff there had no administrative or legal remedy, 
since the sanctions of the statute were applicable not to him but his 
employer. Here, by contrast, defendants have not threatened to invoke 
the sanctions of the rule against plaintiff; plaintiff has an administrative 
remedy before the Commissioner of Patents in the event any effort should 
be made to enforce the rule against him; and if any sanction for violation 
of the rule should be imposed upon him, plaintiff has an explicit statutory 
mode of judicial review (35 U.S.C. 32) which plaintiff is trying to short- 
circuit by this action. See our prior brief, pages 11-21. 

In Terrace v. Thompson, 362 U.S. 197, the state attorney general 
had actually threatened to enforce the challenged statute against the 
plaintiff, andthere the plaintiff had no administrative remedy. Packard 
v. Banton, 264 U.S. 140; Toomer v. Witsell, 334 U.S. 385, and Hynes 


v. Grimes Packing Co., 337 U.S. 86, are aaa cares on the same 


grounds. 
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Petroleum Exploration, Inc, v. Public Service Commission, 304 
U.S. 209, supports our position rather than plaintiff's. In that case 
the Supreme Court affirmed the dismissal of a complaint to enjoin a 
public service commission from investigating plaintiff's gas rates where, 
as here, the plaintiff had an administrative remedy and a statutory mode 
of judicial review of any order which the commission might enter. The 
fact that the pursuit of such remedies would be costly to the plaintiff was 
held not to make out a case of irreparable injury. 

Finally Denton v. City of Carrollton, Georgia, 235 F. 2d 481 (C.A. 
5), involved a statute imposing cumulative penalties so great as to 
prevent the plaintiff from challenging the validity of the statute except by 
injunction, which thus brought the case within the rule of Ex parte Young, 
209 U.S. 123. 


Il. The challenged rule is authorized by statute 
In arguing that 35 U.S.C. 6, 31, do not authorize the Commissioner 


of Patents to prohibit Patent Office practitioners from soliciting Patent 
Office business by advertising, plaintiff asserts that the patent laws have 
for many years been “interpreted as permitting patent attorneys to ad- 
vertise” (plaintiff's points and authorities, p. 3). If plaintiff is arguing 


that these provisions of the patent laws do not in and of themselves pro- 


hibit Patent Office practitioners from advertising, of course we agree; 
but that is not the issue here. The question is whether 35U.S.C. 6, 31, 
authorize the Commissioner of Fatents to prohibit solicitation of Patent 
Office business by advertising as an exercise of the Commissioner's 
statutory authority to “establish regulations, not inconsistent with law, 
for the conduct of proceedings in the Patent Office" and “prescribe regu- 
lations governing the recognition and conduct of agents, attorneys, or 
other persons representing applicants or other parties before the Patent 
Office . . ." 

Plaintiff's apparent contention that the long standing administrative 
construction of these provisions by the Patent Office has been that they 
do not grant such authority to the Commissioner of Patents is erroneous. 
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Plaintiff's quotation from the statement by Commissioner of Patents 
Butterworth in the Wedderburn case (plaintiff's points and authorities, 
pp. 3-4) does not show that Commissioner Butterworth construed the 
patent laws as denying such authority. At the time that statement was 
made, there was no rule of the Patent Office like the present one pro- 
hibiting solicitation of business by advertising, so, of course, such ad- 
vertising was permissible. Commissioner Butterworth was merely 
discussing what was permissible under the then existing regulations, not 
whether the Commissioner of Patents had authority to change the regula- 
tions so as to prohibit the solicitation of Patent Office business by ad- 
vertising. : 
Nor is there any basis for the statement in plaintiff" s points and 
authorities (p. 6) that Mr. Federico, the Exam iner-in-Chief of the 
Patent Office, sought to have the 1952 codification of Title 35 of the 
United States Code change the patent laws as they then existed so as to 
grant the Patent Office authority to forbid such advertising. On the 
contrary, Mr. Federico explicitly stated that the enactment of the 1952 
codification of Title 35 would not change the substance of the then exist- 
ing patent law provisions relating to the authority of the Commissioner 
of Patents to establish regulations governing the recognition and conduct 
of Patent Office practitioners and to Suspend or exclude from practice 
before the Patent Office any practitioner who does not comply with such 
regulations. See Mr. Federico's testimony at the hearings on the 1952 
codification bill (Hearings before Subcommittee No. 3 of the House Com- 
mittee on the Judiciary on H.R. 3760, 82d Cong., 1st sess. De 37,4/ 
To the same effect is Mr. Federico's Commentary on the New Patent 
Act (35 U.S.C.A. 881 to 110, pp. 13-4), quoted in plaintiff's points and 


/ - orp 
i "The next group, sections 31, 32, and 33, relate to practice before 
the Patent Office. In them the language has been rearranged and divided 


into several sections. 


“There has been no change of substance in these sections, except in 
the third of this group which is a criminal provision for unauthorized 
practice. ..." | 
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authorities (p. 6). Similarly, the committee reports on the 1952 revi- 
sion of Title 35, in discussing 35 U.S.C. 31, 32, state: "There has been 
no change in substance in these sections . . ." (House Report No. 1923, 
82d Cong., 2d sess., p. 6; Senate Report No. 1979, 82d Cong., 2d sess., 
p. 4). Neither Mr. Federico's statements nor the Committee Reports 
express any opinion that the patent laws prior to the 1952 codification did 
not authorize the Commissioner of Patents to prohibit practitioners from 
soliciting Patent Office business by advertising. 

Accordingly, 35 U.S.C. 6, 31, both before and since the 1952 revi- 
sion authorize the Commissioner of Patents to prescribe the challenged 
rule prohibiting Patent Office practitioners from soliciting Patent Office 
business by advertising. 


Ill. The challenged rule is not in violation of plaintiff's 
constitutional rights 
Since plaintiff's points and authorities do not discuss the allegations 


in the complaint that the regulation is in contravention of the constitutional 
grant to Congress of the power to promote the progress of science by 
patents and plaintiff's freedom of speech under the First Amendment, we 
assume plaintiff has abandoned these constitutional contentions. 

In any event, in addition to the authorities cited in our original 
brief (pp. 38-41) on the First Amendment question, we cite the follow- 
ing decisions establishing that the First Amendment does not bar the 
prohibition of commercial advertising. 

In Cammarano v. United States, U.S. __—s, 79 Sup. Ct. Rep. 
524, the Court held that a Treasury Regulation disallowing advertising 
expenses to promote or defeat legislation as business expense deductions 
from income does not violate the First Amendment. Railway Express 


Agency, Inc. v. New York, 336 U.S. 106; Valentine v. Chrestensen, 


316 U.S. 52; and Fifth Avenue Coach Company v. City of New York, 
221 U.S. 467, hold that municipal ordinances probiting commercial ad- 
vertising on vehicles on public streets do not violate the Constitution. 
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Conclusion | 
The Court should dismiss the action because it does not present a 
justiciable controversy and because plaintiff must resort to his administra- 
tive remedy and the statutory mode of judicial review prescribed by Con- 
gress. If the Court reaches the merits, it should dismiss the action on 
the ground that the Patent Office rule is authorized by law. 
Respectfully submitted, 
/s/ George Cochran Doub 
Assistant Attorney Sonera 


/s/ Donald B. MacGuineas 
Attorney, Department of J ustice 
Attorneys for Defendants 


Clarence W. Moore 
Solicitor, Patent Office 
Of Counsel | 


[Certificate of Service] | 


[ Filed May 8, 1959] | 


ORDER 


This cause having been heard upon the motions of plainti for sum- 


mary judgment and for temporary injunction and upon the motion of de- — 
fendants to dismiss the complaint, or in the alternative, for summ Le 
judgment; and it appearing that the complaint fails to state a Clean “upon 
which relief can be granted, since Section 1. 345 of the Rules of Practice 
of the Patent Office in Patent Cases, challenged by the complaint, is 
authorized by law (35 U.S.C. 6, 31, 32) and does not violate PUY consti- 
tutional right of plaintiff; now therefore, 

IT IS HEREBY ORDERED That (1) plaintiff's motion for summary 
judgment is denied; (2) defendants’ motion to dismiss the complaint is 


granted; and (3) the complaint is dismissed. 
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In view of the dismissal of the complaint, it is unnecessary for the 
Court to rule on plaintiff*s motion for a temporary injunction or on de- 
fendants' motion for summary judgment. 

/s/ John J. Sirica 
United States District Judge 
Dated: May 6, 1959 Num pro tunc 
SEEN: as of May 6, 1959 


/s/ Al. Philip Kane 
Attorney for Plaintiff 


[ Filed May 6, 1959] 
NOTICE OF APPEAL 
Notice is hereby given this 6th day of May, 1959, that Merlin M. 
Evans hereby appeals to the United States Court of Appeals for the Dis- 
trict of Columbia from the judgment of this Court entered on the 6th day 
of May, 1959 in favor of the defendants, Robert C. Watson and Lewis L. 
Strauss, against said Merlin M. Evans, dismissing plaintiff's complaint 
in the above-entitled cause. 
/s/ Al. Philip Kane 
Attorney for Merlin M. Evans, Plaintiff 
{ Service] 


[ Filed May 7, 1959] 
ORDER GRANTING INJUNCTION PENDING APPEAL 
Upon consideration of the motion of the plaintiff, Merlin M. Evans, 
for an order suspending the effectiveness of Patent Rule 1.345 as pro- 
muigated August 5, 1958, the effective date of which has been extended 
to July 1, 1959 and to grant an injunction restraining the defendants and 


each of them from enforcing or threatening to enforce or taking any action 


to enforce the prohibition against advertising by patent attorneys contained 
in said rule pending the disposition of the appeal taken from the order of 
the United States District Court for the District of Columbia dated May 6, 
1959 denying the plaintiff's motion for an injunction and granting the de- 
fendants' motion to dismiss, and upon argument by counsel for the plain- 
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tiff and defendants, it is by the Court this 7th day of May, 1959 

ORDERED and ADJUDGED that the plaintiff's motion for a suspen- 
sion of the effective date of Patent Rule 1.345 be and it hereby is denied; 
and it is further 

ORDERED and ADJUDGED that the plaintiff Ss motion for an injunc- 
tion pending appeal be and the same hereby is granted and the defendants 
Robert C. Watson and Lewis L. Strauss and each of them, their employ- 
ees, agents and attorneys are hereby enjoined and restrained from en- 
forcing or threatening to enforce and from taking any action to enforce 
the prohibition against advertising by patent attorneys contained in Patent 
Rule 1.345 as promulgated on August 8, 1958, the effective date of which 
has heretofore been extended to July 1, 1959, against the plaintiff ox eny- [JJS] 
other registered patent attorney pending the disposition of the appeal taken 
from the order of the United States District Court for the District of 
Columbia dated May 6, 1959 denying the plaintiff's motion for an injunc- 
tion and granting the defendants' motion to dismiss. | 


/s/ John J. Sirica 
Judge | 


Seen" 


[Seen. I object to the 
phrase “or any other patent 


attorney" p. 2, lines 2 and 3] : 


| 

5/7/59 

Donald MacGuineas _ | 
Attorney for Defendants 10:40'A.M. 
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UNITED STATES COURT OF APPEALS 
For The District Of Columbia Circuit 


No. 15,118 


MERLIN M., EVANS, | 
Appellant, 
v. i 


ROBERT C. WATSON, COMMISSIONER 
OF PATENTS, ET AL., 


Appellees. 


APPEAL FROM THE UNITED STATES DISTRICT COURT 
FOR THE DISTRICT OF COLUMBIA 





BRIEF FOR APPELLANT 


JURISDICTIONAL STATEMENT 


The appellant, as plaintiff, filed suit in the United States District 
Court for the District of Columbia against the Commissioner of Patents 
and the Secretary of Commerce to obtain a judicial declaration that 
Rule 1.345 of the Rules of Practice before the Patent Office, as promul- 
gated August 5, 1958, was void and of no effect and to obtain an injunc- 
tion against the enforcement of said rule against the plaintiff or any 
other registered patent attorney. The plaintiff alleged that the court 
had jurisdiction under the Administrative Procedure Act, 5 USC 1009, 
under the Federal Declaratory Judgment Act, 28 USC 2201 et seq. and 
under the general equity powers of the District Court as set forth in 
Section 11-305 of the District of Columbia Code, 1951 edition. (J.A. 3) 
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The defendants filed a motion to dismiss or in the alternative a 


motion for summary judgment. (J.A. 42) The plaintiff filed a motion 


for temporary injunction and for summary judgment. (J.A. 62-101) 

The District Court held that the challenged rule was authorized 
by law and did not invade any constitutional right of the plaintiff and ac- 
cordingly it dismissed the complaint. (J.A. 107) The plaintiff promptly 
filed his notice of appeal. (J.A. 108) This court has jurisdiction under 
28 USC 1291. To the extent that the order of the District Court denied 
plaintiff's motion for a temporary injunction, this court would also have 
jurisdiction under 28 USC 1292 if the order of dismissal were inter- 
locutory. 


STATEMENT OF THE CASE 


Appellant is a non-lawyer who since 1926 has been admitted to 
practice before the Patent Office as a registered patent attorney. He is 
the sole surviving member of the firm of Victor J. Evans and Co., 
registered patent attorneys, which firm has been recognized by the 
Patent Office for some sixty years. 

From the beginning of the patent system, non-lawyers have been 
permitted to practice before the Patent Office, and so far as any record 
has been unearthed, there have always been some persons practicing 
before the Patent Office who have engaged in the solicitation of business 
by advertising. The acts of Congress and rules of the Patent Office have 
sanctioned said advertising. The appellant has advertised extensively 
in popular scientific magazines and other publications. He alleges that 
his business is predicated upon such advertising. 

In August, 1957, the Commissioner of Patents announced his inten- 
tion to amend the patent rules "to prohibit advertising to solicit patent 
business" giving as his purported authority therefor Sections 6 and 31 of 
Title 35 USC as enacted July 19, 1952, Public Law 593 c. 950, 66 Stat 
793. The Commissioner gave notice of a public hearing on the proposed 
rule to be held on November 19, 1957. (22 Fed Reg 6898) Appellant and 
other interested patent attorneys appeared at said hearing, called the 
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Commissioner's attention to 35 USC 32 and objected to the promulgation 


of said rule, pointing out in a brief and through their attorney 





1. That neither the statutes cited by the Commissioner nor any 
other act of Congress authorizes or warrants the issuance of a rule 
prohibiting advertising by patent attorneys; 

2. That the proposed Rule 1.345 would be void because it exceeds 
the rule-making authority heretofore granted by Congress to the Com- 





missioner of Patents; 

3. That the proposed rule would be void for the reason that it 
would be in conflict with the acts of Congress concerning advertising by 
patent attorneys and particularly in conflict with 35 USC sections 31 
and 32; 

4. That the proposed rule would be in conflict with the purposes of 
the patent system as contemplated by Article 1 Section 8 of the Constitu- 
tion of the United States as interpreted and implemented by Congress; 

5. That the proposed rule would be contrary to TEER, consistent 
administrative practice of long standing; 

6. That the proposed rule would tend to stifle scientific study and 
inventiveness at a time when the world interests of the United States re- 
quire that they be stimulated; 3 

7. That the proposed rule would effectively destroy the businesses 
of the protesting parties; : 

8. That the proposed rule would constitute an unwarranted inva- 
sion of the right of free speech on the part of the protesting parties. 





The protesting parties, including the appellant, pointed out that the 
Commissioner of Patents does not have the power to proscribe advertis- 
ing altogether but merely the power to discipline those registered attor- 
neys who, with intent to defraud, in any manner employ advertising 
which is deceitful, misleading or threatening to applicants or prospec- 
tive applicants for patents or to other persons having immediate or 
prospective business before the Patent Office. ! 

Notwithstanding the vigorous protests of the advertising patent at- 


torneys, including the appellant, the Commissioner of Patents, with the 
| 
| 
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approval of the Secretary of Commerce, promulgated the said rule on 
August 5, 1958 to become effective on January 1, 1959. 

On October 15, 1958 the appellant filed his complaint in the Dis- 
trict Court asking that the said rule be declared to be void and of no 
effect and that its enforcement against the appellant or any other patent 
attorney be restrained. The Commissioner of Patents extended the ef- 
fective date of the rule first to April 1, 1959 and subsequently to July 1, 
1959. (J.A. 47, 68) 

Then followed the proceedings detailed in the Jurisdictional State- 
ment, supra, leading to the dismissal of the complaint. 

The appellant has maintained before the Patent Office and before 
the District Court and now maintains before this Court that Congress 
has, on many occasions, manifested its intention that non-fraudulent ad- 
vertising by patent attorneys is sanctioned by law and that the Commis- 
sioner of Patents does not have the power to promulgate a rule which 
would forbid honest advertising by patent attorneys. 


STATUTES AND RULES INVOLVED 


Pertinent portions of the statutes involved are printed in the Sup- 


plement to this brief and the Rules are in the Joint Appendix. 


STATEMENT OF POINTS 


Did the District Court err: 

1. In failing to hold that Rule 1.345 of the Rules of Practice of the 
Patent Office, as promulgated August 5, 1958, the effective date of which 
has been extended to July 1, 1959, is void and of no effect because it is 
not consistent with law (35 USC 32); 

2. In failing to hold that said rule is void and of no effect because 
it exceeds the rule-making power of the Commissioner of Patents; 

3. In failing to hold that Congress clearly indicated the intention 
that patent attorneys might advertise, provided only that they do not act 
with fraudulent intent and that their advertising is not false, deceitful, 
menacing or misleading when it 
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(a) enacted the Act of July 4, 1884,dealing with the con- 

duct of persons practicing before the Interior Department, in 
- which advertising is sanctioned; 

(b) enacted the Act of April 27, 1916 which is now 5 USC 
101 dealing with certain advertising practices; | 

(c) enacted the Act of February 18, 1922 (now 35 USC 
31, 32) which made the Act of July 4, 1884 particularly appli- 
cable to practitioners before the Patent Office; : 

(d) enacted the Act of May 9, 1938 which prohibited un- 
registered or disbarred persons from advertising as patent 
attorneys; and when it : 

(e) reinstated, in 1952, the clause regarding advertising 

in the recodification and revision of the patent laws after it 

had been eliminated from a proposed draft printed for the use 

of the committee on the Judiciary of the House of Representa- 

tives. 

4, In failing to hold that the said rule is contrary to the Acts of 
Congress dealing with advertising by patent attorneys as administrative- 
ly interpreted and administratively applied from the time the Act of 
July 4, 1884 was first enacted; : 

5. In failing to hold that said rule is void because it contravenes 
the policy of the Constitution of the United States regarding the stimula- 
tion of creativeness and the encouragement of inventions, as interpreted 
and implemented by the Congress of the United States; | 

6. In failing to hold that the said rule unlawfully interferes with 
the appellant's freedom of speech in violation of the First Amendment 
to the Constitution; | 

7. In failing to hold and declare that the appellant is entitled to 
continue to advertise for patent business provided that his advertising 
is not fraudulent, deceitful, misleading or threatening; | 

8. In failing to enjoin the appellees and each of them from enforc- 


ing or attempting to enforce the said rule or to discipline the appellant 
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or any other registered patent attorney because of an asserted violation 
of said rule; : 
9. In holding that the said rule is authorized by law; 
10. In holding that the said rule does not violate any constitutional 
rights of the appellant; 
11. In dismissing the appellant's complaint ? 


SUMMARY OF ARGUMENT 


I 
In the early years of our Government there was no regulation of 


practice before the Patent Office. Any person who presented a power of 
attorney was recognizable by the Office as an attorney-in-fact. Many 
persons who practiced before the Patent Office engaged in advertising 
for the purpose of soliciting patent business. In 1849, Munn and Co. ad- 
vertised themselves as Patent Solicitors and as Publishers of The Sci- 
entific American, with offices in New York, Washington, London and 
Paris. At the time of the Civil War patent attorneys could be refused 
recognition for gross misconduct upon the approval of the President. 
Later in 1870 the approving power was transferred to the Secretary of 
Interior in whose Department the Patent Office was then located. 

At this time any person of intelligence and good moral character 
could appear as the attorney-in-fact or agent of an applicant for patent 
upon filing a proper power of attorney. Persons practicing before the 
Department of Interior, as claims agents and patent agents, lawyers and 
others, advertised widely. 

In the 1870's a large number of claims agents were guilty of 
fraudulent and oppressive practices with respect to the handling of claims 
arising out of the taking of private property for public use during the 
Civil War. The scandal which resulted brought about the enactment of 
the Act of July 4, 1884 which recognized advertising as lawful and legit- 
imate but authorized the disbarment of agents who, with fraudulent intent, 
engaged in false, deceitful, threatening or misleading advertising. 

The Patent Office officials interpreted the law as sanctioning the 
practice of advertising. It published new rules on August 12, 1884, in 
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which no substantial changes regarding representation of applicants were 
made. So informal was the regulation of practice under the Act of July 4, 
1884 that it was not until 1897 that a register of attorneys practicing be- 
fore the Patent Office was even established. 

In 1896 one John Wedderburn was brought up before the Commis- 
Sioner of Patents for disbarment on charges that he had defrauded clients 
by taking their money and then not doing what he had promised to do for 
them. Wedderburn had advertised in some 3,000 publications but the fact 
of his advertising was not believed to be a matter of discipline at all. On 
the other hand, the Commissioner of Patents in his order of disbarment 
said that "it is not questioned that they (patent solicitors) may laud them- 
selves without stint and within limits publish what they please". This was 
a clear administrative interpretation that the law sanctioned cane 
if it was honest. 

The Court of Appeals in the Wedderburn case ruled that Section 487 
of the Revised Statutes and the Act of July 4, 1884 were in pari materia 
and had to be read together. The effect of this ruling is that the present 
Sections 6, 31 and 32 of Title 35 USC together constitute the law dealing 
with admissions to practice before the Patent Office and exclusions there- 
from. | 

Following the decision of Wedderburn v. Bliss, 12 App DC 485 
(1898), the Patent Office continued to interpret the Act of July 4, 1884 as 
allowing patent attorneys to advertise. In the course of time some attor- 
neys adopted the expedient of obtaining laudatory recommendations from 


Congressmen and also used the names and photographs of Congressmen 


in their advertising. Congress took notice of this abuse of the advertising 
vehicle and the Senate passed a bill forbidding practitioners before the 
Patent Office to use the names of Congressmen in their advertising (Con- 
gressional Record, Feb. 9, 1916, ‘p. 2326). This bill came before the 
House of Representatives where the chairman of the committee in charge 
of the bill stated that advertising by patent lawyers (sic) was not regulated 
by law and that it was beyond the power of the Commissioner of Patents 

to make it unlawful (Congressional Record, 64th Congress, First Session 
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p. 6313 et seq.). The Congress then passed a bill outlawing, not only for 
patent practitioners but for all persons practicing before the Government 
offices, a narrow portion of the advertising field, namely the use of the 
name of any member of either House of Congress for advertising pur- 
poses. This was the Act of April 27, 1916, c. 89, par 1, 39 Stat 54,now 

5 USC 101. This statute, in combination with Section 487 of the Revised 
Statutes and the Act of July 4, 1884, was published as Patent Office Rules 
22 (c) and 22 (d) in the edition of the Rules dated November 6, 1919. 

(J.A. 98) 

Commissioner of Patents Robertson undertook to do some censo- 
rial work with regard to patent advertising. (Rules, October 1, 1918, 
Rule 17; J.A. 97) A question was raised whether the Act of July 4, 1884 
applied at all to practitioners before the Patent Office or only to claims 
agents before the Interior Department. Commissioner Robertson went 
before Congress and urged the reenactment of the Act of July 4, 1884 with 
particular reference to patent attorneys. Mr. Robertson represented to 
Congress that ordinary solicitation was legitimate and that "We do not 
want to stop honest advertising". (Hearings, HR 210, 67th Congress p. 17, 
May 12, 1921) Congress then passed the Act which became the Act of 
February 18, 1922, 42 Stat 390. 

The Congress again recognized the right of patent attorneys to ad- 
vertise when it enacted the Act of May 9, 1938 c. 188, 52 Stat 342, 35 USC 
11 (a) which, with modifications as to punishment, is now 35 USC 33. This 
bill made it criminal for unregistered persons and disbarred persons to 
advertise themselves as patent attorneys, solicit patent business or other- 
wise engage in unauthorized practice before the Patent Office. This was a 
clear legislative recognition of the right of registered persons to adver- 
tise and solicit patent business. 


In 1938 the Commissioner of Patents, who had urged the passage of 
the Act of May 9, 1938, ruled that he did not have the power to forbid ad- 
vertising and that, if the American Bar Association Section on Patents, 

' Trade-Mark and Copyright Law desired to have advertising forbidden, it 
should seek an amendment in the law to that end. 
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The American Bar Association did seek such an amendment but 
failed to obtain it. In 1950 the patent laws came up for revision and re- 
codification. The preliminary draft of the proposed bill deliberately 
omitted the phrase "by word, circular, letter or by advertising" which 
had been interpreted since 1884 as sanctioning advertising, on the ground 
that it was "unnecessary" and "subject to misinterpretation". This phrase 
was also omitted from HR 3760, 82nd Congress, 1st Session as introduced 
by Mr. Bryson for the purpose of revising and recodifying the patent laws. 
The plaintiff and others through their attorneys appeared before a sub- 
committee of the House Judiciary Committee and urged that the present 
practice (of advertising) be continued, subject to the approval of the ad- 
vertising material by the Commissioner of Patents. The Congress re- 
instated the phrase "by word, circular, letter or by advertising" in 35 USC 
32 thus indicating in the clearest possible way its intention to continue the 
practice of advertising by patent attorneys. | 

A review of the legislative history and administrative interpretation 
over 75 years shows very clearly that Congress has very definitely indi- 
cated that it intended to permit advertising to continue, that the congres- 
sional expressions of permission preclude a rule of practice which is in- 
consistent therewith (35 USC 6), that thecongressional expression of per- 
mission constitutes a limitation on the Commissioner's rule-making power 
and that the Commissioner has obviously exceeded his authority in attempt- 
ing to promulgate rule 1.345. The Commissioner cannot make a rule under 
35 USC 6 and disbar for a violation of that rule under 35 USC 32 when the 
act on which the disbarment is predicated is permitted under 35 USC 32. 

0 | 


It is the function of Congress to determine how the policy of Arti- 
cle 1, Section 8, Clause 8 of the Constitution shall be implemented. If 
Congress Says, as it has said, that advertising by patent attorneys is 


consonant with that policy, it is not within the competency of the Commis- 
sioner of Patents to rule otherwise. The rule therefore runs counter to 
the constitutional provision as interpreted and implemented by Congress. 
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Ii 
Advertising is an exercise of the right of free speech. That right 
can be restricted only by legitimate congressional action in view of some 
substantial public interest. Clearly Congress has not authorized any re- 
striction on the freedom of expression by patent attorneys but has mani- 
fested its intention that patent attorneys may freely advertise their serv- 
ices. The Commissioner of Patents cannot restrict the appellant's free- 
dom of speech in the absence of a legitimate authorization from Congress. 
IV 
The» Government has indicated in its arguments in the lower case 
that it believes this present case was prematurely brought and that the ap- 
pellant can properly test the validity of the rule only by violating the rule 
and standing for disbarment. This would cause unreasonable hardship, 
shame, disgrace and financial expense to the appellant. It is submitted 
that the Court should make a forthright ruling on whether the rule is 
within the rule-making competency of the Commissioner of Patents. 
V 
The American Patent Law Association which advocated the adoption 


of the rule itself engages in advertising. So also does the American Bar 


Association. 
VI 
Rules made by other agencies of the Government have no pertinency 
to this case since the legislative and administrative history of advertising 
by patent attorneys is extensive, specific and unique. 


ARGUMENT 


I. THE CONSTITUTIONAL PROVISION 


Any discussion of the rule-making power of the Commissioner of 
Patents must commence with Article 1, Section 8, Clause 8 of the Con- 
stitution of the United States which reads as follows: 


"The Congress shall have power... 
To promote the Progress of Science and useful Arts by 
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securing for limited times to Authors and Inventors the ex- 
clusive Right to their respective Writings and Discoveries." 
Congress early passed a statute establishing a patent system. 
Thomas Jefferson, as Secretary of State, was in fact the first Commis- 


sioner of Patents. He recognized the value of the patent monopolies as 


incentives to inventiveness when he wrote 


"An Act of Congress, authorizing the issuing of patents for new 
discoveries has given a spring to invention beyond my concep- 
tion”. (Hamilton, Patents and Free Enterprise Monogranh #31 
TNEC, page 25 


It is still the purpose of Congress to encourage scientific study 
and inventiveness. 

On February 27, 1957 the Subcommittee on Patent Trade Marks 
and Copyrights, pursuant to S.R. 167, reported to the Committee of the 
Judiciary, United States Senate, Eighty-fifth Congress, First Session in 
the following language: 


"One of the principal sources of strength and ee eese 
siveness of the United States is the inventiveness and tech- 
nical skill of its people. Everyone would agree on the im- 
portance to the United States of maintaining and advancing 
its technological superiority. The patent statutes constitute 
the congressional expression of national policy that inven- 
tiveness should be stimulated and encouraged." (page 30) 


Since the publication of that report the need for the stimulation of 
scientific study and of inventiveness has been sharply pointed up by the 
scientific advances made by Russia. The scientific leadership and even 
the existence of the United States are being challenged. Our President 
and other leaders are telling us that it is necessary to stimulate interest 
in science among the youth of the country, and that it is necessary to 
keep constant the flow of new and useful ideas and of new inventions. 

Registered patent attorneys play a very important part in the 
process of stimulating scientific interest and study and in developing 
inventiveness and inventions. In the first place, by their advertising, 
which is dignified in character and is approved prior to its use by an 
official of the Patent Office (Rule 17 i, J.A. 100) the advertising patent 
attorneys help to support popular scientific magazines such as Popular 
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Mechanics, Popular Science, Mechanix Illustrated and Science and 
Mechanics. These magazines in turn publish articles respecting the 
types of inventions which have current appeal to industry and Govern- 
ment and those which are needed. This publication stimulates thought 
and inquisitiveness which leads to research and oftentimes to invention. 


@ PATENT ATTORNEYS MUST NOT BE CONFUSED WITH 
LAWYERS 


It must be understood that there is an essential conceptual and 
functional difference between an attorney-at-law and a registered patent 
attorney. Not all lawyers are qualified to become registered patent at- 
torneys (or, since 1938, patent agents). Lawyers who are of good moral 
character, in good repute, and able to pass the examination conducted by 
the patent office may be registered. On the other hand, persons other 
than lawyers who possess the required qualities of intellect and honesty 
may be registered. 

The work of a registered patent attorney is confined to the prose- 
cuting of applications for letters patent, to the registering of trade-marks 
and, to a lesser extent, to the registering of copyrights. He does not en- 
gage in litigation outside of the limited inter partes work in the Patent 
Office and does not concern himself, as the lawyer does, with the broad 
fields of contracts, torts, real property, corporations and taxation. 

Registered patent attorneys operate exclusively in a field where 
the policy of the law is to encourage activity, while lawyers operate in a 
field where the policy is to discourage activity. The advertising of regis- 
tered patent attorneys tends to stimulate the inventive genius in accord- 
ance with the policy which underlies the eighth clause of Article 1, Sec- 
tion 8 of the Constitution of the United States which authorized the estab- 
lishment of the patent system. On the other hand advertising by lawyers 
has been condemned because it tends to stir up litigation contrary to that 
policy of law which requires that litigation should be discouraged. 

The provisions of Sections 31 and 32 of Title 35 USC which permit 
laymen to be admitted to practice before the Patent Office are merely a 
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congressional recognition of a system which developed quite naturally. 
In the early days of our history there were no statutes dealing with prac- 
tice before the Patent Office and the published Rules of Practice dating 
from 1848 (from which certain extracted portions have been printed in 
the Joint Appendix; J.A. 91-101), show very clearly that the field of 
practice before the Patent Office has never been reserved by Congress 
or by the Office to lawyers only. Yet the challenged Rule 1.345 purports 
to impose upon persons practicing before the Patent Office — without 
any sanction on the part of Congress — the nature, character and restric- 
tions which the members of the legal profession have voluntarily imposed 
upon themselves. 
The Rules published February 20, 1854 provided: 


"100. Where an agent has filed his power of attorney, duly 
executed, the correspondence will, in ordinary cases, be 
held with him only." (J.A. 91) | 


The Rules published August 1, 1869 provided: 


"127. Any person of intelligence and good moral character 
may appear as the attorney in fact or agent of an applicant 
upon filing a proper power of attorney." (J.A. 91) 





This rule was published eight years after the enactment of the 
Act of March 2, 1861, 12 Stat. 246 which furnished the basis for exclud- 
ing from practice persons found guilty of gross misconduct. 

It cannot be said that Congress at any time acted in ignorance of 
advertising by patent attorneys. Advertising for patent business was 
carried on very actively. As early as 1849 The Scientific American 
published a booklet entitled ''The Patent Laws of the United States To- 
gether with Information for Persons having Business to Transact at the 
Patent Office". | 

This booklet was published for the purpose of soliciting business 
for Munn & Co., who engaged in the business of prosecuting applications 
before the Patent Office and who were, at the same time, the publishers 
of The Scientific American. : 

It is significant that the Act of July 4, 1884, 23 Stat 98, provided 


for the recognition of agents, attorneys or other persons as practitioners 
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before the Department of Interior, which then included the Patent Office, 
and also recognized that those attorneys, agents or others would advertise. 
It did not forbid honest advertising or authorize that it be forbidden but did 
provide for disciplinary action when an agent, attorney or other person 
with fraudulent intent engaged in false, deceitful, misleading or menacing 
advertising. 

The Patent Office immediately interpreted the law as not changing the 
situation regarding representation by non-lawyers or advertising. On 
August 12, 1884 it published a new set of rules. Rule 22 (J.A. 92) dealt 
with the duties of patent attorneys but contained no attempt to restrict the 
right of advertising. ! 

For thirteen years after the Act of July 4, 1884 was passed the 
Patent Office did not even maintain a register of attorneys authorized to 
practice before it. Consequently the Office did not have any way of know- 
ing fully which persons engaged in the business of soliciting patent work 
throughout the country or the means by which the work was solicited. On 
June 18, 1897 the Office published a new set of rules. Rule 17 (J.A. 93) 


provided: 
. . . an applicant may be represented by 


(a) any person who at the date of this rule is in good stand- 
ing as a practitioner before the Patent Office; 


(b) any attorney at law in good standing in any court of record 
in the United States or in any of the States or Territories 
thereof; 


(c) any person of good moral character who shall show to the 
satisfaction of the Commissioner of Patents that he is 
duly qualified to act as attorney in the prosecution of 
cases before the Office." 


Here again there was no reference to advertising although there was 
at that time pending before the Patent Office the disbarment case of John 
Wedderburn who advertised widely in over 3,000 magazines, newspapers 


and periodicals. Wedderburn was not disbarred or even criticized for 
advertising, but was charged and disbarred only for fraud for not perform- 
ing the services which his clients had paid him to perform. (80 Official 
Gazette 159; 12 App. D.C. 485) 
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The edition of the rules dated April 13, 1908 show, in Rule 22(d) 
(J.A. 96) that the Office understood that persons, firms, corporations or 
associations might be recognized as practitioners. This certainly did 
not restrict the field to lawyers. Rule 22(d) is also significant in that it 
specifically cites the Act of July 4, 1884 and clearly shows that the Office 
understood that said act referred only to false and fraudulent advertising. 

Prior to 1938 the Office made no distinction between lawyer and non- 
lawyer practitioners. Since 1938 there have been separate registers of 
agents and attorneys but those non-lawyers who qualified prior to 1938 are 
still carried on the list of attorneys. (Rule Feb. 1, 1939 Rule 17 (a)(b)(c)(i) ) 


From the foregoing and many other references which will appear in 
this brief it is obvious that Congress, throughout the history of the United 
States has manifested the intention that every person might have easy ac- 
cess to the Patent Office, that an inventor did not have to be represented 
by a lawyer but that a layman might also act as his “attorney” and that 
persons practicing before the Patent Office might very properly engage in 





advertising for patent business provided only that they were not guilty of 
false, deceitful, misleading or threatening statements made with fraudu- 
lent intent. It is safe to say that Congress recognized advertising by 
patent attorneys as a proper stimulus to invention and adopted advertising 


by patent attorneys as an important vehicle in achieving the patent policies 


adopted pursuant to the Constitutional mandate. 


Il. THE MEANING AND INTENT OF SECTIONS 6, 31 AND 32 
OF TITLE 35 UNITED STATES CODE 


a) The Act of July 18, 1870 
In the published notice of his intention to promulgate Rule 1.345 


which is herewith challenged, the Commissioner of Patents relied for his 
authority on 35 USC 6 and 31. (22 Fed. Reg. 6898) He did not mention 
35 USC 32. In dismissing appellant's complaint the District Court held 
that the Commissioner had authority to enact the rule under 35 USC 6, 
31 and 32. (J.A. 107) | 

It is therefore important to consider the genesis of these three 
statutes and to determine their applicability to this case. i 
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35 USC 6 provides that the Commissioner of Patents 


| . . may subject to the approval of the Secretary of 
Commerce establish regulations, not inconsistent with law, 
for the conduct of proceedings in the Patent Office.” (Em- 
phasis supplied) 


This statute is derived from the Act of July 18, 1870. (16 Stat. 200) 


From the legislative history of that statute it is clear that the powerconferred < 
was intended to be a very limited power, limited in fact to the manner of pro- ~* 


ceeding before the Patent Office and expressly limited in the sense that the 
rules must not be inconsistent with other law. 

When the Act was before Congress, Representative Jenckes from the 
Committee on Patents told the House of Representatives that: 


"The only new feature in the organization of the office is the 
proposed authority on the part of the Commissioner to make 
rules. This authority was asked by the Commissioner and 
objected to by some of those who do business in the Office. 

The Committee finally agreed that authority to establish such 
rules should be granted to the Commissioner subject to the 
the approval of his official chief, the Secretary of the 
Interior; and to this all parties have agreed." 
(92 Congressional Globe 2681 - 41st Congress - 2nd Session) 


But Representative Jenckes shows that the Commissioner was not even to 
have the power of making regulations concerning examiners in the Patent 
Office, when he said: 


“This power we propose to take away. It is part of the recom- 
mendation of the Committee that these words be stricken out 
from existing law and that the power which the Commissioner 
shall have and ought to have shall be that of regulating the 


manner in which proceedings shall be conducted in his office, 


the rules of Court, so to speak, not the rules of decisions 
but of Government." (92 Congressional Globe 2856, 41st 


Congress - 2nd Session) (Emphasis supplied) 

It is obvious that the rule-making power of the Commissioner was, 
at this time (1870), limited to the manner in which business was conducted 
within the office. That is still the limited scope of 35 USC 6. The Com- 
missioner had no right of any kind whatever to pass on rules respecting 
advertising by patent attorneys. 

This section later became Section 483 of the Revised Statute at a 
time when Section 487 of the Revised Statute provided 
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"For gross misconduct the Commissioner of Patents may refuse 
to recognize any person as a patent agent, either generally 
or in any particular case but the reasons for such refusal 
shall be duly recorded and be subject to the zppeore” of the 
Secretary of the Interior." 


Thus it is obvious that as of this period the Commeayaner could not 
make a rule providing for disbarment except for gross misconduct. The 
words of these statutes must be taken in the sense in which they were 
understood at the time the statutes were enacted, United States v. Stewart, 
311 U.S. 60, 85 L. ed. 40, and the statutes must be construed as they 
were intended to be understood when they were passed, Platt v. Union 
Pacific Railroad, 99 U.S. 48, 25 L. ed 424. Advertising was not then 
considered to be gross misconduct and, therefore, unless there has been 
some change in the law authorizing disbarment for advertising, the rule- 
making power of the Commissioner does not include the right to disbar for 
advertising. See Kent v. Dulles, 357 U.S. 116, 2L. ed. (2) 1204, 78S. 
Ct. 1113 (1958). | 


| 
b) The Act of July 4, 1884 | 


In the 1870's a scandal developed among claims agents practicing 


before the Interior Department. It appeared that many persons who had 
property taken for Government use during the Civil War filed claims for 
compensation through persons practicing as claims. agents before the 
Interior Department. This brought into focus the question whether the 
Secretary of War and the Secretary of Interior had the power to suspend 
claims agents. This question was submitted to Attoney General Hoar who 
submitted an opinion to the Secretary of War under date of October 4, 1869. 
This opinion, which is reported in 13 Op. Atty. Gen. 150, shows that the 
charge on which the contemplated action was based was that of 


“nracticing fraud upon the United States and individuals and 
with violating the rules of common honesty in the prosecu- 
tion of bounty and pension claims of colored soldiers or 
their legal representatives." | 


The Attorney General held that the Secretary of War was not vested with 
any authority over the professional conduct of claim agents for the correc- 
tion of mere private grievances corresponding with that possessed by 
courts of law over attorneys practicing therein. He pointed out that a 
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limited power of disbarment had been granted to the Commissioner of 
Patents by the 8th Section of the Act of March 2, 1861 (12 Stat. 247) which 
provided that for "gross misconduct" he may “refuse to recognize any 
person as a patent agent, either generally or in any particular case" 
subject to the approval of the President. The Attorney General said: 


"But from the nature of the business transacted before the 
Commissioner, the misconduct of patent agents cannot 
prejudice the pecuniary interests of the Government, but 
only the rights and interests of individuals; so that the 
provision just cited could have been passed for no other 
purpose than to enable that officer to refuse the recogni- 
tion of such agents where the subject of complaint is in the 
nature of a private wrong, and where he might not be 
justified in doing so simply as a measure looking to the 
protection of the public interests against loss. For the 
latter purpose, certainly no statutory authority was needed." 


By 1880 a situation had arisen under which claims agents were al- 


legedly violating the statutes of the United States respecting the amounts 

of fees which could be charged to pensioners and other claimants. Some 
of the attorneys were guilty of exerting a great deal of pressure on their 
clients for the purpose of requiring the clients to pay them their fees. 
Furthermore, cases were being uncovered in which it appeared that the 
attorneys were buying land warrants from their clients at fractions of 
their real value and, in violation of their duty of fidelity to their clients, 
were selling the warrants at their face values and pocketing the difference. 

On May 13, 1880 the President informally asked Attorney General 
Charles Devens for an opinion on the question whether the Secretary of 
the Interior could disbar claims agents. The Attorney General rendered 
an opinion which is found in 16 Op. Atty. Gen. 488 in which he followed 
the earlier opinion by Attorney General Hoar. 

As part of its legislative procedure with reference to pensions, the 
48th Congress requested the Secretary of the Interior to submit data con- 
cerning the alleged improper practices before his Department. The 
Secretary of the Interior submitted, under a covering letter, extensive 
material including detailed case histories, which material was. printed 
as Ex. Doc. 172, 48th Congress, First Session and is available as Serial 
2208 entitled “irregular Practices of Certain Attorneys." A study of this 
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material and of the legislative history of the Act of July 4, 1884 will 
clearly show that the said Act had to do with the control of fees and the 
prevention of fraudulent and deceitful practices by attorneys. Certain 
fees were limited to $25.00 or to $10.00 

The legislative history as disclosed in Ex. Doc. 172 supra will 
show that advertising by letters, circulars and other media had been 
engaged in by claims agents, that some of this advertising had been fraud- 
ulent, deceitful and coercive. The purpose of the statute re to eliminate 
' these evils. 

The Act of July 4, 1884 did not otherwise affect and did not purport 
to affect advertising by patent or claims attorneys. : 

It is important, for an understanding of this law so far as it con- 
cerned patent attorneys and agents, to perceive the situation as it existed 


in 1884, Any person of intelligence and good moral character could ap- 


pear as the agent or attorney in fact of an applicant upon filing a proper 
power of attorney. (Rules August 12, 1884, Rule 17 J.A, 92) Advertis- 
ing was freely engaged in. Advertising was not considered gross mis- 
conduct. The Act of 1884 did not make advertising gross misconduct but 
on the contrary impliedly sanctioned honest advertising. Thus the Act 
was understood and so it was applied. No effort was made to discourage 
or discountenance honest advertising. | 

Here again we must apply the rule that the words of the statute 
must be taken in the sense in which they were understood at the time 
the statute was enacted, United States v. Stewart, supra, and that the 
statute must be construed as it was intended to be construed when it was 
passed, Platt v. Union Pacific Railroad, supra. | 

It is fundamental law that new meaning may not be given to the 
words of an old statute in consequence of changed conditions; and that the 
true intent of the legislature must be sought in the circumstances which 
existed at the time of the enactment and the evil which was sought to be 
eliminated. Scharfeld v. Richardson, 76 U.S. App. D.C. 378, 133 F. 
(2) 340, 145 ALR 980, District of Columbia v. Murphy, 314 U.S. 441, 
86 L. ed. 329, Inland Waterways v. Young, 309 U.S. 517, 84 L. ed. 901. 
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The purpose of the Act of July 4, 1884 was to prevent and punish fraud. 
It did not prohibit but, on the other hand, sanctioned advertising. 

The meaning and effect of the Act of July 4, 1884 first came under 
public scrutiny in the famous Wedderburn disbarment case which origi- 
nated in the Patent Office around 1896. The background of this case shows 
that the Patent Office had interpreted the law as permitting advertising 
but as forbidding fraudulent advertising. Wedderburn had advertised in 
some 3,000 newspapers and periodicals. He was charged not with ad- 
vertising but with fraudulently failing to carry out the obligations which 
came to him as a result of his advertising. 

In his disbarment decision in the Wedderburn case which is reported 
at 80 Official Gazette 159 and may also be found in the Bar Association 
Library in Volume 60 Records and Briefs in the Court of Appeals at page 
64, Commissioner of Patents Butterworth specifically found that there 
was nothing improper about truthful advertising by patent attorneys. He 


said: "It is not questioned that they (patent solicitors) may 
laud themselves without stint and within limits publish what 


they please, but if taken singly or as a whole their advertise- 
ments, circulars and correspondence show a studied plan to 
secure clients by methods that are deceptive and dishonor- 
able and to deceive them as to their rights and as to the 
probabilities of obtaining a patent; to mislead them as to 
the value of a supposed invention; to induce them to believe 
that they have discovered or invented something when it 
should be obvious to the attorney that they have discovered 
or invented nothing of value; in other words when the whole 
plan and purpose, judged in the light and results of all their 
methods and conduct, leave no doubt that they are conduct- 
ing a scheme to get money by irregular and reprehensible 


means, then they have passed the limit which marks the 
boundary of a proper use of otherwise justifiable and even 


commendable agencies and are guilty of gross misconduct.“ 
(Emphasis supplied) 


He continued: 


“Soliciting patents and conducting cases for inventors 
and owners of patents is an honorable employment, and one 
that requires legal training and integrity; and it is well 
known that while flaming advertisements and the distribution 
of self-laudatory circulars are exceptional among capable 


and honorable lawyers, yet those methods can not be said to 
be immoral or reprehensible if properly utilized.” (Em- 
phasis supplied ) 
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It is apparent, therefore, that the early administrative interpreta- 
tions of the law by rule, practice and decision were that advertising was 
permitted, This interpretation persisted for nearly seventy-five years. 
The contemporaneous construction given to a statute is entitled to great 


weight, respect and persuasive influence. United States ex rel. Louisi- 
————_S * amar 


ana v. Jack, 244 US 397, 61 L. ed 1222. Swendig v. = gton Power 
Co., 265 US 322, 68 L. ed 1036. Inland Waterways v. Young, supra. 
The Act of July 4, 1884 was also considered by the Bo of Ap- 
peals of the District of Columbia in Wedderburn v. Bliss, 12 App D.C. 
485, 494 (1898). Justice Morris, speaking for the Court said of it: 


"It seems to be conceded that this provision of law, although 
contained, as stated, in an act mainly relating to pensions, 
constituting in itself an independent section of the act, is suf- 
ficiently general to apply to all the bureaus of the Department 
of the Interior and not alone to practitioners before the Pen- 
sion Bureau. And it seems to be conceded that it does not 
repeal the section 487 of the Revised Statutes which has been 
quoted, but that it is to be taken in connection with it as being 
in pari materia and that both acts are to be construed together. 
In pursuance apparently of the power vested in him by this 
Act of July 4, 1884, the Secretary of the Interior among other 
rules promulgated the following (rule) under which it is under- 
stood the investigation of the charges against the. relator was 
conducted". 


This statement of Justice Morris alone should be enpugh to deny 
the Commissioner's authority to make the rule because, since the two 
acts must be read together, Sections 6, 31 and 32 of 35 USC which com- 
prise those two acts must be read together; and it would be ridiculous to 
hold that the Commissioner may forbid under Section 6 and disbar under 
Section 32 for something which is permitted under Section 32, especially 
in view of the fact that rules promulgated under Section 6 may not be in- 
consistent with Section 32. ! 

c) The Act of April 27, 1916 


One of the most direct actions on the part of Congress in indicat- 


ing its approval of the continuation of the system which permits adver- 
tising by patent attorneys was taken in connection with the passage of 
the Act of April 27, 1916, c. 89, par 1, 39 Stat 54, 5 USC 101, which on 
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its face does not pertain particularly to patents but reads as follows: 


‘Tt shall be unlawful for any person, firm or corporation 
practicing before any department or office of the Govern- 
ment to use the name of any Member of either House of 
Congress or of any office of the Government in advertising 
the said business." 


The history of this Act, however, shows that it was designed as an 
act to prohibit the use of the names of members of Congress in the ad- 
vertising employed by attorneys practicing before the Patent Office. 

The practice had grown up for attorneys to obtain laudatory letters of 
endorsement from Congressmen and to use those letters in their adver- 
tisements. Bills were introduced in Congress for the purpose of making 
this practice unlawful. For several years these bills made no progress. 
In the First Session of the Sixty-Fourth Congress, however, S. 683 was 
reported favorably by Senator Poindexter of the Committee on Patents 
and was passed by the Senate. (Congressional Record Feb. 9, 1916, 

p. 2326). This bill applied only to the advertising by practitioners before 
the Patent Office. When the bill came before the House of Representa- 
tives it was broadened to apply to practitioners before all offices and 
departments of the Government and the Senate accepted the amendment 
made in the House. 

In passing this legislation Congress directly recognized the right 
of patent attorneys to advertise and approved the continuation of the prac- 
tice. It also indicated very clearly that the Commissioner of Patents did 
not have the power to prohibit advertising by patent attorneys and that 
the Congress did not mean to give him that power. 

Congressman Morrison was in charge of the bill on behalf of the 
Committee on Patents when it reached the House floor. The following 
debate is recorded at pages 6313 et seq. of the Congressional Record for 
the First Session of the 64th Congress: 


"Mr. Moore of Pennsylvania: Would not the Commissioner of 
Patents have it within his own power to regulate these 
matters ? 


Mr. Morrison: Not under existing laws. 
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Mr. Moore of Pennsylvania: Is there not some method by 
which he could discourage this apparently unprofes- 
sional practice without asking Congress to pass a law 
that might deal harshly with others? 


- Morrison: I do not think he could do it fairly . 
But if you can pass this Act, making the practice itself 
unlawful, and then the regulations can be made in gen- 
eral terms so as to make this effective you get to the 
end of the practice without pointing out any particular 
person who is regarded as having been an offender. 


Mr. Moore of Pennsylvania: The presumption is that it is 
unprofessional for lawyers to advertise ? 


Mr. Morrison: Yes, but not patent lawyers. | 


Mr. Moore: In what way is it regulated? | 
Mr: Morrison: It is not regulated. | 


Mr. Oglesby: I say to the gentleman that a good many men 
appear before the patent office who are not admitted 
attorneys. The commissioner stated at the hearing that 
he has considered the question as to whether or not any 
one except a regularly admitted attorney at law should 
be excluded from practicing before the Patent Office but 
for certain reasons thought perhaps he ought not to 
establish such a rule. : 


* * * *£ *€ *€ KK K & * &K * *x 


Mr. Moore: It is to be implied that there are regulations 
in the Patent Office fixing the qualifications of patent 
attorneys, and it seems to me that it would be in the 
power of the Commissioner of Patents to adjust this 
matter himself. : 


Mr. Morrison: The rules and regulations can make it a 
cause for disbarment for the attorney to do anything that 
is unlawful; but it is now entirely lawful, and the object 
of this bill is to make it unlawful so that the Commis- 
sioner of Patents through his regulations may stop the 
practice. 


Mr. Moore of Pennsylvania: The Commissioner of Patents 
issues certain regulations with respect to practice by 
attorneys, does he not? That is to say, there are cer- 
tain regulations that the office lives up to with respect 


to Agents who practice as attorneys in patent c 3e8. 


Mr. Morrison: That is true; but they cannot make that unlaw- 
ful which Congress has permitted to be considered lawful. 
| 


*¥ * * * *€ K€ * KK *K KK KK KX * * 
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Mr. Moore of Pennsylvania: Let us look at it in this way. 
Suppose a member of the bar practicing in this vicinity 


should advertise that he was a specialist in divorce 
cases; Would not there be some way of checking up so 
that the practice could be regarded as unprofessional ? 
Is there no board of censors or anything of that kind? 


. Morrison: I cannot answer that question as to the Dis- 
trict of Columbia; but I am quite sure that in Indiana, 
while lawyers do not advertise, they have a legal right 
to do it, and they could advertise as indicated and still 
be within their legal rights. 


. Moore of Pennsylvania: And suffer such contempt as 
members of the bar would have for those fellows who 
committed that practice ? 


Mr. Morrison: Yes sir." 

From the foregoing it is apparent that as of April 27, 1916, Con- 
gress understood that advertising by patent attorneys was lawful and that 
the Commissioner of Patents had no power to make it unlawful or to 
promulgate rules and regulations prohibiting the practice of advertising 
by patent attorneys. 

Except for changes made necessary by the changing of the name 
of the United States District Court for the District of Columbia, Section 
487 of the Revised Statutes achieved its present substantial form by the 
enactment of the Act of February 18, 1922. Certain language changes 
were made in 1952 but the substance was not affected. (35 USC 6) 

d) The Act of February 18, 1922 

On May 12, 1921 Commissioner of Patents Robertson testified be- 
fore the House Patent Committee on H.R. 210, 67th Congress which be- 
came the Act of February 18, 1922. From his testimony it is very clear 
that he understood that patent attorneys might lawfully advertise and 
that he was not recommending any change in that respect. It does appear, 
however, that notwithstanding the opinion of the Court of Appeals in Wed- 


derburn case, supra, the Patent Office had some misgivings as to whether 
the Act of July 4, 1884 applied at all to patent attorneys. Section 3 of 
H.R. 210 was drafted for the purpose of making certain that the Commis- 
sioner of Patents might have the power to require the advertising patent 
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attorneys to submit their advertising material to him for approval before 
it was published. In this connection Commissioner eee testified 
as follows: 


"Mr. Lanham: What part of this section 3 is new matter’ ? 
What part is amended ? 


Mr. Robertson: So far as concerns patents, it is all. new mat- 
ter. So far as concerns pensions, not one word is new. I 
will be glad to submit to the chairman the act of July 4, 
1884, which is identical with section 3, except it refers 
to pension claims instead of patents, and to the Secretary 
of the Interior instead of to the Commissioner of Patents. 
Hence this same provision, word for word, has been in 
force for 25 years, applying to every attorney practicing 
before the Pension Office, but the patent attorneys have 
been given free scope. One of my predecessors) under 
the administration just passed promulgated a rule, which 
he could do only with the approval of the Secretary of the 
Interior, Mr. Lane. Under this new rule the advertising 
attorneys were compelled to submit their advertising to 
him for approval before they sent it out. That same rule 
has been in force in the Pension Office for 25 years, but 
the advertising attorneys are very much opposed to such 
supervision or such censorship, as they call it, in the 
Patent Office." 

(Hearings H.R. 210, 67th Congress, 
May 12, 1921, p. 15) | 


The reason and purpose of the Act of February 18, ip22 are then 
made crystal clear by the following colloquy: 


"Mr. Davis: To get the matter clear before the new pemibers 
as I understand, it is not the desire of your office to 
prevent legitimate advertising by attorneys, but yon do 
want to prevent deception and fraud. 


- Robertson: The Patent Office has looked upon advertis- 
ing upon the part of the young Washington attorney as 
almost a necessity, because his prospect for clients is 
the whole territory of the United States, and he has to 
advertise his business, and therefore the Patent Office 
will not be and has not been against any advertising that 
is fair and honest. It simply wants to compel the prac- 
titioners to observe common honesty and not to deceive 
your constituents and induce them to file applications 
and pay them fees when they cannot render proper serv- 
ice in return. | 


Mr. Peterson: It is going to be hard to change. 
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Mr. Brown: You think the ordinary solicitation is regarded 
as legitimate ? 

Mr. Robertson: It is certainly legitimate, although it is re- 
garded by some as unethical. The position of the Patent 
Office has been unduly misrepresented. For instance, 
in the April number of Popular Mechanics there was a 
two-page article tearing my predecessor to shreds on 
account of his alleged position on advertising, and yet in 
the same magazine there were five pages of advertise- 
ments of patent attorneys, showing that the advertise- 
ments were permitted. We do not want to stop honest 
advertising." 

(Hearings H.R. 210, 67th Congress, 
May 12, 1921, p. 17) 


From this it may fairly be inferred that Congress being apprised 
of the administrative interpretation of the law respecting advertising 
deliberately intended to continue the right to advertise. Congress is 
presumed to have legislated with knowledge of an established usage of 
an executive department. National Lead Co. v. United States, 252 US 
140, 64 L. ed 498, Acquiescence by Congress in an administrative prac- 
tice may be inferred from the silence of Congress during a period of 


years. Norwegian Nitrogen Products Co. v. United States, 288 US 294, 
313, 77 L. ed 796, 806. From the foregoing it is clear that the matter 


was definitely brought to the attention of Congress in 1916 and in 1922 
and that the Congress deliberately continued advertising in effect. 
e) The Act of May 9, 1938 
But that is not the end of the story. Since 1922 there have been 
other hearings before committees of Congress in which advertising by 


patent attorneys has been discussed. For example, protracted hearings 
were held over a number of years with respect to proposed legislation 
which would make it unlawful for unregistered or disbarred persons to 
hold themselves: out as authorized or entitled to represent other persons 
before the Patent Office. From the transcripts of those hearings it is 
clear that Congress intended to continue to allow patent attorneys to ad- 
vertise. 

On May 26, 1937, Conway P. Coe, Commissioner of Patents, wrote 
Senator McAdoo, of the Committee on Patents, a letter which stated, in 
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the following language, the purpose of the bill which ultimately became 
the Act of May 9, 1938, c. 188, 52 Stat. 342, 35 U.S.C. 11 a and in the 
codification of 1952 became 35 USC 33: 


"The purpose of the bill is to prevent unauthorized practice 
before the Patent Office. At present, numerous persons who 
have either been disbarred from practicing before the Patent 
Office or who have never been enrolled to practice therebe- 
fore advertise themselves as patent attorneys, solicit patent 
business and otherwise engage in unauthorized practice before 
the Patent Office. At present there is no law to control this 
fraud and deception."" (Emphasis supplied) | 


This letter was made the basis of Senate Report No. 462, 75th Con- 
gress, First Session and of the legislation which was enacted. 





The passage of the Act of May 9, 1938 shows that Congress and the 
Commissioner understood that it was lawful for patent attorneys to adver- 
tise, subject to the limited censorship authorized by the Act of February 
18, 1922, and that Congress and the Commissioner deemed it important 
to protect the public against fraudulent and deceitful advertising by un- 


registered or disbarred persons who were pretending to be patent attor- 


neys. 


f) The Decision of Conway P. Coe 


There was no uncertainty in the mind of Commissioner Conway P. 





Coe respecting his lack of power to forbid advertising by patent attor- 
heys. The American Bar Association had urged the promulgation of a 
rule to that effect for several years. Commissioner Coe's position is 


reflected in the Report of the Committee on Ethics and Grievances, 


American Bar Association, to the Section on Patent, Trade-Mark and 
Copyright Law in 1939, which shows that Commissioner Coe advised the 


Bar Association's subcommittee that he did not have the legislative 
authority to prevent advertising. 
This report shows that, following the 1938 meeting of the Bar 
Association, consideration was given to ways and means by which adver- 





tising by patent attorneys could be prohibited and it states: 


"That subsequently a conference was held at Chicago. on Feb- 
ruary 19, 1939 at which it was agreed that the most desirable 
action would be the Commissioner's promulgation of a rule 


\ 
| 
| 
\ 
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prohibiting the practice but that, irrespective of how favor- 
ably disposed he might be, he would not take such action un- 
less the present statute be clarified by amendment, as it is 
his view that under it he does not have the authority to do so. 
He has been advised that the following portion of section 11 
of the present act: 


‘or who shall with intent to defraud in any manner, 
deceive, mislead or threaten any applicant or pro- 
spective applicant or other person having immediate 
or prospective business before the office by word, 
circular, letter or by advertising" 


are words which limit the broad disciplinary authority which 
the statute apparently intends to vest in him." 


g) The Act of July 19, 1952 

Sections 6, 31 and 32 of Title 35 US Code reached their present 
forms in the Act of July 19, 1952 which revised and recodified the patent 
laws. 

In 1950 there was a preliminary draft of the proposed revision 
printed for the use of the Committee on the Judiciary of the House of 
Representatives. Section 19 of the proposed draft dealt with the topic 
“Agents and attorneys, suspension or exclusion from practice". The 
Section was based on the Act of July 4, 1884 (or as the draft put it, Sec 
487 Revised Statutes of 1874 amended Feb. 18, 1922, Sec. 3 ch. 58, 42 
Stat 390 (35 USC11)) but it very pointedly omitted the reference to ad- 


vertising. There was an explanatory note which read 


"The present statute is divided into two sections and in 
the second section the phrase 'by word, circular, letter or 
by advertising’ is omitted as unnecessary and as subject to 
misinterpretation". 


Thereafter on April 18, 1951 Mr. Bryson introduced HR 3760 based 
on the preliminary draft and entitled "A Bill to revise and codify the 
laws relating to patents and the Patent Office and to enact into law Title 
35 of the United States Code entitled *Patents'." In this bill Section 32 
dealt. with "Suspension or exclusion from practice" and in this bill the 
phrase "by word, circular, letter or by advertising" was conspicuously 
missing. 

The plaintiff and other interested registered patent attorneys be- 
came apprehensive that if the said phrase were omitted from the law the 
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Commissioner of Patents might be prevailed upon by the American Bar 


Association to pass a rule forbidding advertising on the ground that 
Congress, having stricken the phrase, had withdrawn its sanction of the 
use of advertising. : 

Counsel appeared on behalf of Merlin M. Evans, the appellant, and 
others for the purpose of making certain that the recodification did not 
limit, restrict or destroy their right to advertise. The following col- 
loquy took place between him and Congressman Bryson, the chairman 


of the subcommittee: | 


"Mr. Bryson: We will try to grant that. So we may under- 
stand your position concretely, it revolves around the 
custom of advertising ? | 


Mr. Kane: That is correct. 
Mr. Bryson: You wish to retain the status quo in pending bill? 
Mr. Kane: That is correct. 


r. Bryson: You wish to continue the practice that lawyers 
follow now ? 


Mr. Kane: Yes, subject to approval of the advertising by the 
~~ Commissioner of Patents, which is the practice. 


Mr. Bryson: You will try to get together with our staff in 
the hope of working out your differences and respective 
views at an early date?" 

(Hearings, p. 77) 


Mr. Kane also submitted a letter, outlining the problem to Charles 
J. Zinn, Law Revision Counsel to the Committee. (Hearings p. 182, 183) 
The text of said letter is as follows: 


"In our brief conversation of yesterday, I gave youa 
reference to volume 61, page 941, of the Reports of the Ameri- 
can Bar Association (1936), which showed that Mr. Howson, of 
Philadelphia, recommended the amendment of title 35, section 
11, of the United States Code (R.S.487), by striking out from 
the second sentence thereof the words "by word, circular, 
letter, or advertising."" An examination of that reference 
will further show that Mr. Howson explained that the presence 
of those words in the statute had been construed "by some" as 
recognizing by inference that some advertising by patent at- 
torneys is proper, and that, as the statute then and now stands, 
there is a question as to whether or not the Commissioner has 
the power to prohibit registered patent attorneys from adver- 
tising, except when done with misleading intent. 
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"From the report of the committee on ethics and griev- 
ances of the American Bar Association to the section of patent, 
trade-mark, and copyright law (1939), it is very clear that 
Conway P. Coe, when he was Commissioner of Patents, inter- 
preted the law as preventing him from prohibiting advertising. 
The following is a quotation from that report: 


"'That subsequently a conference was held at Chicago on 
February 19, 1939, at which it was agreed that the most desir- 
able action would be the Commissioner's promulgation of a 
rule prohibiting the practice but that, irrespective of how 
favorably disposed he might be, he would not take such action 
unless the present statute be clarified by amendment, as it is 
his view that under it he does not have the authority to do so. 
He has been advised that the following portion of section 11 of 
the present act: “or who shall with intent to defraud in any 
manner, deceive, mislead, or threaten any applicant or pro- 
spective applicant or other person having immediate or pro- 
spective business before the Office by word, circular, letter, 
or by advertising" are words which limit the broad discipli- 
nary authority which the statute apparently intends to vest in 
him.’ 


-"Reference is:also made to volume 65, Reports of the 
American Bar Association (1940), pages 470 et seq. On page 


471 it appears that the section of patent, trade-mark, and copy- 
right law reported to the American Bar Association in 1940: 


"'The Commissioner of Patents alone has power to dis- 
cipline registrants who are not lawyers, and it is asserted 
that the power given him by statute (R.S. 487, 35 U.S.C, 11) 
is insufficient to enable him to forbid all advertising, because 
the present statute, by mentioning advertising, impliedly 
authorizes it.' 


"The section thereupon recommended to the bar associa- 
tion--for the purpose of accomplishing the result of enlarging 
the Commissioner's power in order to make it possible for 
him to forbid advertising--the enactment of a statute which 
would omit from the law the words 'or who shall, with the in- 
tent to defraud in any manner, deceive, mislead, or threaten 
any applicant or prospective applicant or other person having 
immediate or prospective business before the Office by word, 
circular, letter, or by advertising.' 


"I have deemed it advisable to give you these further 
references because you apparently had not been advised that 
the patent law section of the American Bar Association has for 
more than 15 years been attempting to have the word "adver- 
tising"’ deleted from the statute. By writing this letter I do 
not intend to foreclose my right to file the written statement 
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which we discussed yesterday. This letter is intended merely 
as something which you may use in your discussion of the 
matter in the executive session next week. i 


"Thanking you for your courtesies in this matter, Iam 
Very truly yours, Al. Philip Kane" 


As a result of these hearings the Congress decided to maintain 
the status quo of advertising as requested by Mr. Kane. Senate Report 
1979 dated June 27, 1952 contains the following language: | 


"The next group, sections 31, 32 and 33, relate to prac- 
tice from the Patent Office. In them the language of the prior 
statutes has been rearranged and divided into several sections. 


There has been no change of substance in these sections . . . 

(Emphasis supplied; U. S. Code Congressional and Administra- 

tive News 82nd Congress, 2nd Session Vol. 2 p. 2398) 

Congress substituted HR 7794 (82nd Congress 2nd Session) and put 
back into the statute the phrase "by word, circular, letter or by adver- 
tising” thus evidencing in the clearest possible way its intention to con- 
tinue the congressional sanction of advertising by patent attorneys. It is 





obvious from this history of legislative action that Congress did not in- 
tend to give the Commissioner the power to forbid all advertising. 

It is noteworthy that in his published notice of the proposed rule 
change Commissioner Watson made no mention of 35 USC 32. But that 
section, although reenacted in 1952, is merely one part of the Act of 
July 4, 1884. Most importantly, however, it is that part of the law which 
for almost three quarters of a century has sanctioned the very practice 





which the Commissioner, contrary to the law and its time-honored inter- 


pretation, would now forbid. 


IV. THE RULE PROMULGATED FOR PRACTICE IN TRADE- 
MARK CASES IS NOT CONTROLLING AND IS Sle es 
INEFFECTIVE AND VOID 


In the District Court the Commissioner attempted to justify the 
making of Rule 1.345 by showing that he had heretofore promulgated 
Rule 2.14 of the Rules of Practice in Trade-Mark cases which purports 
to prohibit advertising upon penalty of exclusion or disbarment from 
practice. (J.A. 47) | 
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No legal justification or basis for the promulgation of this rule has 
been found and it is believed that none exists. Accordingly the rule is 
void. The published trade-mark rules refer to 35 USC 31, 32 for the ap- 
plication and interpretation of Rules 2.11 to 2.19. But, from what has 
been said before in this brief, it is clear that Sections 31 and 32 of Title 
35 United States Code cannot conceivably be used as a predicate for the 
prohibition of advertising since those two sections together make up the 
Act of July 4, 1884 which expressly contemplated the continuation of ad- 
vertising by patent attorneys and has been so interpreted by Congress 
and administratively applied for seventy-five years. 

The reliance upon the trademark rule represents a feeble effort to 
lift one by his own bootstraps. In effect the Commissioner says: "I ex- 
ceeded my legislative authority by promulgating the trademark rule for- 
bidding advertising and my authority has not yet been questioned. There- 
fore I must have the authority." 

This reasoning is patently fallacious. The right of trademark at- 
torneys to advertise has not been questioned to date (J.A. 48) because 
trademark practice represents a very small portion of the practice of 
advertising patent attorneys and those attorneys have not been willing to 
place their principal livelihoods in jeopardy by disobeying the rule and 
taking their chances on disbarment. 


There is no suggestion that the change in the trademark rule was 
called to the attention of Congress or that Congress has implicitly ap- 
proved the trademark rule. 


The trademark rule is clearly invalid. The power of an adminis- 
trative officer or board to administer a Federal statute and to prescribe 
rules and regulations to that end is not the power to make law but the 
power to adopt regulations to carry into effect the will of Congress as 
expressed by the statute. A regulation which operates to create a rule 
which goes beyond the purpose of the statute is a mere nullity. 

Lynch v. Tilden Produce Co., 265 US 315, 68 L. ed. 1034, 1036. 

Miller v. United States, 294 US 435, 439, 79 L. ed 977, 980, 981. 

Koshland v. Helvering, 298 US 441, 80 L. ed 1268. 
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Kent v. Dulles, 357 US 116, 2 L. ed (2) 1204, 78 S Ct/113 (1958). 

Trademark rule 2.14 represents an about-face on the part of the 
Patent Office. It goes against seventy-five years of administrative in- 
terpretation and against the meaning given to statutes by many Con- 





gresses. The rule merits the same kind of criticism which the Supreme 
Court gave to a similar Treasury Department action. In United States v. 
Leslie Salt, 350 US 383, 100 L. ed 441, 76 S Ct 416 (1956) the Court said: 


. . . In Norwegian Nitrogen Prod. Co. v. United States, 288 US 
294, 315, 77 L. ed 796, 807, 53 S Ct 350, Mr. Justice Cardozo 
said: ‘Administrative practice, consistent and generally un- 
challenged, will not be overturned except for very cogent rea- 
sons if the scope of the command is indefinite and doubtful. 
United States v. Moore, 95 US 760, 763; Logan v. Davis, 233 
US 613, 627; Brewster v. Gage, 280 US 327, 336; Fawcus 
Machine Co. v. United States, 282 US 375; Interstate| Com Commerce 
Comm. v. N.Y., N.H. & H.R. Co., 287 US 178. The practice has 
peculiar weight when it involves a contemporaneous construc- 
tion of a statute by the men charged with the responsibility of 
setting its machinery in motion, of making the parts work 
efficiently and smoothly while they are yet untried and new." 





"Against the Treasury's prior long-standing and consistent 
administrative interpretation its more recent ad hoc contention 
as to how the statute should be construed cannot stand. More- 
over, that original interpretation has had both express and im- 
plied congressional acquiescence, through the 1918 amendment 
to the statute, (supra, p. 448) which has ever since continued 
in effect, and through Congress having let the administrative 
interpretation remain undisturbed for so many years." See 
Corn Products Refining Co. v. Commissioner, 350 US 46, 53, 


100 L. ed 29, 35, 76 S Ct 20; Norwegian Nitro; Nitrogen Prod. Co. Vv. 
United States, supra (228 US at p. 313). 





V. THE PROPOSED RULE DOES NOT FIND ANY SUBSTANTIAL 
SUPPORT IN THE RULES OF OTHER AGENCIES 


In the District Court the Commissioner of Patents also attempted 
to justify his promulgation of Rule 1.345 on the basis of the fact that 
other agencies, some of which operated under statutes substantially 
similar to the Act of July 4, 1884 had established rules prohibiting 
practitioners before them to advertise or solicit business. 








The fallacy of the Commissioner's reasoning is apparent. None of 
the departments or agencies has the same combination of legislative 
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history, continued administrative application and congressional acquies- 
cence which characterizes the rule permitting advertising by patent at- 
torneys. That rule is sui generis. In order to understand and give 
proper application to the Patent Office advertising problem it is neces- 
sary to give consideration at least to the following: 

Act of March 2, 1861, 12 Stat. 246 

Act of July 8, 1870, 16 Stat. 200 

Act of July 4, 1884, 23 Stat. 98 

In Re Wedderburn, 80 Official Gazette 159 (1898) 

Wedderburn v. Bliss, 12 App. DC 485 (1898) 

Act of April 27, 1916, 5 USC 101 

Hearings, H.R. 5527, Seventieth Congress, 1st Session (1928) 

Hearings, S. 683, Congressional Record Feb. 9, 1916 p. 2326 

Act of February 18, 1922, 42 Stat. 390 

Hearings, H.R. 210, Sixty-Seventh Congress (1921) 

Senate Report #462, Seventy-Fifth Congress, 1st Session (1937) 

Act of June 25, 1936, 49 Stat. 1921 

Act of May 9, 1938, 52 Stat. 342 


Reply of Conway P. Coe, Commissioner of Patents to American 
Bar Assn. (1939) : 


Proposed Revision and Amendment of Patent Laws (1950) 
H.R. 7794 Introduced May 12, 1952 


Hearings, H.R. 3760, Eighty-Second Congress, 1st Session 
(1951) pages 37, 77, 182 


Senate Report 1923 (H.R. 7794) Eighty-Second Congress, 
2nd Session 


35 USC 6, 66 Stat. 793 (and reviser's note) 

35 USC 31, 66 Stat. 795 (and reviser's note) 

35 USC 32, 66 Stat. 795 (and reviser's note) 

Particularly it must be remembered that thirty-five or more years 
after the enactment of the Act of July 4, 1884 there was enough of a ques- 
tion whether this statute applied to the Patent Office to require Commis- 
sioner Robertson to go to Congress with a request for a law making it 
particularly applicable to the Patent Office and that Congress enacted the 





35 


measure upon the Commissioner's direct and unequivocal representa- 
tion that | 


"The Patent Office will not be and has not been against 
any advertising that is fair and honest". (Hearings, | H.R. 210, 
67th Congress, May 12, 1921 p. 15) 


It is thus apparent that, whatever may be the individual histories 
of the statutes under which the rules relied upon by the Commissioner 
were promulgated (as to whose validity we make no comment, argument 
or decision at this time) the rules made by the Commissioner of Patents 
are dependent for their validity on a law, specially applicable to the 
Patent Office, enacted by Congress at the behest of the Commissioner of 
Patents upon his direct representation that the statute would allow honest 
advertising. 

Nor do any of the other statutes have the history of being revised 
and recodified as recently as 1952 under circumstances which ineluc- 
tably establish the intention of Congress to continue to permit advertis- 
ing. The Commissioner's rules must be consistent with law (35 USC 6). 
Rule 1.345 is flatly inconsistent with 35 USC 32 as congressionally inter- 
preted and administratively applied for 75 years. (See e. g- Rules, Feb. 1, 
1939 edition Rule 17 (i), J.A. 100) 


VI. THE CONGRESSIONAL AND ADMINISTRATIVE INTERPRETA- 
TION AND APPLICATION OF THE STATUTE OVER A 
PERIOD OF SEVENTY-FIVE YEARS SHOULD: BE CONTROLLING 


In establishing Rule 1.345 the Commissioner of Patents ignored 
three-quarters of a century of congressional and administrative inter- 
pretation of the statute. In the memorandum which he sent to the Secre- 
tary of Commerce dated January 24, 1958 recommending the adoption of 
the Rule he did not cite any authority for his rule. He merely stated: 





"As to the question of authority, Iam convinced) that 
there is ample authority in the patent laws for promulga- 
tion of a rule of this kind". (J.A. 61) : 


It is obvious that this memorandum did not give the Secretary of 
Commerce enough information to enable him to make an intelligent en- 
dorsement of the rule. It is submitted that, if authority had existed, 
the Commissioner would have cited it. 
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The Commissioner of Patents deliberately turned his attention 
away from the interpretations which the Congress had placed upon the 
law and the interpretations which had been made by the Patent Office 
itself. 

It is axiomatic that the construction given to a statute immediately 
after its enactment and long acquiesced in will not be disturbed by the 
courts without very cogent reasons United States Bank v. North Caro- 
lina, 6 Pet. 29, 8 L. ed 308. A uniform course of professional opinion 
and practice which has long prevailed is of considerable authority in 
the interpretation of an ancient statute Gardiner v. Collins, 2 Pet. 58, 

7 L. ed 347. It has also been held that the practical construction given 
to a law for nearly fifty years is strong evidence of its correctness. 
Wright v. Central of Georgia R.R., 236 US 674, 59 L. ed 781, United 
States v. Midwest Oil Co., 236 US 459, 59 L. ed 673. 

The contemporaneous construction of an ambiguous statute is en- 
titled to great weight, Houghton v. Payne, 194 US 88, 49 L. ed 888. 

The rule of contemporaneous construction and of long-continued 
administrative application which are of especial importance in connec- 
tion with the interpretation of the Act of July 8, 1884 have been dis- 
cussed by the Supreme Court in a number of cases: 


In Great Northern Railway v. United States, 315 US 262, 86 L. ed 


836, the question was whether an Act of Congress intended to grant a fee 
interest or merely a right of user. The Court said: (p. 841) 


"But we are not limited to the lifeless words of the statute 
and formalistic canons of construction in our search for the 
intent of Congress. The Act was the product of the period, 
and, courts, in construing a statute, may with propriety re- 
cur S the’ history of the times when it was passed." (citing 
cases 


At page 843 the Court said: 


"Also pertinent to the construction of the Act is the contempo- 
raneous administrative interpretation placed on it by those 
charged with its execution. (citing cases) The first such 
interpretation, the general right of way circular of January 
13, 1888, was that the Act granted an easement and not a fee. 
The same position was taken in the regulations of March 21, 
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1892, 14 Land Dec. 338, and those of November 4, 1898, 27 
Land Dec. 663. While the first of these circulars followed 
the Act by 13 years, the weight to be accorded them is not 
dependent on strict contemporaneity. (citing cases) This 
early administrative gloss received indirect Congressional 
approval when Congress repeated the language of the Act in 
granting canal and reservoir companies rights of way by the 
Act of March 3, 1891." 


In Armstrong Paint and Varnish Works v. Nu-Enamel Corp., 305 
US 315, 83 L. ed 195, one question involved was the administrative inter- 


pretation given a trademark statute by the Patent Office. The Court said 
at 83 L. ed 197: | 
"That the mark is descriptive of paint enamels does not bar it 
from registration as to them under the 1920 act. This has 
been the construction of the Patent Office. To construe (b) 
of the 1920 act to bar names, descriptive marks and merely 
geographical terms would make the subsection useless. The 
obvious purpose of its inclusion was to widen the eligibility 
of marks. A dictum has expressed a view contrary to that 
of the Patent Office. | 


"This administrative interpretation, contemporary with the 
legislation, and the legislative history have weight 'when 
choice is nicely balanced.' We construe 1 (b)+ the 1920 act 
to be applicable to the categories expressed in 8 5 of the Act 
of 1905 under (a) and (b) including the first proviso but not to 
include the other provisos of (b). This conclusion is fortified 
by the addition of the proviso to 8 1 (b) of the 1920 act, relating 
to identical trade-marks. The proviso in 8 5(b) of the 1905 
act refusing registration to identical marks in much the same 
language was construed in Thaddeus Davids Co. v. Davids 
Mfg. Co. 233 US 461, 58 L. ed 1046, 34 S Cf 648, Ann. Cas. 
1915B, 322, as not permitting the revistration of such marks 
when used for ten years under the fourth, now fifth, proviso 
of that section. We think that Congress in adopting the cor- 
responding proviso in subsection (b) of the 1920 act, must be 
taken to have adopted the accepted construction of the similar 
proviso of the 1905 act. If the language of the 1920 act had 
been intended to exclude from registration all the classes ex- 
cluded by the provisos of 8 5 of the 1905 act, it would have 
been unnecessary to include this proviso." 


In Norwegian Nitrogen Products Co. v. United States, 288 US 294, 
97 L. ed 796 the Court said at page 807: i 


"True indeed it is that administrative practice does not avail 
to overcome a Statute so plain in its commands as to leave 
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nothing for construction. True it is also that administrative 
practice, consistent and generally unchallenged, will not be 
overturned except for very cogent reasons if the scope of the 
command is indefinite and doubtful." 


Two recent Supreme Court decisions have summed up the law in 
these propositions: 

1. The contemporaneous construction of a statute by the officer 
charged with enforcing it is entitled to great weight. United States v. 
Zucca, 351 US 91, 100 L. ed 946; 

2. A specific and established administrative interpretation of a 


statute should not be overruled except for weighty reasons. Commis- 


Sioner v. Steenbergh's Estate, 348 US 187, 99 L. ed 246. 

It has been held that only compelling language in the statute itself 
will warrant the rejection of a construction long and generally accepted. 
Maynard v. Elliott, 283 US 275, 75 L. ed 1028, United States v. Leslie 
Salt, supra. 

In this case we have not only the contemporaneous construction 
given to the statute by the Patent Office at the time of its adoption in 
1884, cf. Helvering v. Griffiths, 318 US 371, 87 L. ed 843, but we have 
long continued administration of the Act under that construction, coupled 
with Congressional knowledge of and acquiescence in that construction on 
at least five separate occasions. Where there has been a given con- 
struction placed upon the language of a statute for a long period of time 
so that there has been abundant opportunity for the lawmaking power to 
give further expression to its will, the failure to do so amounts to legis- 
lative approval and ratification of the construction placed upon the stat- 
ute by the construing powers. United States v. Elgin, J. & E. R. R. Co., 
298 US 492, 80 L. ed 1300. 

The Court is here specifically referred to the long history of the 
dealings which Congress has had with the matter of advertising by patent 
attorneys which clearly show that Congress understood that honest ad- 
vertising was permitted and that Congress did not intend to change that 
situation. 
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| 
In this connection the language of the Supreme Court in United 
States v. Bergh, 352 US 40, 1 L. ed 2d 102 at 106, is particularly in point: 


"We now turn to other indications supporting the position 
that the 1885 Resolution was repealed. As we indicated 
earlier, the double payment for holiday work recognized prior 
to the 1938 Resolution came about in 1906 through an inter- 
pretation of the 1885 Resolution by the Assistant Comptroller 
of the Treasury. This ruling was recognized by all depart- 
ments and agencies of the Government until August 1938, when 
the Comptroller General held that the 1885 Resolution had been 
repealed by the 1938 Resolution and gratuity pay for holidays 
was no longer a right of per diem employees. This opinion 
was followed consistently by all of the departments and agencies 
of the Government. In this regard it is of importance to note 
that several efforts were made to repeal this interpretation by 
specific Act of Congress, but in each instance the bill failed to 
pass. This contemporaneous interpretation of the 1938 Resolu- 
tion by the agency charged with its supervision -- an inter- 
pretation followed by all agencies of the Government -- to- 
gether with acquiescence of the Congress, must be given great 
weight". 


Vi. THE RULE UNREASONABLY FAVORS LAWYERS OVER 
PATENT ATTORNEYS | 





The patent lawyers have been the active ere of Rule 1.345. 
Their conduct has been motivated in part, at least, by their feeling that 
the patent attorneys now have an advantage over the lawers with respect 
to the opportunities for obtaining business. 

Originally both patent lawyers and patent stesenceek were free to 
advertise for patent business and in fact did advertise for it. In the 
course of time, as patent litigation increased, the lawyers transferred 
a great deal of their activities to extra-Patent-Office work. They be- 
came more closely identified with the legal profession than with the 
business of soliciting patents before the Patent Office. They took on 
more of the characteristics of general lawyers and, by becoming mem - 





bers of the various bar associations, adopted the codes of ethics pre- 
scribed by those associations. Having thus metamorphosed themselves 
they want to insist that patent attorneys be subjected involuntarily to a 
similar metamorphosis. | 
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Because of their own voluntary transformation they have deprived 
themselves of opportunities for obtaining patent business through adver- 
tising. They themselves created inequalities in the opportunities. They 
now take the irrational position that equality of opportunity must be 
established by depriving the patent attorneys of the right to advertise, 

a right which the lawyers themselves voluntarily abandoned. 

Furthermore, the Rule will not establish equality but on the con- 
trary would destroy it. 

The American Bar Association has approved of certain "law lists" 
in which lawyers may have their names published. Rule 1.345 would not 
give the patent attorneys any right to be included in any of those lists; 
but patent attorneys who are not lawyers will be systematically excluded 
from those lists. 

The affidavit of the Commissioner of Patents indicates that only a 
small percentage of attorneys do in fact advertise. (J.A. 54) The num- 
ber who advertise is beside the point. The point is whether it is incon- 


sistent with existing law for the Commissioner to attempt to forbid 


advertising. Did the Commissioner consider how many patent attorneys 
are employed in the patent departments of huge corporations which do 
advertise extensively? Did he consider how many patent attorneys, 
ostensibly in private practice, are merely "house counsel" for the corpo- 


rations which do advertise? Did he consider how many attorneys in 


private practice exclusively represent only two or three corporations 
which do advertise ? 

Did the Commissioner give consideration to the fact that many bar 
associations (as distinguished from their individual members) do in fact 
advertise for the purpose of obtaining business for their members? 

The American Patent Law Association (which urged the adoption of 
Rule 1.345) in its Bulletin for September 1957 at page 284 discussed the 
feasibility of establishing a Lawyer Referral Service. The Committee 
Report read in part as follows: 


"As to the question of publicity, while some concern has 
been raised as to the cost of paid advertising, it is felt that 
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once the referral plan has been adopted, publicity can be ob- 
tained in numerous authorized journals. It is perhap s as im- 
rtant to reach general attorneys in outlying districts as it 

is to reach the inventors themselves. Advertising to reach 
inventors directly can probably be obtained eventually through 
some paid advertising believed to be fully ethical, and in in- 

uiries to the Patent Office and other organizations may even- 
tually be channelled to ALPA reference services. Entec 
supplied) 


Does the American Patent Law Association expect that Rule 1.345 
will eliminate advertising? Or does it merely want to obtain for its own 


members, through association advertising, the business which now comes 


to the appellant and other advertising attorneys ? : 

In 1955, Don Bennett, Director of "The Big Idea" Station WCAU-TV, 
Philadelphia, Pennsylvania, testified before a subcommittee of Congress 
that, as a result of his program (which was designed to provoke and 
stimulate interest in needed inventions), 


"T have found that in industry, from the smallest man in 
business, with maybe 20 employees or so, to the giants of 
American industry, that we have had reception, an interesting 
reception, from them. And I submit here for the record a 
list of names that you might see and know. These are photo- 
stats of letters from corporations that have written in, as 
they must. They may not call. They have written us, giving 
us evidence of their interest in this certain invention -- 
General Motors, International Business Machines, American 
Viscose, Shell Development, Thompson Products, Bendix 
Aviation, Oakridge Laboratories, Carbide & Carbon Chemi- 
cals, Campbell Soup, International Latex, Gulf Oil Corp., 
Texas Co., Westinghouse Electric, Crown Cork & Seal, B. F. 
Goodrich--these letters more and more and more, have piled 
up, 14,000, 15,000 high from all over the world on inventions 
such as you saw here". 


Only a few seconds before he had testified: : 


"Inventors come to us sometimes with only an idea in 
mind; sometimes with it drawn on a piece of paper;'some- 
times with the search completed; sometimes with the appli- 
cation in; sometimes with the patent in hand. They come to 

us in all ways. | 


"Our normal function, if it is not patented, is to send 
them immediately to the Lawyers Reference Service that 
has been provided to us in Philadelphia, and in other cities 
around the country by the American Patent Law Association 
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that has aided us for some 5 1/2 years in guiding our activ- 
ities."' (Hearings before the Subcommittee on Patents, Trade- 
marks and Copyrights of the Committee on the Judiciary, 

U.S. Senate, 84th Congress, 1st Session) 


In the "Summary of Activities" distributed by the American Bar 
Association to its members in late May, 1959, there appears at page 11 
the following remarkable statement: 


"Parallelling the legal aid program was the promotion 
of lawyer referral services, under bar association auspices, 
to facilitate putting clients needing legal services in touch 
with lawyers. When the Jacksonville Bar Association service 
came under attack, the ABA appeared before the Florida Sup- 
reme Court as amicus curiae. The court's opinion, reversing 
a lower court decision, upheld the right of the Jacksonville 
Bar to advertise and promote this important activity." 


Of course the Commissioner of Patents was not advised of this 
activity and attitude on the part of the American Bar Association. Nor 
was the Judge who decided this case in the District Court. 


Vig. THE COMMISSIONER'S RULE CONSTITUTES AN UNREASON- 
ABLE RESTRAINT ON THE APPELLANT'S FREEDOM OF SPEECH 


In 1958 the Supreme Court of the United States decided a case in- 
volving the rule-making power of the Secretary of State with respect to 
the issuance of passports. That case, Kent v. Dulles, supra, is pertinent 
here for many reasons. The Kent case involved the fundamental right of 
freedom of travel. This case involves the much more easily recognized 
right of free speech. The plaintiff had and still has the fundamental 
right to advertise his services unless the Congress in view of some 
legitimate special public interest has concluded that he should sacrifice 
that right to the public. The argument has been made by the appellees 
that the appellant holds a position of trust and that persons holding such 
positions may not advertise. But the fallacy of that position is apparent. 
Banks and trust companies advertise. Their work is of the truly fiduciary 
type. Their activities intrude upon the practice of law far more than do 
the activities of a few advertising patent attorneys. Yet the practices of 
our banks are sanctioned by law and usage and their reputations for 


integrity are unimpeached. Merrick v. American Security and Trust 
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Company, 71 App. DC 72, 107 F (2) 271, Cert. denied 60 S. ct. 380. And 
now even Bar Associations advertise‘ | 

The Kent case is applicable also because, in that case while the 
power of the Secretary of State over passports appeared to have been 
expressed by Congress in broad terms, it had for many decades been 


exercised quite narrowly. Over the years only two grounds for refusing 





passports had really been established. The Court gave strong considera- 


tion to that history of narrow application. It said (2 L. ed (2) 1211) 


The grounds for refusal asserted here do not relate to 
citizenship or allegiance on the one hand or to criminal or 
unlawful conduct on the other. Yet so far as relevant here 
those two are the only ones which it could fairly be argued 
were adopted by Congress in light of prior administrative 
practices . . . We can say with assurance that whatever may 
have been the practice after 1926, at the time the Act of July 3, 
1926 was adopted, the administrative practice, so far'as rele- 
vant here had jelled around the two categories mentioned. We, 
therefore, hesitate to impute to Congress when in 1952 it made 
a passport necessary for foreign travel and left its issuance to 
the Secretary of State, a purpose to give him unbridled discre- 
tion to grant or withhold a passport from a citizen for any sub- 
stantive reason he may choose." 





In this case, the statute has been interpreted for ects years 
as permitting advertising. Advertising is a natural right. There was no 
reason in 1884 to limit it. The Act of July 4, 1884 and its successors 
have always been narrowly interpreted. The appellees admit that Com- 
missioner Coe held that he did not have the power to forbid advertising. 
Congress has been fully advised of the fact that some registered patent 
attorneys advertise and Congress has elected to leave that situation as it 
is. Congress has done nothing to enlarge the authority of the Commis- 
sioner of Patents. It is extremely appropriate to paraphrase and make 
pertinent to the facts of this case the following language of the Supreme 
Court in Kent v. Dulles, supra. | 


"As we have seen the right of exit (advertising) is a personal 
right included in the word 'liberty' as used in the Fifth (First) 
Amendment. If that 'liberty' is to be regulated it must be pur- 
suant to the lawmaking functions of the Congress." ESS 
thetical material supplied) 
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THE POSITION OF THE AMERICAN BAR ASSOCIATION 


The American Bar Association filed a brief in support of the ap- 
pellees' position in the lower court. The desire of the Bar Association 
to prevent advertising by persons whose activities occupy to some ex- 
tent the same spheres which lawyers occupy is quite understandable, 
although the Association's reasoning is not clear in the light of its own 
support of advertising campaigns by local Bar Associations. 

It is interesting to note that, after Commissioner Coe ruled in 
1939 that he did not have the legal authority to forbid advertising, 
various steps were taken by members of the American Bar Association 
to override his ruling. Thus in the appendix to the Report of the Section 
of Patent, Trademark and Copyright Law to the Association in 1940 
(Reports of American Bar Association volume 65 page 471) it is stated: 


"The Section has previously received support from the 
Association in its efforts to stop advertising by people who 
are registered to practice before the United States Patent 
Office, both lawyers and non-lawyers. The Commissioner 
of Patents alone has power to discipline registrants who are 


not lawyers and it is asserted that the power given him 
statute (RS 487, 35 USC 11) is insufficient to enable him to 
forbid all advertising because the present statute mention- 


ing advertising, impliedly authorizes it. It is proposed to 


remove this limitation upon the Commissioner's power by 
amending the statute and the Section requests that the Asso- 


ciation approve in principle the following bill to accomplish 
that result." (Emphasis supplied) 


Needless to say the statute has never been amended as requested 
by the Association. 

The formal Opinions of the Committee on Professional Ethics 
and Grievances of the American Bar Association, however, have been 
careful to observe the difference between advertising by patent attor- 
neys and advertising by lawyers. In Opinion 152 (February 15, 1936) 
the question was as to the propriety of advertising by patent attorneys, 
particularly by those who are lawyers. The Committee said in part: 


"'Patent attorneys’ are those who are recognized by the 
Commissioner of Patents as ‘agents, attorneys or other per- 
sons representing applicants or other persons before his 
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office’. They need not be 'lawyers' though many of them are. 
The law vests in the Commissioner ample authority to dis- 
cipline all patent attorneys, as such. We are concerned with 


advertising by patent attorneys who are also lawyers and we 
express no opinion as to the propriety of advertising by those 
who are not." (Emphasis supplied | 

Later in the same opinion the Committee said: ! 


"The Act of February 18, 1922 (USC Tit 35 Sec 11) con- 
tains a clause which, by inference at least, suggests that ad- 
vertising by patent attorneys may be sanctioned". | 


Opinion 203 of the Committee on Professional Ethics and Griev- 
ances was issued on November 23, 1940 in response to an inquiry 
whether a lawyer who is a registered patent attorney and confines his 
activities to the Patent Office practice might advertise without violating 
the canons of ethics. The reply was in the negative but it is interesting 
that the committee points out the language of the statute and comments: 


"It may be said that, by inference, the last clause of the 
above quoted portion of the statute sanctions advertising and 


solicitation by patent attorneys within certain limitations. 


Such seems to be the interpretation of the Commissioner of 
Patents since Rule 17 (i) of the United States Patent Office 


provides in part as follows: | 

"'Every attorney and agent registered to practice 
before the United States Patent Office shall submit to 
the Commissioner of Patents for approval copies of 
all proposed advertising matter, circulars, letters, 
cards, etc., intended to solicit patent business, and if 
it be not disapproved by him and the attorney or agent 
so notified within ten days after submission, it may be 
considered approved. 


"'No registered agent shall, in paertiemey fatter 
or in papers filed in the Patent Office, represent him- 
self to be an attorney, solicitor or lawyer. | 


"Any registered attorney or agent sending out 
or using any such matter, a copy of which has not 
been submitted to the Commissioner of Patents in ac- 
cordance with this rule, or which has been disapproved 
by the Commissioner of Patents, and any registered 
agent misrepresenting his status shall be subject to 
suspension or disbarment':" (Emphasis supplied) 


Opinion 203 also states: | 
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"The Canons of the Association govern all its members 
irrespective of the nature of their practice, and the applica- 
tion of the Canons is not affected by statutes or regulations 


verning certain activities of lawyers which may prescribe 
Opinion 257 issued June 9, 1944 is another opinion which shows 
that the Committee on Professional Ethics and Grievances has main- 
tained a composed attitude towards the relationship between the regis- 
tered patent attorney and the legal profession. 


X. THE COURT WILL NOT REQUIRE THE APPELLANT 
TO STAND THE RISK OF DISBARMENT IN ORDER TO 
TEST AN INVALID RULE 

The appellees appear to contend that since the law provides for 
an appeal to thei United States District Court for the District of Columbia 
from a disbarment order of the Patent Office, the appellant has a plain 
and adequate remedy at law to test the validity of the rule. 

This seems to stand upon the preposterous proposition that a 
registered patent attorney must deliberately violate the rule and be 
found guilty by the Patent Office of its violation, with all of the shame, 
disgrace, expense and publicity that surround a disbarment proceeding, 
before he can have a judicial determination of the invalidity of the rule. 

It is significant that Congress has not made the appeal procedure 
the specific method for testing the validity of the rules of the Patent 


Office and has not even indicated that it is an appropriate method except 


by way of appeal from a disbarment order. There can be no doubt that 
the Commissioner's rule-making activity may be reviewed under the 
Administrative Procedure Act, 5 USC 1001 et seq. It is significant also 
that in Holmgren v. Watson, Civil Action No. 1540-56, the United States 
District Court for the District of Columbia did take jurisdiction of a 
case testing the validity of Section 2.12 of the Trademark Rules of the 
Patent Office without any question being raised as to the requirement of 
a prior administrative hearing. As applied in that case the rule was 
held to be invalid. 
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It is not at all unusual to test the validity of generally-operative 


regulations through the injunctive process and through a declaratory 


judgment procedure. 

In United States v. Baltimore and Ohio R.R., 293 US 454, 79 L. ed 
587, it appeared that the Interstate Commerce Coramisetan required 
railroads subject to its jurisdiction to equip locomotives with a switch 
type reverse gear. The Boiler Inspection Act expressly provided that 
violation by a carrier of any rule or regulation issued by the Commis- 
sion under the Act was punishable by a fine recoverable in a civil ac- 
tion. A suit under the Urgent Deficiencies Act to set aside the Com- 
mission's order was entertained by the court. | 

Columbia Broadcasting v. United States, 316 US 407, 86 L. ed 1563, 
and National Broadcasting v. United States, 316 US 447, 86 L. ed 1586, 
were cases in which general orders of the Federal Communications 
Commission were in question. The Court said (316 US 417 et seq): 


"Most rules of conduct having the force of law are not 
self-executing but require judicial or administrative action 
to impose their sanctions with respect to particular indi- 
viduals. Unlike an administrative order or a court judgment 
adjudicating the rights of individuals, which is binding only 
on the parties to the particular proceeding, a valid exercise 
of the rule-making power is addressed to and sets a stan- 
dard of conduct for all to whom its terms apply. It operates 
as such in advance of the imposition of sanctions upon any 
particular individual. It is common experience that)men 
conform their conduct to regulations by governmental au- 
thority so as to avoid the unpleasant legal consequences 
which failure to conform entails. And in this case it is al- 
leged without contradiction that numerous affiliated stations 
have conformed to the regulations to avoid loss of their 
licenses with consequent injury to appellant. | 


"Such regulations have the force of law before their 
sanctions are invoked as well as after. When as here they 
are promulgated by order of the Commission and the ex- 
pected conformity to them causes injury cognizable by a 
court of equity, they are appropriately the subject of attack 
under the provisions of Sect. 402 (a), 47 USCA 402 (a) and 
the Urgent Deficiencies Act." 


The Court in the Broadcasting Company cases supra, relied in 
part on the Assigned Car cases (United States v. Berwind White Coal 
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Co., 247 US 564, 71 L. ed 1204) wherein it appeared that orders of the 
Interstate Commerce Commission commanded carriers to take speci- 
fied action for failure to comply with which legal sanctions would im- 
mediately be applicable. The orders were held to be reviewable. In the 
foregoing cases it was true that there were particular avenues of appeal 
available but the fundamental question was whether the rules were re- 
viewable at all. The Court answered in the affirmative in each instance. 

Since Truax v. Reich, 239 US 33, 60 L. ed 131 it has been clear 
that one is not obliged to take the risk of prosecution, fines and penalties 
in order to test the legality of an attempted regulation of one's business 
rather than resort to the courts of equity for relief. 

In fact, as early as Ex Parte Young, 209 US 123, 52 L. ed 714, the 
court had said: 


"Another Federal question is the alleged unconstitu- 
tionality of these acts because of the enormous penalties de- 
nounced for their violation, which prevent the railway com- 
pany, as alleged, or any of its servants or employees, from 
resorting to the courts for the purpose of determining the 
validity of such acts. The contention is alleged by the com- 
plainants in the suit that the company is denied the equal 
protection of the laws and its property is liable to be taken 
without due process of law because it is only allowed a hear- 
ing on the claim of the unconstitutionality of the acts and 
orders in question, at the risk, if mistaken, of being subject 
to such enormous penalties, resulting in the possible con- 
fiscation of its whole property, that rather than take such 
risks the company would obey the laws, although such obedi- 
ence might also result in the end (though by a slower process) 
in such confiscation." (Page 723) 


", . . It is urged that there is no principle upon which 
to base the claim that a person is entitled to disobey a stat- 
ute at least once, for the purpose of testing its validity, 
without subjecting himself to the penalties for disobedience 
provided by the statute in case it is valid. This is not an 
accurate statement of the case. 


", . . We hold therefore that the provisions of the acts 
relating to the enforcement of the rates, either for freight 
or passengers, by imposing such enormous fines and possible 
imprisonment as a result of an unsuccessful effort to test the 
validity of the laws themselves, are unconstitutional on their 
face, without regard to the question of the insufficiency of 
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those rates. We also hold that the circuit court had juris- 
diction under the cases already cited (and it was therefore 

its duty to inquire whether the rates permitted by these acts 

or orders were too low and therefore confiscatory)."| (Page 724) 


In Terrace v. Thompson, 263 US 197, 214, 68 L. ed 255, 273, the 
court had this to say: | 


| 

"The attorney general questions the jurisdiction of the 
court to grant equitable relief even if the statute be uncon- 
stitutional. He contends that the appellants have a plain, ade- 
quate, and speedy remedy at law; that the case involves but a 
single transaction, and that, if the proposed lease is made, 
the only remedy which the state has, so far as civil proceed- 
ings are concerned, is an escheat proceeding in which the 
validity of the law complained of may be finally determined; 
that an acquittal of the Terraces of the criminal offense 
created by the statute would protect them from further prose- 
cution, and that Nakatsuka is liable criminally only upon his 
failure to disclose the fact that he holds an interest in the land. 


"The unconstitutionality of a state law is not, of itself, 
ground for equitable relief in the courts of the United States. 
That a suit in equity does not lie where there is a plain, ade- 
quate, and complete remedy at law is so well understood as 
not to require the citation of authorities. But the legal 
remedy must be as complete, practical, and efficient as that 
which equity could afford. Boise Artesian Hot & Cold Water 
Co. v. Boise City, 213 U.S. 276, 281, 53 L. ed 796, 798, 29 © 
Sup. Ct. Rep. 426; Walla Walla v. Walla Walla Water Co., 
172 US 1, 11, 12, 43 L. ed. 341, 346, 347, 19 Sup. Ct, Rep. 77. 
Equity jurisdiction will be exercised to enjoin the threatened 
enforcement of a state law which contravenes the Federal 
Constitution wherever it is essential, in order effectually 
to protect property rights and the rights of persons against 
injuries otherwise irremediable; and in such a case a per- 
son, who, as an officer of the state, is clothed with the duty 
of enforcing its laws, and who threatens and is about to 
commence proceedings, either civil or criminal, to enforce 
such a law against parties affected, may be enjoined from 
such action by a Federal court of equity. Cavanaugh v. 
Looney, 248 U.S. 453, 456, 63 L. ed 354, 357, 39 Sup. Ct. 
Rep. 142. | 


See also Packard v. Banton, 264 US 140, 143, 68 L. ed 596, 607 
where the Court observed: | 


"But it is settled that a distinction obtains and equitable 
jurisdiction exists to restrain criminal prosecutions under 
unconstitutional enactments when the prevention of such 
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prosecution is essential to the safeguarding of rights of 
property". 


In Petroleum Exploration v. Public Service Commission, 304 US 
209, 82 L. ed 1294 the court said: 


"It is true that the injury which flows from the threat 
of enforcement of an allegedly unconstitutional regulatory 
state statute with penalties so heavy as to forbid the risk 
of challenge in proceeding to enforce it has been generally 
recognized as irreparable and sufficiently to justify an in- 
junction." 


Of similar import are Toomer v. Witsell, 334 US 385, 92 L. 


1460 and Hynes v. Grimes Packing Co., 337 US 86, 93 L. ed 1231. 


the Toomer case the court said at page 391: 


"First. We are confronted at the outset with ap- 
pellees' contention, rejected by the District Court, that in- 
junctive relief is inappropriate in this case, regardless of 
the validity of the challenged statutes, since appellants 
failed to show the imminence of irreparable injury and did 
not come into court with clean hands. 


* * * €* € *€ * € K€ K K KF KF 


"As to them, (certain individuals) it is agreed that the 
appellees were attempting to enforce the statutes. It is 
also clear that compliance with any but the income tax 
statute would have required payment of large sums of 
money for which South Carolina provides no means of re- 
covery, that defiance would have carried with it the risk 
of heavy fines and long imprisonment, and that withdrawal 
from further fishing until a test case had been taken through 
the South Carolina courts and perhaps to this Court would 
have resulted in a substantial loss of business for which no 
compensation could be obtained. Except as to the income 
tax statute, we conclude that appellants sufficiently showed 
the imminence of irreparable injury for which there was 
no plain, adequate and complete remedy at law." 


In the Hynes case the court said at page 98: 


"For the violation of the applicable regulation under 
the White Act, severe penalties are imposed including fine, 
imprisonment, the summary seizure of boats, haul, gear, 
equipment, and their forfeiture to the United States. These 
sanctions deny to respondents an adequate remedy at law, 
for to challenge the regulation in an ordinary criminal 
proceeding is to hazard a loss against the payment of a 
license fee and compliance with the fishing rules of the 





51 | 
| 

natives. Yet to stay out of the reservation prevents the 

profitable operation of the canneries. In such a situation 

a majority of the Court thinks that the 'danger of ir- 

reparable loss is both great and immediate’ and properly 

calls forth the jurisdiction of the court of equity." 

In Denton v. City of Carrollton, 235 F (2) 481 (6th Circuit, 1956) 
it appeared that a Georgia municipality required labor union agents to 
take out a license at the cost of $1000.00 and to pay $100.00/a day for 
each day the activity as agent was carried on. The Circuit Court of 
Appeals held that an injunction against the enforcement of the regula- 
tion would lie. The court stated: | 


"Of course since we hold that the successive license 
tax was itself so large and the uncertainties about its 
recovery so great that the plaintiffs were not required to 
pay them as the means of testing the substantial questions 
over this ordinance, it is equally true that under such cir- 
cumstances they did not have to run the further serious 
risk of substantial fines and extended imprisonment for new 
and successive offenses were they to carry on the activities 
without license or payment of tax. This combination of cir- 
cumstances made the threat of real and lasting damage 
geniune and present. There was, therefore, a substantial 
basis for equitable relief." | 

| 
XI. THE APPELLANT IS PRESENTLY IMMINENTLY THREATENED 
WITH IRREPARABLE HARM 


The Appellant finds himself confronted with an invalid regulation 
under which the Commissioner of Patents threatens (J.A. 68) to take 
disciplinary action against any registered patent attorney who violates 
the Rule although said violation may be only for the purpose of testing 
the Rule. The enforcing hand of the Commissioner has been stayed 
pending this appeal and the Commissioner has agreed before this Court 
not to prosecute any registered patent attorney for a publication which 
occurs within forty-five days of the decision on this appeal. 

This means that the appellant is presently unable to contract 
safely for any advertisements which will appear beyond August 1 be- 
cause it is not known, at the time this brief is written, when the appeal 


will be argued or when it will be decided. Consequently, commencing 
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with June 15, the first possible date for argument, appellant may 
proceed only on a day-to-day basis in placing his advertising. At no 
time thereafter until a favorable decision is obtained from this Court 
may he place advertising which will be published more than forty-five 
days thence. Since many of the magazines have closing dates more 
than forty-five days in advance of their publication dates, that means 
that the appellant must forego advertising in those media. Consequent- 
ly he is now threatened with the loss of revenue which would result 
from said advertising. He will also suffer irreparable damage through 
the interruption of his advertising contracts which would result in his 
being required to pay higher rates for advertisements already published 
this year. (J.A. 70, 71) 


CONCLUSION 


The Court should rule that Rule 1.345 as promulgated by the 
Commissioner of Patents with the approval of the Secretary of Com- 
merce is not consistent with law, that the Commissioner of Patents 
had no power or authority to promulgate said rule, that the Commis- 


sioner's action was in excess of his statutory authority and consequent- 
ly the rule is void, should be declared to be void and its enforcement 
enjoined. 


Respectfully submitted, 


AL. PHILIP KANE 
CHARLES V. KOONS 


Kane and Koons 
1331 G Street, N. W. 
Washington 5, D. C. 


Attorneys for Appellant 




















SUPPLEMENT 


STATUTES AND RULES INVOLVED 








STATUTES INVOLVED 


Constitution of the United States, Article 1, Section 8, 
Clause 8 





"The Congress shall have the power 


"To promote the Progress of Science and use- 
ful Arts by securing for limited times to authors 
and inventors the exclusive right to their respec- 
tive writings and discoveries." | 


Constitution of the United States, Amendment I 


"Congress shall make no law 
abridging the freedom of speech or of the press. " 


Revised Statutes 483, Act of July 8, 1870, 16 Stat 200, Sec 19 


"The Commissioner of Patents, subject to the 
approval of the Secretary of Interior, may from | 
time to time establish regulations, not inconsistent 
with law, for the conduct of proceedings in the 
Patent Office." | 


Revised Statutes 487, Act of July 8, 1870, 16 Stat 200, Sec 17 


"For gross misconduct the Commissioner of 
Patents may refuse to recognize any person as a 
patent. agent, either generally or in a particular | 
case but the reasons for such refusal shall be duly 
recorded and be subject to approval by the Sect 


tary of the Interior." 


Act of July 4, 1884, Rev. Stat 487, 23 Stat L. 98, 1 Suppl Rev. 
Stat Ch. 181 p. 453, 35 USC 31, 32 ! 


| 
| 
"That the Secretary of the Interior may pre- 
scribe rules and regulations governing the recog, 
nition of agents, attorneys or other persons repre- 
senting claimants before his Department and may 
require of such persons, agents, and attorneys, | 
before being recognized as representatives of 
claimants, that they shall show that they are of 
good moral character and in good repute, pos- 
sessed of the necessary qualifications to enable | | 
them to render such claimants valuable service, , 
and otherwise competent to advise and assist such 
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claimants in the presentation of their claims; and 

such Secretary may, after notice and opportunity 

for hearing, suspend or exclude from further prac- 
tice before his Department any such person, agent, 

or attorney shown to be incompetent, disreputable, 

or who refuses to comply with the said rules and 
regulations, or who shall with intent to defraud, in 

any manner deceive, mislead, or threaten any 
claimant, or prospective claimant, by word, circu- ~ 
lar, letter, or by advertisement." 


Act of April 27, 1916 c. 89 par. 1, 39 Stat 54, 5 USC 101 


"It shall be unlawful for any person, firm or 
corporation practicing before any department or 
office of the Government to use the name of any 
Member of either House of Congress or of any 
office of the Government in advertising the said 
business." 


Act of February 18, 1922, 42 Stat 390, Sec 3, 35 USC 31, 32 


"The Commissioner of Patents, subject to the 
approval of the Secretary of Interior, may prescribe 
rules and regulations governing the recognition of 


agents, attorneys or other persons representing ap- 
plicants or other parties before his office, and may 
require of such persons, agents or attorneys, before 
being recognized as representative of applicants or 
other persons, that they shall show that they are of 
good moral character and in good repute, are pos- 
sessed of the necessary qualifications to enable 
them to render to applicants or other persons valu- 
able service, and are likewise competent to advise 
and assist applicants or other persons in the pres- 
entation or prosecution of their applications or 
other business before the Office. And the Commis- 
sioner of Patents may, after notice and opportunity 
for a hearing, suspend or exclude, either generally 
or in any particular case, from further practice 
before his office any person, agent or attorney 
shown to be incompetent or disreputable, or guilty 
of gross misconduct, or who refuses to comply 
with the said rules and regulations, or who shall 
with intent to defraud in any manner, deceive, mis- 
lead or threaten any applicant or prospective appli- 
cant, or any other person having immediate or 
prospective business before the Office, by word, 
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circular, letter or by advertising. The reasons | 
for any such suspension or exclusion shall be duly 
recorded. And the action of the Commissioner | 
may be reviewed upon the petition of the person | 
so refused recognition or so suspended or ex- — 
cluded by the Supreme Court of the District of Co- 
lumbia under such conditions and upon such pro- 
ceedings as the said Court may by its rules deter - 
mine." 





Act of May 9, 1938 c. 188, 52 Stat 342, 35 USC 1 a. 
(Repealed 1952. See 35 USC 33) 


"It shall be unlawful for any person who has 
not been duly recognized to practice before the | 
United States Patent Office in accordance with the 
provisions of section 11 of this title and the rules 
of the Patent Office to hold himself out or knowing- 
ly permit himself to be held out as a patent solici- 
tor, patent agent, or patent attorney, or otherwise 
in any manner hold himself out, either directly or 
indirectly, as authorized to represent applicants: 
for patent in their business before the Patent Office, 
and it shall be unlawful for any person who has, | 
under the authority of section 11 of this title been 
disbarred or excluded from practice before the | 
Patent Office, and has not been reinstated, to hold 
himself out in any manner whatever as entitled to 
represent or assist persons in the transaction of 
business before the Patent Office or any division 
thereof; and any offense against the foregoing pro- 
vision shall be a misdemeanor and be punished by 
a fine of not less than $50 and not exceeding $500. wy 





Act of July 19, 1952, c. 950, $1, 66 Stat 796, 35 USC 33 


"Whoever, not being recognized to practice | 
before the Patent Office, holds himself out or per- 
mits himself to be held out as so recognized, or|as 
being qualified to prepare or prosecute applications 
for patent, shall be fined not more than $1,000 for 
each offense." 





Act of July 19, 1952, c. 950 $1, 66 Stat 793, 35 USC : 


"The Commissioner, under the direction of the 
Secretary of Commerce, shall superintend or per- 
form all duties required by law respecting the 
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granting and issuing of patents and the registration 
of trade-marks; and he shall have charge of prop- 
erty belonging to the Patent Office. He may, sub- 
ject to the approval of the Secretary of Commerce, 
establish regulations, not inconsistent with law, for 
the conduct of proceedings in the Patent Office.” 


. Act of July 19, 1952, c. 950, 8 1, 66 Stat 795, 35 USC 31 


"The Commissioner, subject to the approval 
of the Secretary of Commerce, may prescribe reg- 
ulations governing the recognition and conduct of 
agents, attorneys, or other persons representing 
applicants or other parties before the Patent Office, 
and may require them, before being recognized as 
representatives of applicants or other persons, to 
show that they are of good moral character and 
reputation and are possessed of the necessary 
qualifications to render to applicants or other per- 
sons valuable service, advice, and assistance in 
the presentation or prosecution of their applica- 
tions or other business before the Office." 


. Act of July 19, 1952, c. 950, 8 1, 66 Stat 795, 35 USC 32 


"The Commissioner may, after notice and op- 
portunity for a hearing, suspend or exclude either 
generally or in any particular case, from further 
practice before the Patent Office, any person, 
agent, or attorney shown to be incompetent or dis- 
reputable, or guilty of gross misconduct, or who 
does not comply with the regulations established 
under section 31 of this title, or who shall, by word, 
circular, letter, or advertising, with intent to de- 
fraud in any manner, deceive, mislead, or threaten 
any applicant or prospective applicant, or other 
person having immediate or prospective business 
before ithe Office. The reasons for any such sus- 
pension or exclusion shall be duly recorded. The 
United States District Court for the District of Co- 
lumbia, under such conditions and upon such pro- 
ceedings as it by its rules determines, may review 
the action of the Commissioner upon the petition 
of the person so refused recognition or so suspended 
or excluded." 
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RULES 


The attention of the Court is directed to the excerpts from 
published rules of the Patent Office which are included in the Joint 
Appendix at pages 91 to 101 inclusive. 
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QUESTIONS PRESENTED 
In the opinion of appellees, the questions presented are: 


| 1. Whether the complaint, which seeks to challenge the 
validity of a Rule of Practice promulgated by the Com- 
missioner of Patents prohibiting practitioners from so- 
liciting business by advertising, is premature and fails to 
present a justiciable controversy, since the rule is not yet 
‘in effect, there has been no threat to apply it to appellant 
even when it does go into effect, and Congress has pre- 
seribed a specific judicial remedy by which appellant can 
challenge the validity of the rule if and when the Com- 
missioner of Patents imposes sanctions upon appellant for 
violation of the rule. 


2. Whether appellant is barred from maintaining this 
action because of his failure to exhaust his administrative 
"remedy, since he is entitled to notice and hearing and full 
' administrative procedure before the Commissioner of Pat- 


ents before any sanction for violation of the Rule could 
be imposed upon him. 


3. Whether 35 U.S.C. 6, 31, 32, which authorize the Com- 
missioner of Patents to ‘‘establish regulations not incon- 
' sistent with law, for the conduct of proceedings in the 
- Patent Office” and ‘‘regulations governing the recognition 
' and conduct of agents, attorneys, or other persons repre- 
-genting applicants or other parties before the Patent 
_ Office”? and authorize the Commissioner to exclude from 
practice before the Patent Office any person who violates 
such a regulation, authorize the Commissioner of Patents 
to prohibit practitioners from soliciting Patent Office busi- 
ness by advertising. 


4, Whether this rule is unconstitutional as (1) incon- 
- sistent with the constitutional grant to Congress of the 
power to promote the progress of science by patents or (2) 
as abridging appellant’s freedom of speech under the 
First Amendment. 
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For the District of Columbia Circuit 


No. 15,118 


Meru M. Evans, Appellant 
v. 


Rosert C. Watson, et al., Appellees 


BRIEF FOR APPELLEES 


On Appeal from the United States District Court 
for the District of Columbia 


COUNTERSTATEMENT OF THE CASE 


This is an appeal by the plaintiff below, a non-lawyer 
practitioner before the Patent Office, from an order dis- 
missing his complaint against the Commissioner of Pat- 
ents and the Secretary of Commerce challenging the va- 
lidity of a recently promulgated Rule of Practice of the 
Patent Office which prohibits the use of advertising to 
solicit patent business and provides that any person who 
engages in such solicitation may be disbarred from prac- 
tice before the Patent Office. 

Appellant, who is not a lawyer, has been admitted since 
1926 to practice before the Patent Office and is the sole 
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surviving member of a firm of registered patent attorneys 
(JA 3). He alleges that his Patent Office practice 
‘has been predicated”’ upon advertising in magazines and 
other publications (which advertisements have heretofore 
been approved by the Patent Office) and that if he should 
be required to stop advertising his business and liveli- 
hood ‘‘would be seriously and deleteriously affected’’ and 
he will be ‘‘forced out of business ....’’ (JA 6). 

The Rule of Practice of the Patent Office challenged by 
this action (set forth at p. 9, below) prohibits as un- 
professional conduct the use of advertising to solicit pat- 
ent business and provides that any person who engages in 
such solicitation may be excluded or disbarred from prac- 
tice before the Patent Office. The rule permits, however, 
the use of professional letterheads, calling cards, office 
signs, announcements of change of address or association, 
listings in classified telephone or city directories, and list- 
ings and professional cards in standard professional di- 
rectories, and provides that no agent shall represent him- 
self in such material to be an attorney. 

The promulgation of the rule. In 1955 the Patent Office 
Advisory Committee, composed of patent attorneys, law- 
yers in general practice, and industry representatives, ap- 
pointed by the Secretary of Commerce, recommended that 
the Rules of Practice of the Patent Office be amended to 
prohibit advertising by Patent Office practitioners for the 
solicitation of patent business (JA 43). 

In 1957 notice of the proposed amendment to the Rules 
of Practice with provision for an oral hearing and oppor- 
tunity for the submission of views and arguments by 
interested parties was published in the Federal Register 
and the Patent Office Gazette (22 F.R. 6898; JA 4-5, 43-4). 
At this hearing oral and written statements and briefs 
were submitted by interested parties, including appellant, 
who appeared in person and by attorney (JA 5). Ap 
proval of the proposed amendment was expressed by the 
American Patent Law Association (a national organization 
of over 2,000 members), the American Bar Association, 
and many state and city patent law associations and bar 
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associations. In addition, individual patent practitioners, 
both lawyers and non-lawyers, and lawyers in general prac- 
tice indicated their approval of the proposed amendment 
(JA 44-7). 

The only opposition to the proposed rule expressed at 
this hearing was by two firms of patent attorneys or agents, 
twelve other individual patent attorneys or agents (in- 
eluding appellant), the publishers of four popular science 
magazines which carry much of the advertising by patent 
attorneys and agents, and the Magazine Publishers Asso- 
ciation, the American Newspaper Publishers Association, 
and the American Association of Advertising Agents (JA 
47). 

After the conclusion of this hearing, the Commissioner 
of Patents recommended to the Secretary of Commerce 
that the proposed rule be adopted, on the ground that the 
public interest would be better served if Patent Office 
practitioners were prohibited from advertising for patent 
business (JA 47, 57-61). The proposed amendment was 
approved by the Secretary of Commerce on August 5, 1958, 
to be effective January 1, 1959 (23 F.R. 6199; JA 47). 
Subsequently, the effective date of the amendment was 
postponed to May 1, 1959, and again to July 1, 1959 (23 
FR. 8622; 24 F.R. 1419; JA 47). 

The background of the rule. Since January 1, 1950, 
there has been in effect a rule of the Trademark Rules 
of Practice essentially identical to the Patent Office rule 
involved here, prohibiting the use of advertising to solicit 
trademark business by persons recognized by the Patent 
Office for such practice (37 C.F.R. (1949 Ed., 1958 Pock. 
Supp.) 2.14(a)(b); JA 47-8). The validity of this analo- 
gous trademark rule has never been challenged, and appel- 
lant has complied with it in conducting his trademark busi- 
ness (JA 48). Various professional organizations which 
prohibit the solicitation of business by advertising are the 
American Bar Association (Canon 27 of the Canons of 
Professional Ethics), the American Medical Association, 
the American Dental Association, the American Institute 
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of Architects, and the National Society of Public Account- 
ants (JA 48-9). 


The functions and duties of Patent Office practitioners. 
A patent attorney or agent conducts on behalf of the in- 
ventor a preliminary search through prior patents to 
determine whether the filing of an application for a patent 
is warranted; he prepares and files the application; and 
he prosecutes it before the Patent Office. The application 
must meet statutory requirements, it must include a speci- 
fication or description, and (where the nature of the case 
permits) a drawing. The application must describe the 
invention in appropriate technical terms and must set out 
‘cone or more claims particularly pointing out and dis- 
tinctly claiming the subject matter which the applicant re- 
gards as his invention” (35 U.S.C. 112). The claims in 
the application form the basis for determining the validity 
and scope of the patent. If drawn too broadly, the claims 
may be invalid. If they recite unnecessary details, the 
patent may be so easily avoided as to be practically value- 
less (JA 49-50). 

In prosecuting a patent application, the patent attorney 
or agent must deal with rejections of claims by a Patent 
Office examiner. Factual or legal arguments may be pre- 
sented as a basis for seeking reconsideration of the exam- 
iner’s initial position, rejected claims may be amended, or 
new claims may be added. The patent attorney or agent 
should advise the inventor whether, in view of the exam- 
iner’s decision, further prosecution of the application 
would be advisable. If the Patent Office examiner’s final 
decision is adverse, the applicant may appeal to the Board 
of Appeals in the Patent Office, and in that connection the 
patent attorney or agent must file an appeal brief and may 
make an oral presentation. When different inventors file 
applications claiming substantially the same invention, the 
patent attorney or agent may be required to produce evi- 
dence in an adversary interference proceeding to deter- 
mine which inventor is first (JA 50). 

Because of the difficulties involved in prosecuting a pat- 
ent application, almost all inventors need and seek the 
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services of a patent attorney or agent. The Patent Office 
practitioner owes a duty to the Patent Office and the public 
not to prosecute an application for an invention which he 
knows has been anticipated. He also has the public duty 
not to suppress or conceal relevant information with re- 
spect to an application and not to prosecute an applica- 
tion where it is obvious that no patent can be granted. 
The patent practitioner likewise owes a duty of the highest 
character to his clients, who must place complete reliance 
on his integrity and ability, since ordinarily inventors can- 
not evaluate adequately the complex proceedings before the 
Patent Office (JA 50-1). 

Since 1897 the Patent Office has maintained a register 
of persons recognized as qualified to practice before that 
Office. Since 1934 persons seeking to practice before the 
Patent Office have been required to pass an examination. 
Prior to 1938 lawyers and non-lawyers alike were reg- 
istered as patent attorneys. Since then the register of 
attorneys has been limited to attorneys at law in good 
standing admitted to practice before any federal court or 
the highest court of a state or territory; except that non- 
lawyers registered prior to 1938 as patent attorneys are 
retained on the register of attorneys. With this excep- 
tion, non-lawyers are registered as agents (JA 51-2). 

As of December 1, 1958, 4,754 lawyers and 1,457 non- 
lawyers were registered to practice before the Patent 
Office. In addition 423 firms were listed on the register 
of attorneys and 11 on the register of agents (JA 52). 


The practice of advertising by Patent Office practition- 
ers. Advertisements for patent business forbidden by the 
new rule are principally in local classified telephone di- 
rectories, popular mechanic-type magazines, and trade 
periodicals. Advertising in classified telephone directories 
consists of large advertisements up to one-quarter page in 
size, block advertisements under the heading ‘‘Patent At- 
torneys and Agents’’, and bold face type in the alpha- 
betical listing under that heading (JA 52-3; Ex. C to affi- 
davit of defendant Watson filed in support of defendants’ 
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motion for summary judgment).’ Nation-wide advertise- 
ments for patent business appear principally in four maga- 
zines: Popular Mechanics Magazine, Popular Science 
Monthly, Mechanix Illustrated, and Science and Mechanics. 
Advertisements in these magazines are sometimes a full 
page, or part of a page, or may be in a classified section 
under headings such as ‘‘Patent Attorneys” or ‘‘For In- 
ventors.”? Similar advertisements appear in popular 
periodicals (such as True Detective) and trade journals 
(JA 53; Exs. D, EB, F, G, H to Watson affidavit). 

A survey made by the Patent Office in 1957 shows that 
of the 4,754 lawyers registered to practice before the Pat- 
ent Office, only 11 have advertised in magazines and that 
of the 1,457 registered non-lawyers only 13 have so ad- 
vertised. Accordingly, less than four-tenths of one per 
cent of the Patent Office practitioners advertise in maga- 
zines (JA 53-4). 

Four additional lawyers and two additional non-lawyers 
advertise in newspapers, and 64 additional lawyers and 42 
additional non-lawyers use advertisements in classified 
telephone directories of the type forbidden by the new 
rule (JA 54). 

Accordingly, only 1.6 per cent of the registered lawyers 
and 3.9 per cent of the registered non-lawyers engage in 
advertising of the types prohibited by the new rule (JA 


). 

The 1957 survey showed that seven patent attorneys and 
firms, including appellant, regularly used advertising 
(other than classified) in the four popular mechanic-type 
magazines, amounting to more than 24 pages of such ad- 
vertising in each issue of those four magazines, plus more 
than 20,000 words of classified advertising in those maga- 
zines in 1957. In that year those seven patent attorneys 
and firms filed 3,074 patent applications. Advertising 
rates in these four magazines for one full page in a single 
issue range from $3,000 to $1,015. Rates for classified ad- 


1 Most of the exhibits to the Watson affidavit have not been included 
in the joint appendix because they consist of pictorial and bulky matter 
which would be difficult and expensive to reproduce. 
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vertising in those magazines range from $1.25 to 65 cents 
per word per issue (JA 54-5; Exs. J, K, L, M to Watson 
affidavit). 


Information about Patent Office practitioners distributed 
by the Patent Office. The Patent Office regularly distrib- 
utes to libraries and to individuals who request it informa- 
tion designed to assist an inventor in the selection of a 
registered patent attorney or agent. It publishes a pam- 
phlet, ‘‘General Information Concerning Patents,’’? which 
gives inventors information about what a patent is, the 
statutory and other requirements and procedures for ob- 
taining a patent, the organization and functions of the 
Patent Office, and the nature of the services performed by 
patent attorneys and agents before the Patent Office, with 
the distinction between the two groups. This pamphlet, 
which also informs the public that the Patent Office pub- 
lishes a list of registered attorneys and agents, has been 
distributed to 227 college, university, and public libraries 
and is supplied by the Patent Office without charge to any- 
one requesting it. Between April 1953 and October 1958, 
197,500 copies of this pamphlet were distributed. The 
Patent Office is now engaged in preparing for publication 
a new pamphlet, ‘“‘Basic Patent Information for In- 
ventors,’’ which will give similar information and likewise 
will be distributed free of charge to libraries and to in- 
dividuals upon request (JA 55-6; Exs. N, O to Watson 
affidavit). 

The Patent Office also publishes a ‘‘Roster of Attorneys 
and Agents Registered to Practice Before the U. S. Patent 
Office’? which lists the names and addresses of all reg- 
istered Patent Office practitioners. Copies of this roster 
are distributed without charge to college, university, and 
public libraries, and the public may purchase copies from 
the Government Printing Office for $1 each. In addition, 
if an inventor requests information about registered pat- 
ent attorneys and agents in a particular area, the Patent 
Office furnishes him without charge the names of practi- 
tioners having offices in that area. The Patent Office is 
now engaged in preparing for publication a new pamphlet, 
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‘<Patent Attorneys and Agents Available to Represent In- 
ventors Before the United States Patent Office Arranged 
by States.”” This will be distributed to the public in the 
same manner as the roster of attorneys and agents (JA 
56-7; Ex. P to Watson Affidavit). 


Proceedings in the court below. Appellees (defendants 
below) filed a motion to dismiss the complaint or, in the 
alternative, for summary judgment (JA 42). Appellant 
filed motions for summary judgment and for a preliminary 
injunction (JA 62, 101). The District Court heard all 
motions together and held that the challenged rule is au- 
thorized by law and does not violate any constitutional 
right of appellant. Accordingly, the District Court denied 
appellant’s motion for summary judgment and dismissed 
the complaint. The court found it unnecessary to rule on 
appellant’s motion for a preliminary injunction or on 
appellees’ motion for summary judgment (JA 107). 


STATUTES AND REGULATIONS INVOLVED 
35 U.S.C. 6, 31, 32 provide: 


§ 6. Duties of Commissioner. 


The Commissioner, under the direction of the Secre- 
tary of Commerce, shall superintend or perform all 
duties required by law respecting the granting and 
issuing of patents and the registration of trademarks ; 
and he shall have charge of property belonging to the 
Patent Office. He may, subject to the approval of the 
Secretary of Commerce, establish regulations, not in- 
consistent with law, for the conduct of proceedings in 
the Patent Office. (July 19, 1952, ch. 950, § 1, 66 
Stat. 793.) 


§ 31. Regulations for agents and attorneys. 


The Commissioner, subject to the approval of the 
Secretary of Commerce, may prescribe regulations 
governing the recognition and conduct of agents, at- 
torneys, or other persons representing applicants or 
other parties before the Patent Office, and may re- 
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quire them, before being recognized as representa- 
tives of applicants or other persons, to show that they 
are of good moral character and reputation and are 
possessed of the necessary qualifications to render to 
applicants or other persons valuable service, advice, 
and assistance in the presentation or prosecution of 
their applications or other business before the Office. 
(July 19, 1952, ch. 950, § 1, 66 Stat. 795.) 


§ 32. Suspension or exclusion from practice. 


The Commissioner may, after notice and oppor- 
tunity for a hearing, suspend or exclude, either gen- 
erally or in any particular case, from further practice 
before the Patent Office, any person, agent, or attor- 
ney shown to be incompetent or disreputable, or guilty 
of gross misconduct, or who does not comply with the 
regulations established under section 31 of this title, 
or who shall, by word, circular, letter, or advertising, 
with intent to defraud in any manner, deceive, mis- 
lead, or threaten any applicant or prospective appli- 
cant, or other person having immediate or prospec- 
tive business before the Office. The reasons for any 
such suspension or exclusion shall be duly recorded. 
The United States District Court for the District of 
Columbia, under such conditions and upon such pro- 
ceedings as it by its rules determines, may review the 
action of the Commissioner upon the petition of the 
person so refused recognition or so suspended or ex- 
cluded. (July 19, 1952, ch. 950, § 1, 66 Stat. 795.) 


Section 1.345 of the Rules of Practice of the Patent 
Office in Patent Cases, effective July 1, 1959, provides: 


§ 1345 Advertising. (a) The use of aWvertising, 
circulars, letters, cards, and similar material to solicit 
patent business, directly or indirectly, is forbidden as 
unprofessional conduct, and any person engaging in 
such solicitation, or associated with or employed by 
others who so solicit, shall be refused recognition to 
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practice before the Patent Office or may be suspended, 
excluded or disbarred from further practice. 


(b) The use of simple professional letterheads, 
calling cards, or office signs, simple announcements 
necessitated by opening an office, change of associa- 
tion, or change of address, distributed to clients and 
friends, and insertion of listings in common form (not 
display) in a classified telephone or city directory, 
and listings and professional cards with biographical 
data in standard professional directories shall not be 
considered a violation of this rule. 


(c) No agent shall, in any material specified in para- 
graph (b) of this section or in papers filed in the 
Patent Office, represent himself to be an attorney, 
solicitor or lawyer. (22 F.R. 6898; 23 F.R. 6199, 8622; 
24 F.R. 1419). 


SUMMARY OF ARGUMENT 


1. This action is premature and fails to present a justi- 
ciable controversy. The rule prohibiting Patent Office 
practitioners from soliciting business by advertising is not 
yet in effect and there is no allegation that the Commis- 
sioner of Patents has threatened to apply disciplinary sanc- 
tions against appellant even when the rule does go into 
effect. In any event, Congress has specifically provided an 
adequate judicial remedy by way of suit in the District 
Court by which appellant may challenge the vididity of 
the rule if it is subsequently applied against him (35 
U.S.C. 32). This statutory remedy is exclusive and pre- 
cludes this premature action. The Administrative Pro- 
cedure Act does not dispense with the necessity of a justi- 
ciable controversy in the traditional sense and does not 
create a judicial remedy where, as here, Congress has pre- 
seribed an adequate one. 


2. Appellant has failed to exhaust his administrative 
remedy. If appellant should choose to violate the rule 
after it goes into effect, the only sanction which could be 
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applied against him would be suspension or exclusion from 
further practice before the Patent Office. That sanction 
could be applied only after notice and opportunity for 
hearing (35 U.S.C. 32). The Rules of Practice in Patent 
Cases provide a fair and adequate administrative remedy, 
in accordance with the Administrative Procedure Act, in 
which appellant could present any defense he chooses if 
disbarment proceedings should be brought against him. 
The Court will not permit appellant to short-cut this ade- 
quate administrative remedy. 


3. The challenged rule is authorized by 35 U.S.C. 6, 31, 
32, which authorize the Commissioner to ‘‘establish regu- 
lations, not inconsistent with law, for the conduct of pro- 
ceedings in the Patent Office’’ and ‘‘regulations governing 
the recognition and conduct of agents, attorneys, or other 
persons representing applicants or other parties before 
the Patent Office’’ and to exclude from practice before the 
Patent Office any person who does not comply with such 
regulations prescribed by the Commissioner. 

The prosecution of patent applications before the Pat- 
ent Office is a specialized, technical, and complicated pro- 
cedure which requires professional skill and ability com- 
parable to that required of the legal and other professions. 
It is not unreasonable for the Commissioner of Patents, 
therefore, to require practitioners to observe the same 
high standards of professional conduct (which prohibit ad- 
vertising for business) as are required of the legal, medi- 
cal, and similar professions. Many other government ad- 
ministrative agencies prohibit advertising as incompatible 
with standards of professional conduct. The great bulk of 
Patent Office practitioners recognize that advertising for 
business is incompatible with such standards of profes- 
sional conduct, for over 96% of them have for years volun- 
tarily refrained from soliciting business by advertising. 
This Court will not substitute its judgment for that of the 
Commissioner of Patents that it is in the public interest to 
require Patent Office practitioners to observe those stand- 
ards of professional conduct which are accepted in the 
other learned professions. 
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The fact that Congress has specifically prohibited Pat- 
ent Office practitioners from engaging in fraudulent ad- 
vertising (35 U.S.C. 32) does not impliedly limit the au- 
thority given the Commissioner by 35 U.S.C. 6, 31, to 
promulgate regulations prohibiting nonfraudulent adver- 
tising. Congress left to the discretion of the Commis- 
sioner the specification of grounds for disbarment from 
Patent Office practice other than those specifically pre- 
seribed by Congress. This construction is supported by 
the administrative interpretation by several other govern- 
ment agencies of essentially identical statutes. The fact 
that for many years the Patent Office has not made non- 
fraudulent advertising a ground for disbarment of prac- 
titioners indicates merely an exercise of discretion by the 
Commissioner of Patents not to do so, not an interpreta- 
tion that the statute does not authorize him to do it. 

Similarly, the statutory prohibition against the use of 
names of the members of Congress or government officials 
in advertising for business before government depart- 
ments (5 U.S.C. 101) is not an implied limitation on the 
authority of the Commissioner to prohibit advertising for 
business. 


4. The rule prohibiting solicitation of business by ad- 
vertising is not inconsistent with the constitutional patent 
power. Whether such rule will hinder the progress of 
science (the objective of the constitutional patent power) 
is a policy matter for decision by Congress (or its dele- 
gatee, the Commissioner of Patents), not the courts. If 
appellant feels aggrieved by the Commissioner’s policy 
decision, his remedy is before Congress, not the courts. 


5. Appellant’s First Amendment contention is disposed 
of by the many cases in which the Supreme Court has 
sustained prohibitions of commercial advertising by pro- 
fessional groups and others against constitutional chal- 
lenges. 
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ARGUMENT 
L 
THE ACTION IS PREMATURE AND DOES NOT PRESENT A 
JUSTICIABLE CONTROVERSY 

Although the District Court dismissed the complaint on 
the ground that the challenged rule is valid, we feel obli- 
gated to present to this Court our view that the complaint 
does not present a justiciable controversy. 

The complaint was filed October 15, 1958 (JA 3). At 
that time the rule was not to become effective until Janu- 
ary 1, 1959 (23 F.R. 6199). The Secretary of Commerce 
has since postponed the effective date of the rule until 
July 1, 1959 (24 F.R. 1419). Hence, the rule could not 
have been apphed to appellant when he filed his complaint 
and cannot be applied to him now. 

We submit that these circumstances do not constitute 
the immediate, specific, actual controversy which is the 
constitutional prerequisite for the exercise of the judicial 
function. International Longshoremen’s and Warehouse- 
men’s Union v. Boyd, 347 U.S. 222; Eccles v. Peoples Bank 
of Lakewood Village, 333 U.S. 426, 431-2, 434; United 
Public Workers v. Mitchell, 330 U.S. 75, 89-91; Public 
Service Commission of Utah v. Wycoff Company, 344 US. 
237, 240-6. The test of justiciability is as strict for a dec- 
laratory judgment as it is for injunctive relief. Alabama 
State Federation of Labor v. McAdory, 325 U.S. 450, 461; 
United States v. West Virginia, 295 US. 463, 475; Coffman 
v. Breeze Corporations, 323 U.S. 316, 323-5; Great Lakes 
Dredge & Dock Co. v. Huffman, 319 U.S. 293, 299-30. See 
also Skelly Oil Co. v. Phillips Petroleum Co., 339 U.S. 
667, 671-2; Public Service Commission of Utah v. Wycoff 
Company, 344 U.S. 237, 241-3; International Longshore- 
men’s and Warehousemen’s Union v. Boyd, 347 U.S. 222. 

Even if the rule were now in effect, appellant would not 
be entitled to maintain the action under the present cir- 
cumstances. The complaint does not allege any threat by 
appellees to impose upon appellant the only sanction pro- 
vided for engaging in prohibited advertising, ie. exclu- 
sion from further practice before the Patent Office (35 
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U.S.C. 32; par. (a) of the Rule, set forth at p. 9 above). 

Whether appellant will choose to engage in prohibited 
advertising after the rule goes into effect, and if so, 
whether the Commissioner of Patents will institute ad- 
ministrative proceedings, with notice and hearing, to deter- 
mine whether appellant will have violated the rule, and if 
so, whether the disbarment sanction will be applied against 
appellant are all as yet speculative and hypothetical 
matters. The Commissioner might impose only a token 
sanction, which would enable appellant to litigate the va- 
lidity of the rule without running any risk of substantial 
injury to his business. Or the Commissioner might defer 
the effective date of any sanction until the validity of the 
rule is litigated. 

Furthermore, even if all of these contingencies should 
ocour, the statute (35 U.S.C. 32) specifically gives appel- 
lant an adequate judicial remedy by way of suit in the dis- 
trict court by which he may challenge the validity of the 
rule. See Kingsland v. Dorsey, 338 U.S. 318; Cupples v. 
Marzall, 101 F. Supp. 579 (D.D.C.), affirmed per curiam, 
Cupples v. Watson, 204 F. 2d 58, 92 U.S. App. D.C. 166. 
And in any such proceeding the District Court would have 
authority to stay the effectiveness of the sanction pending 
the htigation. 

The existence of this statutory mode of judicial review 
of any sanction which may be imposed by the Commis- 
sioner precludes the maintenance of the present premature 
action. Aircraft & Diesel Equipment Corp. v. Hirsch, 331 
U.S. 752, 775-81; Rescue Army v. Municipal Court of Los 
Angeles, 331 U.S. 549, 584; Coffman v. Breeze Corpora- 
tions, 323 U.S. 316, 322-3; Anniston Manufacturing Co. v. 
Davis, 301 U.S. 337, 357; Sunshine Anthracite Coal Co. v. 
Adkins, 310 U.S. 381, 404. ‘‘[T]he specification [by Con- 
gress] of one remedy normally excludes another.’’? Switch- 
men’s Union v. National Mediation Board, 320 U.S. 297, 
301. That principle was specifically applied by this Court 
with respect to the right to practice before the Patent 
Office. Cupples v. Watson, 204 F. 2d 58, 92 U.S. App. 
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D.C. 166, affirming Cupples v. Marzall, 101 F. Supp. 579 
(D.D.C.). 

The District Court’s Local Civil Rule 95, adopted pur- 
suant to 35 U.S.C. 32, likewise recognizes that judicial re- 
view of Patent Office rules regulating the conduct of prac- 
titioners and providing for disciplinary sanctions is avail- 
able only after such sanctions have been applied in a par- 
ticular case. Local Civil Rule 95 provides that a practi- 
tioner suspended or excluded from practice before the 
Patent Office may file his petition in the District Court 30 
days after the Commissioner’s order and that the practi- 
tioner shall file with that Court ‘‘a certified copy of the 
record and proceedings before the Patent Office, which 
shall constitute the sole basis for the court’s review.”’ 

Appellant contends that he should not be put to the 
choice of either (1) foregoing advertising when the rule 
goes into effect, with the alleged serious and deleterious 
effect on his Patent Office practice, or (2) continuing to 
advertise, with the risk that he will be disbarred from prac- 
tice before the Patent Office if the validity of the rule is 
ultimately sustained. 

In the first place, the Court will read the extravagant 
allegations of the complaint in the light of the fact that 
appellant has, in his trademark practice, managed to live 
with the equivalent prohibition against advertising for such 
business and the fact that over 98% of the lawyers and 
over 96% of the non-lawyers registered as Patent Office 
practitioners have for years engaged in Patent Office prac- 
tice without advertising (JA 15, 54). In any event, it is 
well established that a risk of injury to one’s business or 
means of livelihood is not ground for the courts’ under- 
taking to resolve a hypothetical, contingent issue and short 
cutting an adequate judicial remedy prescribed by Con- 
gress. Similar risks were held inadequate in the cases dis- 
cussed at pages 13-4, above. And see Allen v. Grand 
Central Aircraft Co., 347 U.S. 535, 540. Indeed, even the 
graver risk of criminal punishment does not suffice for that 
purpose. Douglas v. City of Jeannette, 319 U.S. 157, 162- 
5; Watson v. Buck, 313 U.S. 387, 398-401; Spielman Motor 
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Sales Co. v. Dodge, 295 US. 89, 95-7. If appellant chooses 
to violate the rule after it goes into effect and adminis- 
trative sanctions are imposed upon him and the validity 
of the rule is ultimately sustained, he ‘‘could not complain 
of penalties which would have been but the consequence of 
[his] violation of a valid [regulation].”’ Douglas case, 
supra, at page 165. 

In a similar situation the Court of Appeals of Maryland 
held that a suit by a naturopath, who could not be licensed 
to practice medicine in Maryland and who was subject to 
criminal prosecution for the unlawful practice of medicine, 
for a declaratory judgment and an injunction against such 
prosecution failed to state a justiciable controversy, where 
the state authorities had not taken or threatened to take 
action against the plaintiff. Hitchcock v. Kloman, 196 Md. 
351, 76 A. 2d 582. 

Appellant’s invocation of the judicial review provision 
of the Administrative Procedure Act (5 U.S.C. 1009) does 
not help his case. That Act provides judicial review only 
to one ‘‘suffering legal wrong because of any agency action, 
or adversely affected or aggrieved by such action within 
the meaning of any relevant statute’’ and limits such re- 
view to “‘any special statutory review proceeding rele- 
vant to the subject matter’? except where the statutory 
remedy is ‘‘inadequate.’? The Act does not dispense with 
the necessity for a justiciable controversy in the tradi- 
tional sense. Kansas City Power & Light Company v. 
McKay, 225 F. 2d 924, 931-3, 96 U.S. App. D.C. 273, 280-2. 
And see Blackmar v. Guerre, 342 U.S. 512, 515-6. Nor 
does the Administrative Procedure Act create a judicial 
remedy where, as here, Congress has prescribed an ade- 
quate one. Aktiebolaget Bofors v. United States, 194 F. 
2d 145, 149, 90 U.S. App. D.C. 92, 96; Almour v. Pace, 193 
F. 2d 699, 90 U.S. App. D.C. 63. . 

The present case is not like Columbia Broadcasting Sys- 
tem v. United States, 316 U.S. 407, where a broadcasting 
network was held to be entitled to challenge the validity of 
a regulatory order of the Federal Communications Commis- 
sion in advance of the imposition by the Commission of 
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sanctions for violation of the order. There the mere exist- 
ence of the order was imposing irreparable injury upon 
the network because its affiliated broadcasting stations were 
already canceling their contracts with the network. Fur- 
thermore, the network had no other remedy which it would 
be able to pursue to adjudicate the validity of the order, 
since any sanction would be imposed on the broadcasting 
stations, not the network. 

Nor is this case like Ex parte Young, 209 U.S. 123, where 
the challenged statute made each day’s violation a sepa- 
rate criminal offense and imposed cumulative punishments 
of fines and imprisonments in such great amounts that the 
plaintiff’s officers and employees would be unwilling to 
violate the statute to provide a test case. 

The other cases relied on by appellant to establish a 
justiciable controversy are distinguishable. United States 
v. Baltimore & Ohio Railroad Co., 293 U.S. 454, and The 
Assigned Car Cases, 274 U.S. 564, were statutory proceed- 
ings to review orders of the Interstate Commerce Com- 
mission. There, the plaintiff railroads first resorted to 
their administrative remedy before the Interstate Com- 
merce Commission and then resorted to the specific judi- 
cial remedy prescribed by Congress. Appellant here has 
not done either. 

In Truax v. Raich, 239 U.S. 33, imminent irreparable in- 
jury to the plaintiff was shown by the fact that the state 
prosecutor was actually enforcing the challenged statute 
by having the plaintiff’s employer arrested. Furthermore, 
the plaintiff there had no administrative or legal remedy, 
since the sanctions of the statute were applicable not to him 
but to his employer. Here, by contrast, appellees have not 
threatened to invoke the sanctions of the rule against ap- 
pellant; he has an administrative remedy before the Com- 
missioner of Patents in the event any effort should be made 
to enforce the rule against him; and if any sanction for vio- 
lation of the rule should be imposed upon him, he has an 
explicit statutory mode of judicial review (35 U.S.C. 32) 
which he is trying to short-circuit by this action. 
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In Terrace v. Thompson, 263 U.S. 197, the state attorney 
general had actually threatened to enforce the challenged 
statute against the plaintiff, and the plaintiff had no ad- 
ministrative remedy. Packard v. Banton, 264 U.S. 140; 
Toomer v. Witsell, 334 U.S. 385; and Hynes v. Grimes 
Packing Co., 337 U.S. 86, are distinguishable on the same 
grounds. 

Petroleum Exploration, Inc. v. Public Service Commis- 
sion, 304 U.S. 209, supports our position rather than 
appellant’s. In that case the Supreme Court affirmed the 
dismissal of a complaint to enjoin a public service com- 
mission from investigating the plaintiff’s gas rates where, 
as here, the plaintiff had an administrative remedy and a 
statutory mode of judicial review of any order which the 
commission might enter. The fact that the pursuit of 
such remedies would be costly to the plaintiff was held not 
to make out a case of irreparable injury. 

Finally, Denton v. City of Carrollton, Georgia, 235 F. 2d 
481 (C.A. 5), involved a statute imposing cumulative 
penalties so great as to prevent the plaintiff from challeng- 


ing the validity of the statute except by injunction, which 
thus brought the case within the rule of Ex parte Young, 
209 U.S. 123. 

Accordingly, we submit that the dismissal of the com- 
plaint was proper, on the ground that the action is pre- 
mature and fails to present a justiciable controversy. 


1 


APPELLANT CANNOT MAINTAIN THIS ACTION BECAUSE HE 
HAS FAILED TO EXHAUST HIS ADMINISTRATIVE REMEDY 
The only sanction which could be applied against appel- 

lant for violation of the rule would be suspension or exclu- 

sion from further practice before the Patent Office. That 
sanction could be aplied only ‘‘after notice and oppor- 
tunity for a hearing ...’? (35 U.S.C. 32). The Rules of 

Practice in Patent Cases provide that in proceedings for 

suspension, disbarment, or exclusion from practice the 

practitioner shall be given written notice of the proceed- 
ings, with a statement of the charges; that he shall have 
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an opportunity to answer the charges under oath; that 
unless the answer is sufficient to dispose of the charges a 
hearing will be held at which evidence may be submitted; 
that depositions may be taken if appropriate; and that 
the proceedings shall be in accordance with the Administra- 
tive Procedure Act (37 O.F.R. (1949 ed.) § 1.348). 
Accordingly, after the rule goes into effect, appellant 
will have what is obviously a fair and adequate administra- 
tive remedy in which he can present any defense he chooses 
in any disbarment proceedings which may be brought 
against him. In bringing this action appellant is seeking 
to short-circuit completely his administrative remedy. 
That he may not do. Until he has exhausted that admin- 
istrative remedy, it would be premature for this Court to 
rule on his contentions of statutory interpretation and 
constitutionality. Allen v. Grand Central Aircraft Co., 347 
U.S. 535, 540, 553; Aircraft and Diesel Equipment Corp. 
v. Hirsch, 331 U.S. 752, 767, 772; Macauley v. Waterman 
Steamship Corp., 327 U.S. 540. And see the following de- 
cisions in which this Court has held that exhaustion of 
one’s administrative remedy is a condition precedent to the 
institution of judicial proceedings. New York & Cuba 
Mail Steamship Company v. Weeks, 254 F. 2d 349, 103 
U.S. App. D.C. 12; United Electrical, Radio and Machine 
Workers v. Brownell, 232 F. 2d 687, 98 U.S. App. D.C. 130; 
National Lawyers Guild v. Brownell, 225 F. 2d 552, 96 
U.S. App. D.C. 252; Robeson v. Dulles, 235 F. 2d 810, 98 
U.S. App. D.C. 313; Green v. Baughman, 214 F. 2d 878, 
94 U.S. App. D.C. 291; National Enforcement Commission 
v. Slim Olsen, 221 F. 2d 92, 95 U.S. App. D.C. 218. 
Goldsmith v. United States Board of Tax Appeals, 
270 U.S. 117, 123, is directly applicable here. In that 
case the Court held that an applicant for admission to 
practice before the former Board of Tax Appeals could not 
bring an action to challenge the Board’s adverse ruling 
when he had failed to pursue the administrative remedy 
before the Board. See also, Phillips v. Ballinger, 37 App. 
D.C. 46, 52. The judicial review provisions of the Ad- 
ministrative Procedure Act likewise require prior exhaus- 
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tion of an available administrative remedy. Federal 
Power Commission v. Colorado Interstate Gas Co., 348 
U.S. 492, 499-500. 

Accordingly, appellant’s failure to pursue the adminis- 
trative remedy before the Patent Office, which will be 
available to him in the event he is charged with violation 
of the rule, is an additional ground for affirming the dis- 
missal of the complaint. 


Tr. 
THE CHALLENGED RULE IS AUTHORIZED BY STATUTE 


Congress has granted the Commissioner of Patents broad 
powers with respect to the administration of the Patent 
Office, including the recognition, conduct, and disciplining 
of Patent Office practitioners. The Commissioner is au- 
thorized to ‘‘establish regulations, not inconsistent with 
law, for the conduct of proceedings in the Patent Office’’ 
and ‘“‘regulations governing the recognition and conduct 
of agents, attorneys, or other persons representing appli- 
cants or other parties before the Patent Office .. .”’ (35 
U.S.C. 6, 31). Furthermore, the Commissioner is spe- 
cifically authorized, ‘‘after notice and opportunity for a 
hearing, [to] suspend or exclude, either generally or in 
any particular case, from further practice before the Pat- 
ent Office any person, agent, or attorney... who does not 
comply with the regulations established under section 31 
of this title . . .”” (35 U.S.C. 32). 

The burden which appellant has assumed in attacking 
the validity of the rule is a heavy one. That rule ‘‘should 
not be disregarded or annulled unless, in the judgment of 
the court, it is plainly and palpably inconsistent with law. 
Those who insist that such a regulation is invalid must 
make its invalidity so manifest that the court has no choice 
except to hold that the [Commissioner] has exceeded his 
authority and employed means that are not at all appro- 
priate to the end specified in the act of Congress.”’ Boske 
v. Comingore, 177 U.S. 459, 470. In United States ex rel. 
Wedderburn v. Bliss, 12 App. D.C. 485, 498, this Court 
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applied this principle to the Patent Office rules governing 
disbarment of practitioners. 

Even in the absence of express statutory authority the 
Patent Office.would have implied authority to regulate the 
professional conduct of those who practice before it. Gold- 
smith v. United States Board of Tax Appeals, 270 U.S. 
117; Herman v. Dulles, 205 F. 2d 715, 92 U.S. App. D.C. 
303. 

Appellant, therefore, cannot prevail unless he can estab- 
lish that the prohibition against advertising by practition- 
ers either (1) has no rational relationship to the public 
interest in the maintenance of high standards of profes- 
sional conduct by practitioners, or (2) is in clear conflict 
with some statutory provision. 


1. Practice before the Patent Office is a professional 
practice, and the prohibition against advertising by practi- 
tioners is in accordance with generally accepted standards 
of professional conduct. There can be no doubt that the 
prosecution of patent applications before the Patent Office 
is a specialized, technical, and complicated procedure which 
requires professional skill and ability comparable to that 
required of the legal and other professions (see pp. 4, 5, 
supra). ‘‘The specification and claims of a patent, par- 
ticularly if the invention be at all complicated, constitute 
one of the most difficult legal instruments to draw with 
accuracy ...’? Topliff v. Topliff and Another, 145 US. 
156, 171. An inventor seeking a patent must place com- 
plete reliance upon the ability and integrity of the prac- 
titioner he selects. The Patent Office practitioner thus 
has, compatibly with his professional status, not only the 
duty to serve his clients faithfully and skillfully but also 
the duty to the Patent Office and the public to conduct his 
practice with complete integrity in furtherance of our 
patent system (see p. 5, above). 

The courts have recognized the professional nature of 
practice before the Patent Office and the public interest in 
the maintenance of high professional standards by its 
practitioners. Kingsland v. Dorsey, 338 U.S. 318; Baum- 
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gardner v. Hudson, 277 Fed. 552, 555, 51 U.S. App. D.C. 
150, 153; Garfield v. United States ex rel. Stevens, 32 App. 
D.C. 109, 140; Water Hammer Arrester Corporation v. 
Tower, 66 F. Supp. 732, 737-8 (E.D. Wis.), affirmed, 156 
F. 2d 775 (C.A. 7). See also, Goldsmith v. United States 
Board of Tax Appeals, 270 U.S. 117, 121, and Herman v. 
Dulles, 205 F. 2d 715, 92 U.S. App. D.C. 303, indicating 
the professional character of practice before other adminis- 
trative bodies comparable to the Patent Office. 

Congress has made the Commissioner of Patents pri- 
marily responsible for the maintenance of high profes- 
sional standards by Patent Office practitioners. Kingsland, 
Garfield, Goldsmith cases, supra. 

The public interest in prohibiting advertising (even 
though truthful) by persons engaged in a professional 
practice is well stated in Semler v. Oregon State Board of 
Dental Examiners, 294 U.S. 608, 612: 


. .. The legislature was not dealing with traders in 
commodities, but with the vital interest of public health, 
and with a profession treating bodily ills and demand- 
ing different standards of conduct from those which 
are traditional in the competition of the market place. 
The community is concerned with the maintenance of 
professional standards which will insure not only com- 
petency in individual practitioners, but protection 
against those who would prey upon a public peculiarly 
susceptible to imposition through alluring promises 
of physical relief. And the community is concerned 
in providing safeguards not only against deception, 
but against practices which would tend to demoralize 
the profession by forcing its members into an un- 
seemly rivalry which would enlarge the opportunities 
of the least scrupulous. What is generally called the 
“tethies’’ of the profession is but the consensus of ex- 
pert opinion as to the necessity of such standards. 


The prohibition of advertising by Patent Office practi- 
tioners is in accordance with the standards of professional 
conduct applicable to such comparable professional groups 
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as lawyers, doctors, dentists, architects, and certified pub- 
lic accountants, all of which prohibit advertising (JA 
48-9). Similarly, many other Government administrative 
agencies, the practitioners before which have a status com- 
parable to that of Patent Office practitioners, prohibit ad- 
vertising, as being incompatible with proper standards of 
professional conduct: Trademark practice before the Pat- 
ent Office (37 C.F.R. (1949 ed., 1957 Supp.) § 2.14(a)(b)); 
the Treasury Department (31 C.F.R. (1949 ed.) § 10.2(v)); 
the Veterans Administration (38 C.F.R. (1956 rev.) § 
14.649) ; the Department of the Interior (48 C.F.R. (1954 
rev.) § 1.7(a)); the Interstate Commerce Commission (49 
C.F.R. (1949 ed., 1957 Supp.) Chap. 1, Part 1, App. A, § 
32); the Federal Trade Commission (15 U.S.C.A. (1958 
Cum. Ann. Pock. Part) § 2.41, Rule 29(d)); the Immigra- 
tion and Naturalization Service (8 C.F.R. (Rev. of Jan. 1, 
1958) § 292.6(e)); the Post Office Department (39 C.F.R. 
(1955 rev.) § 202.6(e)); the Tax Court (26 U.S.C. (1952 
ed., Supp. V) 7453, Rule 2); and the Department of Agri- 
culture (7 C.F.R. (1953 rev.) § 1.26(a)(1)). 

Furthermore, the fact that adoption of the challenged 
rule was supported by the great majority of Patent Office 
practitioners and their professional associations (the 
American Patent Law Association, many state and city 
patent law and bar associations, and the American Bar 
Association) and the fact that over 96% of all registered 
Patent Office practitioners have voluntarily refrained from 
advertising (see pp. 2, 3, 6, supra) furnish convincing 
evidence that advertising is not considered by such prac- 
titioners to be in accordance with acceptable standards of 
professional conduct. Conversely, it is significant that ex- 
cept for fourteen individual and firm practitioners, the 
only opposition to the rule came from the magazines for 
which such advertising is a substantial source of income 
and associations of publishers and advertising agents (see 
p. 3, supra). These magazines and associations are, of 
course, concerned with the revenue they derive from such 
advertising, not the maintenance of high standards of pro- 
fessional conduct by Patent Office practitioners. 
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The Courts have repeatedly ruled that lawyers are not 
engaged in a trade; that the confidential relationship exist- 
ing between them and their clients is quite different from 
the arm’s-length relationship between a business concern 
and its customers; that advertising methods used by busi- 
nesses are ‘‘utterly abhorrent to professional notions or 
standards’’; and that advertising by attorneys warrants 
their disbarment or other disciplinary measures. In the 
Matter of Adolph M. Schwarz, 175 App. Div. (N-Y.) 335, 
342, 195 App. Div. (N.Y.) 194, 197, affirmed, 231 N.Y. 642, 
132 N_E. 921; In the Matter of Samuel E. Neuman, 169 
App. Div. (N.Y.) 638, 640-1; In the Matter of Maz Waldo 
Cohen, 261 Mass. 484, 159 N.E. 495; Barton v. State Bar 
of California, 209 Cal. 677, 681-3, 289 Pac. 818, 819-20; 
In re Disbarment of Oliensis, 26 Pa. Dist. Rep. 853, 861; 
People v. MacCabe, 18 Col. 186, 32 Pac. 280; People v. 
Goodrich, 79 Ill. 148, 153. Considering that lawyers and 
Patent Office practitioners perform comparable functions 
and have essentially the same professional status, it is 
reasonable for the Commissioner of Patents to hold Patent 
Office practitioners to the same professional standards with 
respect to advertising as have long been applicable to 
lawyers. 

This Court will certainly not undertake to substitute its 
judgment for that of the Commissioner of Patents that to 
apply to Patent Office practitioners the same high stand- 
ards of professional conduct with respect to advertising 
as are applied to the other learned professions will fur- 
ther the policy and objectives of the patent laws. 

As stated in Phelps Dodge Corp. v. National Labor Re- 
lations Board, 313 U.S. 177, 194: 


. . - But in the nature of things Congress could not 
catalogue all the devices and stratagems for circum- 
venting the policies of the Act. Nor could it define 
the whole gamut of remedies to effectuate these poli- 
cies in an infinite variety of specific situations. Con- 
gress met these difficulties by leaving the adaptation 
of means to end to the empiric process of admin- 
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istration. The exercise of the process was committed 
to the Board, subject to limited judicial review. Be- 
cause the relation of remedy to policy is peculiarly a 
matter for administrative competence, courts must not 
enter the allowable area of the Board’s discretion and 
must guard against the danger of sliding unconsciously 
from the narrow confines of law into the more spacious 
domain of policy... . 


See also American Power & Light Co. v. Securities & Ex- 
change Commission, 329 U.S. 90, 112, 118; Securities & Ex- 
change Commission v. Chenery Corporation, 332 U.S. 194, 
207. This Court will not, we submit, say that the judg- 
ment of the Commissioner of Patents on this policy matter 
was ‘‘not one that a fair-minded tribunal with specialized 
knowledge could have reached,’’ and hence will not invali- 
date the rule. Secretary of Agriculture v. Central Roig 
Refining Co., 338 U.S. 604, 614. 

Accordingly, there can be no doubt that the prohibition 
of advertising by Patent Office practitioners is a reason- 
able exercise of the discretion vested by Congress in the 
Commissioner of Patents to ‘‘prescribe regulations gov- 
erning the recognition and conduct of agents, attorneys, or 
other persons representing applicants or other parties be- 
fore the Patent Office .. .’’ (35 U.S.C. 31). 


2. The provision in 35 U.S.C. 32 authorizing the Com- 
missioner of Patents to disbar practitioners who engage in 
fraudulent advertising does not negative the Commission- 
er’s authority to promulgate the challenged rule. Appel- 
lant contends that Congress, in specifically authorizing the 
Commissioner of Patents to suspend or exclude from prac- 
tice before the Patent Office practitioners who engage in 
‘‘advertising, with intent to defraud in any manner, de- 
ceive, mislead, or threaten any applicant ...’’ (35 U.S.C. 
32), impliedly limited the authority given the Commis- 
sioner by 35 U.S.C. 6, 31 to promulgate regulations, so as 
not to permit him to prohibit nonfrandulent advertising. 
Appellant argues that these sections ‘‘permit’’ advertising 
by Patent Office practitioners. If appellant is arguing 
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that these provisions of the patent laws do not in and of 
themselves prohibit Patent Office practitioners from adver- 
tising, of course we agree; but that is not the issue here. 
The question is whether 35 U.S.C. 6, 31, authorize the Com- 
missioner of Patents to prohibit solicitation of Patent 
Office business by advertising as an exercise of the Com- 
missioner’s statutory authority to ‘‘establish regulations, 
not inconsistent with law, for the conduct of proceedings 
in the Patent Office’? and to ‘‘prescribe regulations gov- 
erning the recognition and conduct of agents, attorneys, 
or other persons representing applicants or other parties 
before the Patent Office. .. .”’ 

35 U.S.C. 32 (set forth at p. 9, supra) specifies four 
separate grounds for disbarring a Patent Office practi- 
tioner: (1) incompetency or disreputability, (2) gross 
misconduct, (3) fraudulent advertising, and (4) noncom- 
pliance with regulations governing the recognition and 
conduct of practitioners. Thus, Congress itself specified 
three grounds for disbarment and left it in the discretion 
of the Commissioner of Patents to specify any other ap- 
propriate grounds. The specification of these three 
grounds by Congress does not in any way limit the Com- 
missioner’s discretion to specify other grounds. The Con- 
gressional specification of fraudulent advertising as a 
ground for disbarment does not constitute an approval of 
nonfraudulent advertising. Whether or not the latter 
should be prohibited was left by Congress to the discre- 
tion of the Commissioner, in whom Congress vested the 
primary responsibility for ‘‘governing the recognition and 
conduct of agents, attorneys, or other persons represent- 
ing applicants or other parties before the Patent Office 

..”? (35 U.S.C. 31). 

There is substantial administrative interpretation to 
support this construction. The Treasury statute (5 U.S.C. 
261)? is essentially identical with 35 U.S.C. 31, 32, since it 


2§ 261. Rules for government of agents representing claimants. 

The Secretary of the Treasury may prescribe rules and regulations govern- 
ing the recognition of agents, attorneys, or other persons representing claim- 
ants before his department, and may require of such persons, agents, and 
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authorizes the Secretary to disbar any practitioner who 
engages in fraudulent advertising or who refuses to com- 
ply with regulations governing the recognition of practi- 
tioners before that department. Under this statute the 
Secretary of the Treasury has issued regulations prohibit- 
ing practitioners from soliciting employment ‘‘in any man- 
ner whatsoever’? (31 C.F.R. (1949 ed.) § 10.2(v)). 
Under the Veterans Administration statute (38 U.S.C. 
102),? which is also essentially identical with 35 U.S.C. 32 
in its prohibition of fraudulent advertising, the Admin- 
istrator has issued regulations making the solicitation of 


attorneys, before being recognized as representatives of claimants, that they 
shall show that they are of good character and in good repute, possessed of 
the necessary qualifications to enable them to render such claimants valuable 
service, and otherwise competent to advise and assist such claimants in the 
presentation of their cases. And such Secretary may after due notice and 
opportunity for hearings suspend, and disbar from further practice before 
his department any such person, agent, or attorney shown to be incompetent, 
disreputable, or who refuses to comply with the said rules and regulations, 
or who shall with intent to defraud, in any manner willfully and knowingly 
deceive, mislead, or threaten any claimant or prospective claimant, by word, 
circular, letter, or by advertisement. (July 7, 1884, ch. 334, § 3, 23 Stat. 258) 


3§102. Presentation of veterans’ claims by agents and attorneys ; rules and 
regulations, character requirements; determination and payment of fees; lime 
tation on fees. The Administrator of Veterans’ Affairs is authorized, under 
such rules and regulations as he may prescribe, to recognize agents and 
attorneys in the preparation, presentation, and prosecution of claims under 
statutes administered by the Veterans’ Administration, The rules and regu- 
lations prescribed by the Administrator of Veterans’ Affairs may require of 
such agents and attorneys, before being recognized as representatives of 
claimants, that they shall show that they are of good moral character and in 
good repute, possessed of the necessary qualifications to enable them to render 
such claimants valuable service, and otherwise competent to advise and assist 
such claimants in the presentation of claims, and the Administrator of Vet- 
erans’ Affairs may, after notice and opportunity for a hearing, suspend or 
exclude from further practice before the Veterans’ Administration any such 
agent or attorney shown to be, or to have been, engaged in unlawful, unpro- 
fessional, or dishonest practice, or guilty of disreputable conduct or who is 
incompetent, or who has violated or refused to comply with the laws admin- 
istered by the Veterans’ Administration, or with the laws, regulations, or 
instructions governing practice before the Veterans’ Administration, or who 
shall in any manner deceive, mislead, or threaten any claimant or prospective 
claimant by word, circular, letter or advertisement. . . . (June 29, 1936, 
ch, 867, title II, § 201, 49 Stat. 2032.) 





28 


business by advertising grounds for disbarment of practi- 
tioners (38 O.F.R. (1956 rev.) § 14.649). 

Again, under the essentially identical Department of the 
Interior statute (5 U.S.C. 493), which makes fraudulent 
advertising a ground for disbarment of practitioners, the 
Secretary of the Interior has issued regulations (43 C.F.R. 
(1954 rev.) § 1.7(a)) requiring practitioners to observe 
the Canons of Professional Ethics of the American Bar 
Association, which, of course, declare the solicitation of 
business by advertising to be unprofessional conduct for 
lawyers (JA 48-9) and the violation of which is ground 
for disbarment (see the cases cited at p. 24, supra). 

The promulgation by the Commissioner of Patents in 
1947, pursuant to 35 U.S.C. 6, 31, 32, of a Trademark Rule 
of Practice (37 C.F.R. (1949 ed., 1957 Supp.) § 2.14(a) 
(b)) essentially identical to the rule challenged here is an 
additional administrative interpretation in support of our 
construction of the Patent Office statute. 

This administrative construction of these statutes as 
authorizing a prohibition against the solicitation by prac- 
titioners of business by advertising is entitled to consid- 
erable weight. Federal Trade Commission v. Mandel 
Bros., Inc., — U.S. —, 79 S.Ct. 818; Federal Housing 
Administration v. The Darlington, Inc., 358 U.S. 84, 90; 
National Labor Relations Board v. Coca-Cola Bottling Co., 
350 U.S. 264, 269; United States v. Public Utilities Com- 


4§493. Agents or attorneys representing claimants before department. 
The Secretary of the Interior may prescribe rules and regulations governing 
the recognition of agents, attorneys, or other persons representing claimants 
before his department, and may require of such persons, agents, and attor- 
neys before being recognized as representatives of claimants, that they 
shall show that they are of good moral character and in good repute, possessed 
of the necessary qualifications to enable them to render such claimants valu- 
able service, and otherwise competent to advise and assist such claimants in 
the presentation of their claims and such Secretary may, after notice and 
opportunity for a hearing, suspend or exclude from further practice before 
his department any such person, agent, or attorney shown to be incompetent, 
disreputable, or who refuses to comply with the said rules and regulations, 
or who shall with intent to defraud in any manner, deceive, mislead, or 
threaten any claimant, or prospective claimant, by word, circular, letter, or 
by advertisement. (July 4, 1884, ch. 181, § 5, 23 Stat. 101.) 
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mission of California, 345 U.S. 295, 314-5; United States 
v. American Trucking Associations, 310 U.S. 534, 549. 

The fact that for many years the Patent Office did not 
make nonfraudulent advertising a ground for disbarment 
of practitioners indicates merely an exercise of discre- 
tion by the Commissioners of Patents not to do so, not an 
interpretation that the statute did not authorize them to do 
it. Baltimore & Ohio Ry. Co. v. Jackson, 353 U.S. 325, 
330-1; Shields v. Atlantic Coast Line R. Co., 350 U.S. 318, 
321-2; United States v. du Pont & Co., 353 U.S. 586, 590.° 

Appellant’s reliance upon a statement by former Com- 
missioner of Patents Butterworth in the record in United 
States ex rel. Wedderburn v. Bliss, 12 App. D.C. 485, that 
advertising by Patent Office practitioners is permissible 
is misplaced. At the time that statement was made, there 
was no rule of the Patent Office like the present one pro- 
hibiting solicitation of business by advertising, so, of 
course, such advertising was permissible. Commissioner 
Butterworth was merely discussing what was permissible 
under the then existing regulations, not whether the Com- 
missioner of Patents had authority to change the regula- 
tions so as to prohibit the solicitation of Patent Office 
business by advertising. 

The recodification of the patent laws in 1952 does not 
support appellant’s construction of 35 U.S.C. 6, 31, 32. 
That recodification did not effect any change in the patent 
laws with respect to the authority of the Commissioner 
of Patents to promulgate a rule prohibiting the solici- 
tation of Patent Office business by advertising. Mr. Fed- 
erico, the Examiner-in-Chief of the Patent Office, stated 
at the hearings that the enactment of the 1952 codification 
of Title 35 would not change the substance of the then 
existing patent law provisions relating to the authority of 
the Commissioner of Patents to establish regulations gov- 


SIt is true that at least one Commissioner of Patents, Commissioner Coe, 
wag of the view that he did not have authority to prohibit advertising by 
practitioners, Report of the Committee on Ethics and Grievances to the 
Section of Patent, Trade-Marks and Copyright Law, American Bar Associa- 
tion, 1939. 
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erning the recognition and conduct of Patent Office prac- 
titioners and to suspend or exclude from practice before 
the Patent Office any practitioner who does not comply with 
such regulations. (Hearings before Subcommittee No. 3 
of the House Committee on the Judiciary on E.R. 3760, 82d 
Cong., 1st sess., p. 37).° To the same effect is Mr. Fed- 
erico’s Commentary on the New Patent Act (35 U.S.C.A. 
§§ 1 to 110, pp. 13-14). Similarly, the committee reports 
on the 1952 revision of Title 35, in discussing 35 U.S.C. 
31, 32, state: ‘There has been no change in substance in 
these sections . . .”” (House Report No. 1923, 82d Cong., 
2d sess., p. 6; Senate Report No. 1979, 82d Cong., 2d sess., 
p. 4). Neither Mr. Federico’s statements nor the Com- 
mittee Reports express any opinion that the patent laws 
prior to the 1952 codification did not authorize the Com- 
missioner of Patents to prohibit practitioners from solicit- 
ing Patent Office business by advertising. 

Accordingly, 35 U.S.C. 6, 31, both before and since the 
1952 revision authorize the Commissioner of Patents to 
prescribe the challenged rule prohibiting Patent Office 
practitioners from soliciting Patent Office business by ad- 
vertising. 


3. The statutory prohibition against the use of the names 
of members of Congress or of Government officials in ad- 
vertising for business before Government departments does 
not negative the Commissioner’s authority to promulgate 
the challenged rule. 5 U.S.C. 101 provides: 


Tt shall be unlawful for any person, firm or corpora- 
tion practicing before any department or office of the 
Government to use the name of any Member of either 
House of Congress or of any officer of the Government 
in advertising the said business. (Apr. 27, 1916, ch. 89, 
$1, 39 Stat. 54.) 


6‘‘The next group, sections 31, 32, and 33, relate to practice before the 
Patent Office. In them the language has been rearranged and divided into 
several sections. 
‘There has been no change of substance in these sections, except in the 
third of this group which is a criminal provision for unauthorized practice. 
>? 
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As in the ease of the statutory prohibition of fraudulent 
advertising discussed above, the fact that Congress itself 
prohibited one specific type of advertising, ie., the use 
of the names of members of Congress and Government 
officials, is not to be taken as an implied limitation on the 
authority of the Commissioner of Patents to exercise his 
statutory authority and responsibility for ‘‘governing the 
recognition and conduct of agents, attorneys, or other per- 
sons representing applicants or other parties before the 
Patent Office . . .”? (35 U.S.C. 31) by prohibiting the use 
of advertising generally for the solicitation of Patent Office 
business. Whether that should be done was left by Con- 
gress to the discretion of the Commissioner. 

The administrative construction discussed above (pp. 
26-8) is equally applicable here. 

Appellant relies upon a statement by Congressman 
Morrison, who was in charge of the bill in the House which 
became 5 U.S.C. 101, to the effect that without this law 
the Commissioner of Patents would not have authority to 
prohibit Patent Office practitioners from using the names 


of members of Congress in their advertising: 


Mr. Moore of Pennsylvania. Would not the Com- 
missioner of Patents have it within his own power to 
regulate these matters? 

Mr. Morrison. Not under existing laws. 

Mr. Moore of Pennsylvania. Is there not some 
method by which he could discourage this apparently 
unprofessional practice without asking Congress to 
pass a law that might deal harshly with others? 

Mr. Morrison. I do not think he could do it fairly. 
He could make a statement of facts as they appear 
from the record, but the statement would relate to 
certain attorneys or firms of attorneys, and it would 
not be proper for him to do that. But if you can pass 
this act, making the practice itself unlawful, and then 
the regulations can be made in general terms so as to 
make this effective, you get to the end of the practice 
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without pointing out any particular person who is re- 
garded as having been an offender. 


° * * * ° 
Mr. Moors of Pennsylvania. 
... But, at the foot of page 2, the report says: 


If the Congress shall make the practice unlawful 
the rules of practice in the Patent Office will be 
sufficient to remedy the existing evil. 


It is to be implied from that that there are regula- 
tions in the Patent Office fixing the qualifications of 
patent attorneys, and it seems to me it would be in the 
power of the Commissioner of Patents to adjust this 
matter himself. 

Mr. Morrisox. The rules and regulations can make 
it a cause for disbarment for the attorney to do any- 
thing that is unlawful; but it is now entirely lawful, 
and the object of this bill is to make it unlawful, so 
that the Commissioner of Patents, through his regula- 
tions, may stop the practice. 

Mr. Moors of Pennsylvania. The Commissioner of 
Patents issues certain regulations with respect to 
practice by attorneys, does he not? That is to say, 
there are certain regulations that the office lives up to 
with respect to agents who practice as attorneys in 
patent cases? 

Mr. Morrison. That is true; but they can not make 
that unlawful which Congress has permitted to be con- 
sidered lawful. (53 Cong. Rec. 6313) 


Congressman Morrison was obviously in error in his 
view that the Commissioner of Patents, in regulating the 
conduct of Patent Office practitioners, could only prohibit 
such practices as Congress itself specifically made unlawful. 
Indeed, if Congressman Morrison’s view were correct, 
there would be little point in giving to the Commissioner of 
Patents the authority to regulate the conduct of Patent 
Office practitioners, since under that view the Commissioner 
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could merely prohibit that which Congress had itself pro- 
hibited. 

Possibly Congressman Morrison’s statement is explain- 
able by the fact that at that time (1916) the Commissioner’s 
authority to regulate the conduct of practitioners was con- 
siderably more restricted than it is now. At that time the 
statute (Rev. Stat., 2d ed., Sec. 487) provided that: ‘‘For 
gross misconduct the Commissioner of Patents may refuse 
to recognize any person as a patent-agent, either generally 
or in any particular case ...”’ It was not until 1922 that 
the Commissioner’s authority to govern the recognition of 
practitioners and to disbar them for noncompliance with 
his regulations was expanded to its present broad scope 
(Act of February 18, 1922, Sec. 3, 42 Stat. 389, 390). 
Perhaps Congressman Morrison felt that ‘‘gross miscon- 
duct’, as the law then stated, did not comprehend advertis- 
ing practices. We assume that appellant is not prepared 
to accept as authoritative every statement by Congressman 
Morrison on this subject, e.g., ‘‘. .. it so happens that those 
attorneys who deceive most inventors, most poor and 
would-be inventors, and wrong the most of them, and, in 
the last analysis, rob the most of them and make them 
homeless are the advertising attorneys.’’ (53 Cong. Rec. 
6313). In these circumstances, Congressman Morrison’s 
statements are scarcely of decisive weight in construing 35 
U.S.C. 6, 31, 32. 

Accordingly, 5 U.S.C. 101 does not indicate any lack of 
authority in the Commissioner of Patents to promulgate the 
challenged rule. 


IV. 


APPELLANT'S CONSTITUTIONAL CONTENTIONS ARE 
WITHOUT MERIT 


The complaint alleges that the challenged rule is uncon- 
stitutional (1) as inconsistent with the constitutional grant 
to Congress of the power to promote the progress of science 
by patents and (2) as abridging appellant’s freedom of 
speech under the First Amendment. (JA 7). 
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Appellant’s contention of unconstitutionality of the rule 
must be considered as an assertion that even if Congress 
itself enacted a statute in the terms of the challenged rule, 
such a statute would be unconstitutional. So viewed, 
appellant’s contention seems almost frivolous. 


1. The rule is not inconsistent with the constitutional 
patent power. The Constitution (Art. I, Sec. 8, cl. 8) pro- 
vides : 

The Congress shall have Power... 


To promote the Progress of Science and useful Arts, 
by securing for limited Times to Authors and Inventors 
the exclusive Right to their respective Writings and 
Discoveries ; 


In essence appellant contends that since the Constitution 
gives Congress the power to promote science by granting 
patents to inventors and advertising by Patent Office prac- 
titioners for the solicitation of business stimulates inven- 
tive genius, the rule is in contravention of the constitutional 


patent power. 

In the first place, the patent provision of the Constitution 
is not a limitation on the power of Congress. It is, on the 
contrary, a grant of power which Congress is free to exer- 
cise or not as it sees fit. Thus, it would violate no con- 
stitutional right of plaintiff if Congress had never passed 
a statute providing for the granting of patents. Whether 
the restricting of Patent Office practitioners from soliciting 
business by advertising will hinder ‘‘the Progress of 
Science’? (as appellant contends) or will promote it (as 
we contend) is a matter for decision by Congress (or its 
delegatee, the Commissioner of Patents), not the courts. 
‘‘Those matters, however, relate to questions of policy, to 
the wisdom of the legislation, and to the appropriateness 
of the remedy chosen—matters which are not our concern. 
If we endeavored to appraise them we would be trespassing 
on the legislative domain.”’ Sunshine Anthracite Coal Co v. 
Adkins, 310 U.S. 381, 394. ‘<The Act may impose hardships 
here and there; the incidence of hardship may shift in 
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location amd intensity. It is not for us to have views on 
the merits of this legislation.’’ Secretary of Agriculture v. 
Central Roig Refining Co., 338 U.S. 604, 619. See also 
American Power & Light Co. v. Securities & Exchange 
Commission, 329 U.S. 90, 100, 106-7; Railway Employees’ 
Dept. v. Hanson, 351 U.S. 225, 234. 

Appellant, if he feels aggrieved by the policy decision 
which the Commissioner of Patents has made pursuant to 
the authority delegated to him by 5 U.S.C. 6, 31, 32, must 
seek redress before Congress, not the courts. ‘‘The wisdom 
and the discretion of congress, their identity with the 
people, and the influence which their constituents possess 
at elections, are, in this, as in many other instances, as that, 
for example, of declaring war, the sole restraints on which 
they have relied, to secure them from its abuse.’’ Gibbons v. 
Ogden, 9 Wheat. 1, 197. ‘‘[T]he issue was thrashed out 
in Congress; Congress is the place for its reconsideration.”’ 
Secretary of Agriculture v. Central Roig Refining Co., 338 
U.S. 604, 619. 

Even if the Court were free to consider the issue as to 
whether the policy of the constitutional patent provision 
is furthered or hindered by the challenged rule, the con- 
tentions advanced by appellant are not persuasive. 

That advertising for Patent Office business is not im- 
portant to the encouragement of inventors is obvious from 
the fact that over 96% of the Patent Office practitioners 
make their services available to inventors without adver- 
tising for such business (see p. 6, swpra). Indeed, it may 
well be that advertising by Patent Office practitioners in 
the long run discourages inventions, because the cost of 
such advertising, which is substantial (JA 54-5), must be 
met by the inventor when he utilizes the services of an 
advertising practitioner to prepare and prosecute his patent 
application for him. It may also be that advertising by 
practitioners impedes the operation of the Patent Office 
by causing patent applications to be made for inventions 
which lack the requisites for patentability. 

In view of the fact that the rule permits listings by 
practitioners in classified telephone and professional direc- 





36 


tories, and the wide public distribution of pamphlets and 
information by the Patent Office telling inventors how to go 
about filing a patent application and of the roster of 
registered attorneys and agents, it is obvious that the in- 
ventors will be adequately informed about such matters 
without the advertising by practitioners prohibited by the 
challenged rule. 

The intangible and speculative character of the considera- 
tions advanced by appellant to support his contention that 
the rule would be inconsistent with the policy of the con- 
stitutional patent provision reinforces our position that 
such matters are not open to consideration by the courts. 

Accordingly, appellant’s contention that the rule is in- 
consistent with the constitutional patent power is com- 
pletely without merit. 


2. The rule does not violate appellant’s right of free 
speech under the First Amendment. Appellant apparently 
contends that the First Amendment guarantee of freedom 
of speech gives him a constitutional right to solicit Patent 
Office business by advertising. This contention is disposed 
of by the many cases in which the Supreme Court has sus- 
tained prohibitions of commercial advertising by profes- 
sional groups and others against constitutional challenges. 
Semler v. Oregon State Board of Dental Examiners, 294 
U.S. 608; Williamson v. Lee Optical Co., 348 US. 483, 490 ; 
Railway Express Agency, Inc. v. New York, 336 U.S. 106; 
Valentine v. Chrestensen, 316 U.S. 52; Fifth Avenue Coach 
Company v. City of New York, 221 U.S. 467; Cammarano v. 
United States, 358 U.S. 498. See also, United States v. 
Oregon State Medical Society, 343 U.S. 326, 336; Packer 
Corporation v. Utah, 285 U.S. 105; Kingsley Books, Inc. v. 
Brown, 354 U.S. 436; Donaldson v. Read Magazme, Inc., 
333 U.S. 178; Lorain Journal Co. v. United States, 342 
US. 143. 
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CONCLUSION 


For the reasons stated above, the judgment of the District 
Court dismissing the complaint should be affirmed. 
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Attorneys, 
Department of Justice, 


Attorneys for Appellees 


CLARENCE W. Moore, 
Solicitor, Patent Office, 


Of Counsel 


< U. S. GOVERNMENT PRINTING OFFICE 1989—808907/P.0. 1560 





BRIEF OF THE AMERICAN PATENT LAW 
ASSOCIATION AS AMICUS CURIAE. 


United States Courhol Ayppeals ara 


For THE DistRIcT oF CoL : 


HN 44 
APPEAL NO. 15,118 ©" 15 1959 


MERLIN M. EVANS, AppeMant, 


Vv. | 


ROBERT C. WATSON, Commissioner of Patents, and 
LEWIS L. STRAUSS, Secretary of Commerce, Appellees. 


Appeal From the Judgment of the United States District 
Court for the District of Columbia, dated May 6, 1959. 


| 
C. WILLARD HAYES 
American Security Building 
Washington 5, D. C. 
| Attorney for American 
Patent Law Association 


Of Counsel: 
WILLIAM H. WEBE 
1220 Farmers Bank Building 
Pittsburgh 22, Pa. 
VIRGIL E. WOODCOCK 
123 S. Broad Street 
Philadelphia 9, Pa. 
DAVID S. KANE 
420 Lexington Avenue 
New York 17, New York | 


SMITH BROS. CO. INC., LAW PRINTERS, 434-436 BLVD. OF ALLIES, PITTSBURGH 19, PA. 








Counterstatement of the Case 
Statutes, Regulations and Rules Involved 
Summary of Argument 
Argument 
The Powers and Duties of the Commis- 
sioner of Patents 


The Amended Rule Is Clearly Within the 

Rule-Making Power of the Commissioner 

The Amended Rule Does Not Violate the 

Patent Clause of the Constitution 

The Amended Rule Does Not Violate the 

First Amendment to the Constitution... 
VI. Conclusion 


CITATIONS 


CASES: 


Baltimore & Ohio Railway Co. v. Jackson, (1957) 
353 U.S. 325 


H. Ely Goldsmith v. United States Board of Tax 
Appeals, (C.A. D.C., 1925) 55 App. D.C. 229, 
4 F. 2d 422, Aff. 270 U.S. 117 ' 


Herman v. Dulles, (C.A. D.C., 1953) 92 App. D.C. 
303, 205 F. 2d 715 


Kent v. Dulles, (1958) 357 U. S. 116 
Kingsland v. Dorsey, (1949) 338 U.S. 318 
Packer Corporation v. Utah, (1932) 285 U.S. 105 39 


Securities & Exchange Commission v. Chenery 
Corporation et al., (1947) 332 U. S. 194 


Semler v. Oregon State Board of Dental Exami- 
ners, et al., (1935) 294 U.S. 608 


United States v. Bergh et al., (1956) 352 U.S. 40.. 26 
We et al. v. Lee Optical Co., (1955) 348 





Citations 


Rev. Stat., 2d ed., Sec. 481 

Rev. Stat., 2d ed., Sec. 483 

Rev. Stat., 2d ed., Sec. 487 

5 U.S.C. 101; 39 Stat. 54 (1916) 

5 U.S.C. 261; 23 Stat. 258 (1884) 

5 U.S.C. 493; 23 Stat. 101 (1884) 

22 U.S.C. 1622(c) ; 64 Stat. 13 (1950) 
35 U.S.C. 6; 66 Stat. 793 (1952) 


35 U.S.C. 31; 66 Stat. 795 (1952) 
4, 6, 9, 10, 11, 13, 14, 15, 16, 27, 28 
35 U.S.C. 32; 66 Stat. 795 (1952) 
4, 5, 6, 10, 11, 13, 14, 15, 16 
24- 


RULES AND REGULATIONS: 


Canons of Professional Ethics of the American 
Bar Association, Canon 27 

Principles of Ethics of the American Dental Asso- 
ciation, Section 12 

Professional Ethics of Public Accounting, Rule 10 

Rules of Practice and Procedure of the Interna- 
tional Claims Commission, Section 300.6. ... 


Rules of Practice of the United States Patent 
Office in Patent Cases, Rule 345 (37 C.F.R., 





Citations 


RULES AND REGULATIONS: PAGE 


Rules of Practice of the United States Patent 
Office in Patent Cases, Rule 345 as amended 
(23 F. R. 6199, 8622; 24 F. R. 1419) 

Trademark Rules of Practice of the Patent Office, 
Rule 2.14, formerly Rule 4.4 (37 C.F.R. § 
2.14) 6-7, 16, 22, 23 

15 U.S.C. fol. § 45 (1956 Supp.) p. 55 32 

26 U.S.C. fol. § 7453. 

7C.F.R. § 1.26(a) (1) 

8 C.F.R. § 292.6(e) 

31 C.F.R. 

38 C.F.R. § 

39 C.F.R. 

43 C.F.R. 

49 C.F.R. 








United States Court of Appeals 


For THE DISTRICT OF COLUMBIA CIRCUIT 


APPEAL NO. 15,118 


MERLIN M. EVANS, Appellant, 
v. 


ROBERT C. WATSON, Commissioner of Patents, and 
LEWIS L. STRAUSS, Secretary of Commerce, Appellees. 


BRIEF OF THE AMERICAN PATENT LAW 
ASSOCIATION AS AMICUS CURIAE. 


L. 
INTRODUCTION. 


The American Patent Law Association is an asso- 
ciation of over two thousand lawyers specializing in the 
practice of patent and trademark law. Its members are 
located in all parts of the country. The Association is 
vitally interested in the outcome of this suit because it 
believes that amended Section 1.345 of the Rules of Prac- 
tice of the United States Patent Office in Patent Cases 
(referred to hereinafter as “amended Rule 345”.) is 
clearly in the public interest and represents a long over- 
due measure necessary for the protection of the Patent 
Office, the public generally, and particularly those hav- 
ing business with the Patent Office. 


For over thirty years, the Code of Professional 
Ethics of the American Patent Law Association has pro- 
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hibited advertising by its members. The Association 
has long been a proponent of a rule prohibiting the use 
of advertising and the like to solicit business by all per- 
sons registered to practice before the Patent Office, in- 
cluding both lawyers and non-lawyers. It supported the 
action of the Patent Office Advisory Committee when it 
proposed the amending of present Rule 345 in 1955. 
When the proposed amendment was published in Au- 
gust, 1957, the Board of Managers of the Association 
appointed a committee to take all necessary action to 
assure promulgation of the rule. At the hearings on 
the proposed rule before the Commissioner of Patents 
and General Counsel for the Secretary of Commerce, the 
Association took an active part, filed a printed brief 
demonstrating the Commissioner’s authority to enact 
the rule and the necessity for such a rule and presented 
an oral argument through its officers and members in 
support of the rule. 


Upon the filing of the complaint in this action, the 
special committee of the Association conducted further 
legal research and, in the District Court, filed a brief as 
amicus curiae seeking dismissal of the complaint on the 
merits and supporting the action of the Commissioner 
in banning solicitation of patent business by advertising. 





Statutes, Regulations and Rules Involved. 


i. 
COUNTERSTATEMENT OF THE CASE. 


We assume that the nature of the action, the per- 
tinent background facts, the present posture of the case 
and the decision of the District Court holding that the 
Commissioner was fully authorized by the pertinent 
statutes to promulgate the amended rule will be pointed 
out to the Court in the briefs of appellant and appellees 
and, hence, we will not repeat such factual matters here- 
in. The affidavit of the Commissioner of Patents sets 
forth in detail the factual background, the underlying 
reasons for the amended rule, and the procedure fol- 
lowed by him in considering and promulgating the 
amended rule. 


The only real issues presented in this action are 
whether the action of the Commissioner of Patents in 


promulgating amended Rule 345 was authorized by law 
and whether that amended rule contravenes any consti- 
tutional rights of appellant. 


Il. 


STATUTES, REGULATIONS AND RULES 
INVOLVED. 


The pertinent statutes are 35 U.S.C., Sections 6, 
31 and 32. These statutes read as follows: 


“$ 6 Duties of Commissioner. The Commis- 
sioner, under the direction of the Secretary of Com- 
merce, shall superintend or perform all duties re- 
quired by law respecting the granting and issuing 
of patents and the registration of trade-marks; and 
he shall have charge of property belonging to the 
Patent Office. He may, subject to the approval of 
the Secretary of Commerce, establish regulations, 
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not inconsistent with law, for the conduct of pro- 
ceedings in the Patent Office." 


“$ 31. Regulations for agents and attorneys. 
The Commissioner, subject to the approval of the 
Secretary of Commerce, may prescribe regulations 
governing the recognition and conduct of agents, 
attorneys, or other persons representing applicants 
of this title, or who shall, by word, circular, letter, 

uire them, before being recognized as repre- 
sentatives of applicants or other persons, to show 
that they are of good moral character and reputa- 
tion and are possessed of the necessary qualifica- 
tions to render to applicants or other persons val- 
uable service, advice, and assistance in the presen- 
tation or prosecution of their applications or other 
business before the Office. 


“s 32. Suspension or exclusion from practice. 
The Commissioner may, after notice and opportu- 
nity for a hearing, suspend or exclude, either gener- 
ally or in any particular case, from further practice 
before the Patent Office, any person, agent, or attor- 
ney shown to be incompetent or disreputable, or 
guilty of gross misconduct, or who does not comply 
with the regulations established under section 31 
of this title, or who shall, by word, circular, letter, 
or advertising, with intent to defraud in any 
manner, deceive, mislead, or threaten any applicant 
or prospective applicant, or other person having 
immediate or prospective business before the Office. 
The reasons for any such suspension or exclusion 
shall be duly recorded. The United States District 
Court for the District of Columbia, under such con- 
ditions and upon such proceedings as it by its rules 
determines, may review the action of the Commis- 
sioner upon the petition of the person so refused 
recognition or so suspended or excluded.” 


As early as the Act of 1836 (5 Stat. 117, 118), which 
established the Patent Office and the office of Commis- 


———_ 


* Emphasis ours except where noted otherwise. 
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sioner of Patents, a broad duty was placed upon the 
Commissioner “to superintend, execute, and perform, 
all such acts and things touching and respecting the 
granting and issuing of patents * * *.” This later 
became Section 7 of the Consolidating Patent Act of 
1870. In addition to this general provision, the Patent 
Act of 1870 (16 Stat. 198, 200), in Section 19, expressly 
granted the Commissioner power to establish rules and 
regulations, stating “that the commissioner, subject to 
the approval of the Secretary of the Interior, may from 
time to time establish rules and regulations, not incon- 
sistent with law, for the conduct of proceedings in the 
patent office.” This Section 19 became R.S. 483 by the 
Act of 1874, and Section 7 of the Act of 1870 became 
R.S. 481. Those two provisions now appear as 35 U.S.C., 
Section 6, which is quoted above. 


The first statute which expressly dealt with the 
conduct of persons appearing before the Patent Office 
was the Act of March 2, 1861 (12 Stat. 246). Section 8 
of that Act specified that the Commissioner, “for gross 
misconduct,” could refuse to recognize any person as a 
patent agent, either generally or in any particular case. 
This later became part of R.S. 487 and is now embodied 
in Section 32 quoted above. 


Section 32 contains further provisions which first 
appeared in Section 5 of the Act of July 4, 1884, which 
reads as follows: 


“Section 5. The Secretary of the Interior may 
prescribe rules and regulations governing the recog- 
nition of agents, attorneys or other persons repre- 
senting claimants before his Department, and may 
require of such persons, agents, and attorneys, be- 
fore being recognized as representatives of claim- 
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ants, that they shall show that they are of good 
moral character and in good repute, of 
the necessary qualifications to enable them to ren- 
der such claimants valuable service, and otherwise 
competent to advise and assist such claimants in 
the presentation of their claims; and such Secre- 
tary may, after notice and opportunity for hearing, 
suspend or exclude from further practice before his 
Department any such person, agent, or attorney 
shown to be incompetent, disreputable, or who re- 
fuses to comply with the said rules and regulations, 
or who shall with intent to defraud, in any manner 
deceive, mislead or threaten any claimant, or pros- 
pective claimant, by word, circular, letter, or by 
advertisement.” 


These provisions of the Act of 1884, as well as the 
above-mentioned provisions of the Act of March 2, 1861, 
now appear in Sections 31 and 32 quoted above. 


Thus it will be seen that, for many years, the Com- 
missioner of Patents has possessed the powers specified 
in Sections 6, 31 and 32 quoted above. 


The Commissioner, prior to the promulgation of 
amended Rule 345, exercised the powers granted by the 
above-quoted statutes in regard to advertising by prac- 
titioners before the Patent Office. Since January 1, 
1950, there has been in effect a rule of the Trademark 
Rules of Practice essentially identical to amended Rule 
345 prohibiting the use of advertising to solicit trade- 
mark business by persons recognized by the Patent Office 
for such practice. The pertinent portions of the present 
rule (formerly Rule 4.4) read as follows: 

“214 Advertising. (a) The use of display 
advertising, circulars, letters, cards, and similar 
material to solicit trademark business, directly or 
indirectly, is forbidden as unprofessional conduct, 
and any person engaging in such solicitation, or 
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associated with or employed by others who so 
solicit, shall be refused recognition to practice be- 
fore the Patent Office or suspended or excluded 
from further practice. 


“(b) The use of simple professional letter- 
heads, calling cards, or office signs; simple announce- 
ments necessitated by opening an office, change of 
association, or change of address, distributed to 
clients and friends, and insertion of professional 
cards, listings in common form (not display) in a 
classified telephone or city directory, and listings 
and professional cards with biographical data in 
standard professional directories are not pro- 
hibited.” 

The validity of this trademark rule has never been 
challenged. 


While the Patent Office, prior to the enactment of 
amended Rule 345, had not exercised the authority 
granted to it by the statutes quoted above to completely 
ban advertising for the solicitation of business, it did 
regulate and control such advertising by original Rule 
345 which went into effect in 1949. That rule reads as 
follows: 

“345. Advertising. Every attorney and agent 
registered to practice before the United States Pat- 
ent Office shall submit to the Commissioner of Pat- 
ents for approval copies of all proposed advertising 
matter, circulars, letters, cards, etc., intended to 
solicit patent business, and if it be not disapproved 
by him and the attorney or agent so notified within 
ten days after submission, it may be considered 
approved. 


“No registered agent shall, in advertising mat- 
ter or in papers filed in the Patent Office, represent 
himself to be an attorney, solicitor, or lawyer. 


“Any registered attorney or agent sending out 
or using any such matter, a copy of which has not 
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been submitted to the Commissioner of Patents in 

accordance with this rule, or which has been dis- 

approved by the Commissioner of Patents, and any 
registered agent misrepresenting his status shall be 
subject to suspension or disbarment.” 

A similar rule had been in effect since as early as 
1918. While the Commissioners did not deem it neces- 
sary, as a matter of policy, to ban all advertising for 
the solicitation of business, they did exercise the power 
granted to them by the statutes to regulate and censor 
such advertising in such manner as they deemed appro- 
priate. 


The amended rule merely goes a step beyond the 
control exercised by the prior Commissioners over 
advertising. In the interests of the public, the Commis- 
sioner, by the amended rule, has banned such adver- 
tising completely. Also, the Commissioner, by the 
amended rule, has brought the requirements for patent 
practitioners up to the same level as the requirements 
for trademark practitioners before the Patent Office and 
the requirements for practitioners before other govern- 
ment departments, including the Treasury Department, 
the Veterans’ Administration, the Interior Department, 
the Interstate Commerce Commission, the Federal Trade 
Commission, the Immigration and Naturalization 
Service, the Post Office Department, the Department of 
Agriculture, and the Tax Court (infra, pp. 23-25, 31-32). 


The rule under attack and which we believe to be 
clearly within the power and authority of the Commis- 
sioner reads as follows: 

“$ 1.345 Advertising. (a) The use of advertis- 
ing, circulars, letters, cards, and similar material 
to solicit patent business, directly or indirectly, is 
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forbidden as unprofessional conduct, and any per- 
son engaging in such solicitation, or associated with 
or employed by others who so solicit, shall be re- 
fused recognition to practice before the Patent Of- 
fice or may be suspended, excluded or disbarred 
from further practice. 


“(b) The use of simple professional letter- 
heads, calling cards, or office signs, simple an- 
nouncements necessitated by opening an office, 
change of association, or change of address, distrib- 
uted to clients and friends, and insertion of listings 
in common form (not display) in a classified tele- 
phone or city directory, and listings and profes- 
sional cards with biographical data in standard pro- 
fessional directories shall not be considered a viola- 
tion of this rule. 


“(c) No agent shall, in any material specified 
in paragraph (b) of this section or in papers filed 
in the Patent Office, represent himself to be an attor- 
ney, solicitor or lawyer. 


IV. 
SUMMARY OF ARGUMENT. 


1. The Commissioner of Patents has been granted 
broad regulatory and rule-making powers concerning 
the conduct of proceedings in the Patent Office and spe- 
cifically in regard to “the recognition and conduct of” 
persons representing parties before the Patent Office 
(35 U.S.C. §§ 6 and 31). The Commissioner also has 
been granted the power to suspend or exclude anyone 
from practice who fails to comply with the regulations 
established under 35 U.§.C. Sec. 31; and the fact that 
Congress has seen fit expressly to prohibit certain kinds 
of conduct including fraudulent advertising in no way 
limits the power of the Commissioner to place further 
restrictions on practitioners which he deems to be in 
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the public interest. Such further restrictions are in fact 
expressly provided for by Sections 31 and 32. Amended 
Rule 345 has been adopted pursuant to that authoriza- 
tion and because the Commissioner, after extended 
hearings, deemed it to be in the public interest. 


2. Practice before the Patent Office is a privilege 
and not a right. Congress has expressly placed on the 
Commissioner the responsibility of protecting the public 
by means of regulations governing the conduct of prac- 
titioners. Any such regulation deemed by the Commis- 
sioner to be in the public interest is within the Com- 
missioner’s authorization. 


3. Amended Rule 345 does not violate any consti- 
tutional rights of appellant. The right of freedom of 
speech is not absolute, but may be restricted by Con- 
gress or its delegate in the exercise of its police power 


for the protection of the public; and the Supreme Court 
has expressly held that a ban on advertising soliciting 
business by those engaged in professional practice is a 
proper exercise of the police power and does not vio- 
late the First Amendment to the Constitution. Nor does 
the amended rule violate the Patent Clause of the Con- 
stitution since that clause gives merely a permissive 
power to Congress to establish a patent system and, 
hence, creates no rights in individuals in regard thereto. 
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V. 
ARGUMENT. 


A. The Powers and Duties of the Commissioner of 
Patents. 


Before considering the specific contentions advanced 
by appellant, it will be desirable to consider the powers 
and duties of the Commissioner as set forth specifically 
in the pertinent statutes. Briefly summarized, these 
are: 

(a) To perform all duties required by law respect- 
ing the granting and issuing of patents (35 U.S.C., Sec. 
6). 


(b) To “establish regulations, not inconsistent with 
law, for the conduct of proceedings in the Patent Office” 
(35 U.S.C., Sec. 6). 


(c) To “prescribe regulations governing the recog- 
nition and conduct of agents, attorneys, or other persons 
representing applicants or other parties before the Pat- 
ent Office” (35 U.S.C., Sec. 31). 


(d) To “suspend or exclude” from further practice 
before the Patent Office any person, agent, or attorney 
shown to be incompetent or disreputable or guilty of 
misconduct “or who does not comply with the regula- 
tions established under séction $1’ or “who shall, by 
word, circular, letter, or advertising, with intent to de- 
fraud in any manner, deceive, mislead, or threaten any 
applicant or prospective applicant” or other person hav- 
ing business with the Patent Office (35 U.S.C., Sec. 32). 


It seems perfectly clear that, in these sections, Con- 
gress has delegated to the Commissioner the duty of 
establishing regulations for the conduct of proceedings 
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in the Patent Office and regulations governing the recog- 
nition and “conduct” of those practicing before the 
Office. The Commissioner clearly has the right and the 
duty to determine those qualified to represent applicants 
or others before the Patent Office; he has the right and 
duty to require a showing by those seeking registration 
that they are of good moral character and reputation 
and that they have the necessary qualifications; he has 
the right and duty to determine and establish those 
qualifications; he has the right and duty to determine 
what is proper “conduct” on the part of those represent- 
ing applicants; he has the right and duty to exclude or 
suspend anyone who fails to abide by the code of conduct 
he establishes; and he also has the duty to exclude or 
suspend anyone who engages in fraudulent conduct of 
the specific character condemned expressly by Congress. 
As the Supreme Court stated in Kingsland v. Dorsey, 
(1949) 338 U.S. 318, 319-20: 

“Tt was the Commissioner, not the courts, that Con- 
gress made primarily responsible for protecting the 
public from the evil consequences that might result 
if practitioners should betray their high trust.” 
Since it is the Commissioner who is “primarily 

responsible for protecting the public” and for “govern- 
ing” the “conduct” of such practitioners, it is almost 
ludicrous to suggest (as appellant does) that the Com- 
missioner has acted contrary to law in promulgating a 
rule of “conduct” like that which many professions, 
many Courts and many administrative bodies have found 
necessary in order to protect adequately the interests of 
the public generally, the interests of those members of 
the public requiring professional services, the interests 
and integrity of the judicial and quasi-judicial tribunals 
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and administrative bodies, and the public respect for and 
the integrity and reputation for honesty and devotion 
to duty of those practitioners willing and able to repre- 
sent others adequately before such tribunals and admin- 
istrative bodies. 


B. The Amended Rule Is Not Inconsistent with Exist- 
ing Law. 

Appellant’s contention that the amended rule is 
void because inconsistent with existing law is based upon 
the presence of the word “advertisement” in 35 U.S.C., 
Section 32, and its precursor, the Act of July 4, 1884. 
Appellant’s argument is specious because it ignores the 
express powers granted in Sections 31 and 32 regarding 
the regulation of conduct of practitioners and attempts 
to transmute Congressional condemnation of fraudulent 
conduct into a limitation on the broad regulatory powers 
expressly granted in these statutes. 


It should be noted that the amended rule is not 
directed at advertising per se. It is directed to the solici- 
tation of “patent business,” directly or indirectly, by the 
use of advertising, circulars, letters, cards, and similar 
material. That such solicitation is unprofessional con- 
duct on the part of those enjoying the “high trust” and 
privilege accorded those practitioners representing 
others before judicial, quasi-judicial and administrative 
bodies is beyond question and should be eliminated for 
the protection of the public generally, those members of 
the public requiring professional services, and the Pat- 
ent Office tribunals. 


There is no law which grants patent practitioners 
a right to solicit professional employment by advertis- 
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ing. Nor is there anything in the law, past or present, 
which gives patent practitioners any general right to 
advertise. Appellant’s contention that the use of the 
words “advertisement” and “advertising” in the stat- 
utes grants them this right is completely fallacious. 
It is based on a misconstruction of the statutes and re- 
sults from an improper attempt to read particular por- 
tions of the statute without reference to the remainder 
thereof. 


A mere reading of Section 32 (35 U.S.C.) shows 
that it specifies four separate and distinct offenses for 
which the Commissioner may suspend or exclude any 
person from further practice before the Patent Office. 
These grounds are: 

(1) Gross misconduct; 


(2) Incompetency or disreputability ; 


(3) Deceiving, misleading, or threatening by 
word, circular, letter or advertising, with intent to 
defraud in any manner; and 


(4) Failure to comply with the regulations es- 
tablished under Section 31. 


The first three of these grounds are specific offenses 
condemned by Congress; whereas, the fourth ground 
relates to the broad regulatory power of the Commis- 
sioner and provides that a failure to comply with any 
of the regulations established pursuant to Section 31 
will justify suspension or exclusion. 


Even a cursory consideration of the specified 
grounds reveals that the first three specific grounds de- 
fine the outside limits placed upon a practitioner’s con- 
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duct and do not in-any way limit the Commissioner’s 
rule-making power. Violations of the regulations es- 
tablished by the Commissioner are treated separately. 
Can it be argued reasonably that, since Section 32 refers 
to gross misconduct, incompetency and disreputability, 
lesser forms of misconduct are impliedly approved and 
that the Commissioner is without power to promulgate 
rules which would prevent ordinary misconduct? A 
mere statement of this argument illustrates its ridicu- 
lous nature. Nor could it be argued reasonably that all 
deceptive, misleading and threatening advertising is 
approved so long as there is no intent to defraud; yet 
this is the conclusion which would result from appellant’s 
argument. 


Clearly, Section 32 must be construed in the manner 
stated, namely, that Congress specifically condemned 


certain extremes of conduct, leaving for the Commis- 
sioner to determine what other types of conduct should 
be regulated and banned under the powers granted to 
him in Sections 6 and 31. 


Congress unquestionably knew of the advertising 
activities of a few members of the patent bar when it 
enacted Section 32; and it undoubtedly knew of the 
rules under which the Commissioner of Patents has 
exercised supervision thereover. Yet, Congress did not 
see fit to expressly permit advertising. On the contrary, 
by the express provisions of Sections 31 and 32, Con- 
gress left the regulation of the conduct of practitioners 
exactly where it always has been, namely, in the hands 
of the Commissioner, upon whom the Supreme Court 
has stated rests the responsibility “for protecting the 
public from the evil consequences that might result if 
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practitioners should betray their high trust”: Kingsland 
v. Dorsey, (1949) 338 US. 318, 319-20. 


Appellant’s attempt to draw from the mere use of 
the word “advertising” in Section 32 some Congres- 
sional authorization for the solicitation of business by 
advertising is refuted by the fact that Section 32 was 
reenacted into law in 1952 after Trademark Rule 2.14, 
which is practically identical with amended Rule 345, 
had been in effect for over two years. Certainly, if Con- 
gress had had in mind sanctioning advertising to solicit 
business, some mention would have been made of the 
existing Trademark Rule and the fact that the Commis- 
sioner had already banned such conduct in Trademark 
practice. Congress would have been more specific on the 
subject since it would have been taking away a power 
already exercised for the benefit and protection of the 
public. 


The fact is, of course, that Congress has neither 
authorized nor specifically condemned such advertising 
practices on the part of practitioners before the Patent 
Office. No such specific action on its part has been neces- 
sary because it has vested in the Commissioner and, suc- 
cessively, the Secretaries of Interior and Commerce, full 
and adequate rule-making power to permit or ban such 
conduct on the part of Patent Office practitioners. Sec- 
tion 31 quoted, supra, page 4, expressly provides for 
“regulations governing the recognition and conduct of 
agents, attorneys, or other persons” representing others 
before the Patent Office. In delegating this power to the 
Commissioner and in placing on him the responsibility 
for determining the proper safeguards, i.e., those neces- 
sary to protect the Patent Office, the public generally, 
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and those having business with the Patent Office, Con- 
gress obviously recognized that the Commissioner is 
in a far better position than it to determine just what 
safeguards are necessary. And it is almost ludicrous to 
suggest, as appellant does, that just because Congress 
saw fit to expressly condemn certain fraudulent conduct, 
it must have intended to condone other less offensive 
but, nevertheless, objectionable conduct and to tie the 
hands of the Commissioner against performance of the 
duties expressly delegated to him, namely, the promulga- 
tion of rules of conduct and the suspension or exclusion 
of those who fail to abide by them. 


Section 101 of 5 U.S.C., which is also relied upon by 
appellant, is merely another example of Congress acting 
to prohibit a specific offense which it deemed objection- 
able. That statute reads as follows: 


“Advertising practice before department or of- 
fices of Government. It shall be unlawful for any 
person, firm, or corporation practicing before any 
department or office of the Government to use the 
name of any Member of either House of Congress or 
of any officer of the Government in advertising the 
said business.” 


It seems clear that this legislation was directed at a 
particular evil which was prevalent at the time, namely, 
the use of the name of a Government official in advertis- 
ing by those practicing before departments of the Gov- 
ernment. There is nothing in the statute purporting to 
restrict the power of the Commissioner to regulate or 
ban other advertising practices or other conduct on the 
part of practitioners before the Patent Office. This 
statute, although of general application, has never been 
considered by any of the other departments of the Gov- 
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ernment as preventing the banning of the solicitation of 
business by advertising. Several departments, under 
statutes practically identical with those involved here, 
have banned such conduct in rules similar to amended 
Rule 345 (infra, pp. 23-25). 


Appellant has repeatedly stated that Congress has 
recognized that advertising is lawful and that the Com- 
missioner cannot make it unlawful. In the sense that the 
Commissioner cannot place criminal sanctions on the 
advertising practitioner, the statement is correct. To 
that extent, advertising is lawful and the Commissioner 
has not attempted to make it unlawful. But this is com- 
pletely different from stating, as appellant does, that the 
patent practitioner has a right to advertise to solicit 
business. Indeed, practice before the Patent Office is a 
privilege and not a right. In H. Ely Goldsmith v. United 


States Board of Tax Appeals, (C.A. D.C., 1925) 55 App. 
D.C. 229, 4 F. 2d 422, affd. 270 U.S. 117, this Court stated: 


“Ag we said in Phillips v. Ballinger, 37 App. D.C. 46, 
50, the right to appear before one of the Depart- 
ments of the Government is not an inherent right, 
‘but a privilege granted by law and subject to such 
limitations and conditions as are necessary for the 
protection both of the Department and the public.’ ” 


Since the representation of others before the Patent 
Office is “but a privilege granted by law” and is subject 
to “such limitations and conditions as are necessary for 
the protection both of the Department and the pub- 
lic,” it is wholly illogical and somewhat ridiculous to 
suggest that the head of such department who is granted 
broad regulatory powers does not have the authority to 
establish regulations deemed by him necessary for the 
protection of the department and the public. 
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The amended rule does not make advertising un- 
lawful. It merely says to those who wish to exercise the 
privilege of practicing before the Patent Office that, if 
they use advertising for the purpose of soliciting patent 
business, that privilege which the Commissioner has 
granted them will be taken away. 


Appellant has asserted repeatedly that the legisla- 
tive history demonstrates that Congress has “sanc- 
tioned” advertising by patent practitioners. There is no 
basis for or substance to this argument. The legislative 
history shows only that Congress specifically banned 
fraudulent conduct, including fraudulent advertising on 
the part of those practicing before the Patent Office, and 
placed in the hands of the Commissioner of Patents 
broad regulatory and rule-making powers so that he 
could determine what additional limitations should be 


placed on the conduct of practitioners for the protection 
of the Patent Office and the public. 


In this connection, appellant has heretofore referred 
to a statement made by Representative Jenckes to Con- 
gress while the Act of 1870 was under consideration 
(page 8 of Appellant’s Exhibit A). Representative 
Jenckes’ statement is merely to the effect that the Com- 
missioner was not given power over the rules of decisions 
end that his rule-making power was limited to regulating 
proceedings before the Patent Office. Of course, regulat- 
ing the conduct of attorneys appearing before the Patent 
Office is not a regulation relating to rules of decision and, 
hence, Representative Jenckes’ statement is inappli- 
cable. So far as the regulation of the conduct of practi- 
tioners is concerned, the statutes quoted, supra, pages 
3-4, show that Congress expressly granted the neces- 
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sary power to the Commissioner even though, under the 
authorities, no express grant of power to regulate the 
conduct of practitioners was necessary. In this con- 
nection, see Herman v. Dulles, (C.A.D.C., 1953) 92 App. 
D.C. 303, 205 F. 2d 715, and H. Ely Goldsmith v. United 
States Board of Tax Appeals, (C.A. D.C., 1925) 55 App. 
D.C. 229, 4 F. 2d 422, affd. 270 U.S. 117. 


As a part of the legislative history on which appel- 
lant relies, he has referred to 5 U.S.C. 101 (supra, p. 17). 
That Act, as a mere reading demonstrates, does not 
purport to approve advertising to solicit business or 
to limit in any way the power of the Commissioner or 
the head of any of the other administrative bodies to 
promulgate rules relating to the conduct of attorneys 
and agents practicing before them. That Act merely 
represents Congressional condemnation of a specific type 
of conduct. Obviously none of the many departments 
of the Government which have banned the solicitation 
of business by advertising (infra, pp. 23-25, 31-32) has 
considered 5 U.S.C. 101 as precluding the exercise of 
specific rule-making authority to regulate the conduct 
of those practicing before them so as to ban solicitation 
of business by advertising. 


Appellant has also referred to a statement by Com- 
missioner Robertson at the time the Act of February 
18, 1922, was passed. At that time, a question was raised 
as to whether the Act of 1884 (supra, pp. 5-6) applied to 
the Patent Office and, in order to eliminate any question, 
Commissioner Robertson requested Congress to pass a 
similar law specifically empowering the Commissioner 
of Patents to promulgate rules and regulations. During 
the hearings, Commissioner Robertson was asked if it 
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was the desire of his office to prevent non-harmful ad- 
vertising and he stated that the Patent Office did not 
wish to prohibit all advertising and regarded legitimate 
advertising harmless. 


However, this statement of attitude on the part of 
the then Commissioner cannot give rise to any inference 
that Congress either approved or disapproved of the then 
Commissioner’s policy. It is clear, nevertheless, that 
the plain language of the statute enacted at that time 
and in force at the present time places in the hands of 
the Commissioner the power to determine whether such 
advertising is or is not inimical to the interests of the 
Patent Office and the public. 


In short, there is nothing in any legislative history 
which in any way supports the position of appellant. 


The fact that the Commissioners, for many years, 
have permitted regulated advertising for the purpose of 
soliciting business cannot be considered an administra- 
tive interpretation that they were powerless to prohibit 
such conduct. A similar argument was advanced in Balti- 
more & Ohio Railway Co. v. Jackson, (1957) 353 U.S. 
325. It was contended that since the Interstate Com- 
merce Commission, for over 60 years, had considered 
maintenance-of-way vehicles not subject to the Act, 
Congress never intended to include them within its cov- 
erage. The Court answered this contention, stating (pp. 
330-31) : 

“It is true that long administrative practice is en- 
titled to weight, Davis v. Manry, 266 U. S. 401, 405 
(1925), but here there has been no expressed ad- 
ministrative determination of the problem. We be- 
lieve petitioner overspeaks in elevating negative ac- 
tion to positive administrative decision. In our view 
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the failure of the Commission to act is not a bind- 
ing administrative interpretation that Congress did 
not intend these cars to come within the purview 
of the Acts. See Shields v. Atlantic Coast Line R. 
Co., 350 U. S. 318, 321-322 (1956) .” 
Likewise, it is unrealistic to imply from the fact that 
the Commissioners have permitted regulated and lim- 
ited advertising and that Congress did not see fit to spe- 
cifically prohibit all advertising that the Commissioner 
did not have the power to prohibit such conduct or that 
Congress approved or disapproved of this action. Indeed, 
the other statutory provisions giving the Commissioner 
the broad power to regulate the conduct of practitioners 
prohibits any such inference as to Congressional intent. 


Appellant’s argument based on the failure of prior 
Commissioners to adopt a rule prohibiting the solicita- 
tion of business by advertising is also contrary to the 
facts. It is clear that several early Commissioners did 
not consider such a rule necessary for the protection of 
the public during their period in office. This is clearly the 
impact of Commissioner Robertson’s and Commissioner 
Butterworth’s statements relied upon by appellant. It 
must be admitted that one prior Commissioner did, in 
fact, interpret the law as suggested by the appellant. 
However, all recent Commissioners have interpreted the 
law as granting adequate authority to eliminate the 
solicitation of business by advertising. Under Commis- 
sioner Ooms, the revised trademark rules of practice 
were promulgated, including a rule (Rule 4.4) pro- 
hibiting solicitation of business by advertising. The 
effective date, however, was postponed. During Com- 
missioner Kingsland’s tenure, the revision of the pat- 
ent rules was completed. A rule designated as Rule 
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5.5 which would have banned solicitation by advertis- 
ing was proposed and favored by Commissioner Kings- 
land, although not then adopted. During Commis- 
sioner Marzall’s tenure, the new trademark rules, in- 
cluding one corresponding to present Rule 2.14, which 
prohibits advertising for the solicitation of business, 
became effective. It is clear that he recognized that 
he had full authority to promulgate such a rule based 
on the statutes in question. It should also be remembered 
that Congress knew that such a rule had been pro- 
mulgated pursuant to these provisions when it en- 
acted the 1952 Patent Code including the sections in 
question. Thus, all recent Commissioners have recog- 
nized that the requisite power to ban such advertising 
was vested in them even though they permitted regu- 
lated advertising. 


The Commissioner of Patents is not the only ad- 
ministrative officer to view the statutory language re- 
lied upon by appellant in the manner suggested herein. 
Rules prohibiting the solicitation of business by adver- 
tising have been adopted by the Treasury Department, 
the Veterans Administration and the Department of In- 
terior pursuant to statutes having the same language as 
the statutes on which amended Rule 345 was based. If 
the amended rule is inconsistent with law, the regula- 
tions of these other Departments and Trademark Rule 
2.14 are likewise inconsistent with law. 


The Secretary of the Treasury is empowered to 
regulate the conduct of attorneys and agents appearing 
before his department by 5 U.S.C., Section 261, which 
specifies : 
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“The Secretary of the Treasury may prescribe 
rules and regulations governing the recognition of 
agents, attorneys, or other persons representing 
claimants before his department, and may require 
of such persons, agents and attorneys, before being 
recognized as representatives of claimants, that 
they shall show that they are of good character and 
in good repute, possessed of the necessary qualifi- 
cations to enable them to render such claimants 
valuable service, and otherwise competent to advise 
and assist such claimants in the presentation of 
their cases. And such Secretary may after due no- 
tice and opportunity for hearing suspend, and dis- 
bar from further practice before his department 
any such person, agent, or attorney shown to be in- 
competent, disreputable, or who refuses to comply 
with the said rules and regulations, or who shall 
with intent to defraud, in any manner willfully and 
knowingly deceive, mislead, or threaten any claim- 
ant or prospective claimant, by word, circular, let- 
ter, or by advertisement.” 


Acting under this statute, the Secretary promulgated 
the following rule (31 C.F.R., Section 10.2 (v) ): 


“No enrolled attorney or agent shall in any manner 
whatsoever solicit, directly or indirectly, or by im- 
plication, employment from persons not clients or 
friends in matters before the Treasury Department 
or in matters related thereto.” 


Section 102 of 38 U.S.C. authorizes the Administra- 
tor of Veterans’ Affairs to recognize agents and attor- 
neys under such rules and regulations as he may pre- 
scribe. That section further provides: 


“* * * ond the Administrator of Veterans’ Affairs 
may, after notice and opportunity for a hearing, 
suspend or exclude from further practice before the 
Veterans’ Administration any such agent or attor- 
ney shown to be, or to have been, engaged in unlaw- 
ful, unprofessional, or dishonest practice, or guilty 
of disreputable conduct or who is incompetent, or 
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who has violated or refused to comply with the laws 
administered by the Veterans’ Administration, or 
with the laws, regulations, or instructions govern- 
ing practice before the Veterans’ Administration, 
or who shall in any maner deceive, mislead, or 
threaten any claimant or prospective claimant by 
word, circular, letter, or advertisement.” 


The administrator, acting under the statute, promul- 
gated the following rule (38 C.F.R.., Section 14.649) : 


“* * * solicitation of business by circulars or ad- 
vertisements, or by personal communications or in- 
terviews, not warranted by personal relations, is 
unprofessional and will render the recognition of 
an attorney or agent liable to suspension or revoca- 
tion.” 


The Secretary of the Interior, acting under the Act 
of July 4, 1884 (5 U.S.C., Section 493), the Act relied 
upon by the appellant, has promulgated rules banning 


solicitation of business by advertising. Those rules (43 
C.F.R., Section 1.7 (a)) provide for disbarment or 
suspension of persons who are incompetent, unethical, 
or unprofessional. They further provide: 

“Persons practicing before the Department should 
observe the Canons of Professional Ethics of the 
American Bar Association and those of the Federal 
Bar Association, by which the department will be 
guided in disciplinary matters.” 

Thus it will be seen that the Patent Office, the Treas- 
ury Department, the Veterans Administration, and the 
Interior Department have uniformly construed the rule- 
making powers granted them in statutes containing the 
word “advertisement” or the word “advertising” as 
granting authority to ban such unprofessional conduct 
as soliciting business by means of advertisements. 
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While these regulations have not been tested in 
the Courts, it is an accepted rule of statutory construc- 
tion that administrative interpretations are entitled to 
great weight. In United States v. Bergh et al., (1956) 
352 U.S. 40, the Supreme Court stated (pp. 46-47) : 

“This contemporaneous interpretation of the 

1938 Resolution by the agency charged with its su- 

pervision—an interpretation followed by all agen- 

cies of the Government—together with acquiescence 
of the Congress, must be given great weight.” 

We submit that the Commissioner’s action, ap- 
proved by the Secretary of Commerce, adopting amended 
Rule 345 is not inconsistent with any existing law. 


C. The Amended Rule Is Clearly Within the Rule- 
Making Power of the Commissioner. 


In the District Court, appellant asserted that 
amended Rule 345 exceeds the rule-making power of the 
Commissioner. It has not been alleged or argued that 
the Commissioner acted arbitrarily or capriciously or 
without substantial evidence. Nor has it been alleged 
that the amended rule has no rational relationship to 
the public interest. Indeed, appellant, by his motion for 
summary judgment, has admitted that such questions 
of fact are not raised by the complaint. Thus, the only 
argument remaining to appellant on this phase of the 
case is that, even though the amended rule is not incon- 
sistent with law, the Commissioner has not been author- 
ized to promulgate such a rule. 


The authorities make it abundantly clear that no 
express grant of power to regulate the conduct of those 
appearing before an administrative agency is required. 
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In Herman v. Dulles, (C.A.D.C., 1953) 92 App. D.C. 
303, 205 F.2d 715, this Court stated: 

“An administrative agency that has general 
authority to prescribe its rules of procedure may 
set standards for determining who may practice 
before it.” 

In that case, the Court held that the International Claims 
Commission, which, under 22 U.S.C., Section 1622(c), 
had power to “prescribe such rules and regulations as 
may be necessary to enable it to carry out its functions,” 
could revoke an attorney’s right to appear before the 
Commission. By violating certain canons of ethics of 
the American Bar Association, the attorney became 
subject to revocation of his privilege to appear before 
the Commission, since Section 300.6 of the Rules of 
Practice and Procedure adopted by the Commission pro- 
vided for such a penalty for any attorney who “has 


failed to conform to recognized standards of profes- 
sional conduct.” See also H. Ely Goldsmith v. United 
States Board of Tax Appeals, (1926) 270 U.S, 117. 


It is not necessary, in this instance, to rely upon 
the implied authority recognized by the foregoing cases. 
Sections 6 and 31 of 35 U.S.C. expressly grant the Com- 
missioner the power to prescribe regulations “governing 
the recognition and conduct” of persons appearing 
before the Patent Office. 


The only limitation placed upon the authority of 
the Commissioner to govern the conduct of persons rep- 
resenting applicants before the Patent Office is that the 
regulations cannot be inconsistent with the law. We 
have already demonstrated that amended Rule 345 is 
not inconsistent with any law. 
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Appellant, in support of his argument that the 
amended rule is beyond the rule-making power, relies 
upon Kent v. Dulles, (1958) 357 U.S. 116. That case has 
no bearing on the issues presented here. In the Kent 
case, the Secretary of State, by rule, attempted to place 
a condition upon the right of travel. In this case, the 
Commissioner of Patents, by rule, has placed a condi- 
tion on the privilege of practicing before the Patent 
Office. Placing a condition on a right is completely dif- 
ferent than placing a condition on a privilege. The Su- 
preme Court dealt only with the former, holding that a 
condition could not be placed on a right without clear 
legislative authority. That decision has no bearing 
where, as here, a privilege is conditioned rather than a 
constitutional right. 


Furthermore, the authority granted the Commis- 


sioner of Patents and the action to be taken by him 
thereunder are more specific than the authority granted 
the Secretary of State. Kent v. Dulles, supra, involved 2 
general grant of power to regulate the issuance of pass- 
ports. Although the Commissioner is given similar broad 
powers by 35 U.S.C. Section 6, we have already demon- 
strated that he is also specifically given the power to 
regulate the conduct of those appearing before the 
Patent Office by 35 U.S.C. § 31. Such a specific grant 
was not involved in the Kent case. 


The statutory authorization to the Commissioner in 
regard to the regulation of the conduct of those repre- 
senting others before the Patent Office is so clear and 
appellant’s arguments in regard to authorization so thor- 
oughly lacking in substance as to suggest that appel- 
lant’s complaint may reside in the thought that the Com- 
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missioner’s action was arbitrary or capricious or bears 
no rational relationship to the public interest involved. 
These matters, as pointed out above, are not in issue. 
However, in order to lay at rest any argument along 
these lines which may be advanced to this Court, we 
shall demonstrate the unsoundness of any suggestion of 
arbitrariness or capriciousness or lack of rational rela- 
tionship to the public interest in respect of the amended 
rule. 


The undisputed facts clearly demonstrate that the 
action taken by the Commissioner and the Secretary of 
Commerce in adopting amended Rule 345 meets any and 
all requirements of the law. The rule was originally pub- 
lished in the Federal Register on August 27, 1957 (22 
F.R., 6898). This action was taken with the bona fide 
belief that it was reasonably necessary for the protec- 


tion of the public generally, the Patent Office, and those 
members of the public in need of the services of others 
to represent them in the conduct of business before the 
Patent Office. 


On October 4, 1955, the Patent Office Advisory Com- 
mittee, a group composed of representatives of industry, 
the legal profession and patent attorneys and agents, 
which was first appointed by the Secretary of Commerce 
in 1933 to assist him in matters of general policy and has 
been continued by the Secretary from that time to date, 
passed a resolution recommending amendments to the 
Rules of Practice of the Patent Office to prohibit adver- 
tising to solicit patent business by those registered to 
practice before the Patent Office. A copy of a letter 
dated July 10, 1957 from the Chairman of that Commit- 
tee to the Secretary of Commerce informing him of the 
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recommendation and setting forth the text of the pro- 
posed rule is attached to the Watson affidavit. 


The Commission on the Organization of the Execu- 
tive Branch of the Government (the Hoover Commis- 
sion) reported to Congress, in recommendation No. 23, 
as follows: 


“Minimum standards of conduct should be estab- 
lished by statute and enforced on all persons per- 
mitted by any ageny to represent private and public 
persons, parties, or organizations, including the 
United States and any agency there.” 


In explaining this recommendation, the Commission, in 
its report to Congress, stated that minimum standards 
of conduct already had been imposed by rule in some 
agencies, that they should be established for all, and 
that they should prohibit the “representation of con- 
flicting interests, the solicitation of clients, improper 
advertising,” etc. In the “task force report on legal serv- 
ices and procedure,” under the heading “Improper 
Advertising,” reference is made to the experiences of 
the Patent Office as illustrating the dangers which wide- 
spread advertising by representatives creates for clients. 
It also refers to Rule 345 in its present effective form 
and states that the rule “has not prevented national 
advertising on a large scale by a few such patent attor- 
neys and agents.” It refers to the non-lawyers now 
registered in the Patent Office and states that “Adver- 
tising by such patent attorneys and patent agents 
should, of course, be discontinued.” The Staff Report 
to the Committee on the Judiciary of the House of Rep- 
resentatives, dated February 16, 1956, points out that 
the task force recommended at least five minimum 
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standards of conduct which should be prescribed, the 
first two of which are prohibitions against: 
“(1) Directly or indirectly soliciting clients; 
“(2) Advertising a representative’s attain- 


ments or services in regard to representing others 
before any agency; * * *” 


The Hoover Commission’s report to Congress com- 
mented favorably upon the action of the Treasury De- 
partment in promulgating rules setting forth standards 
of conduct and, at least inferentially, criticized other 
departments for not doing likewise. 


The practice before the Patent Office is professional 
work which requires special knowledge to be used to 
instruct, guide and advise others. Professions generally 
prohibit the solicitation of business by their members, 
either by self-imposed rules or by rules promulgated by 
the bodies before which they appear. Canon 27 of the 
Canons of Professional Ethics of the American Bar 
Association states that it is “unprofessional to solicit 
professional employment by circulars, advertisements” 
etc. This rule has been adopted by many Courts as a 
rule of conduct for members appearing before them. 
Section 12 of the Principles of Ethics of the American 
Dental Association likewise prohibits solicitation of 
patients. The American Medical Association has long 
deemed solicitation of business unprofessional conduct. 
Rule 10 of the Professional Ethics of Public Accounting 
states “a member of the association shall not advertise 
his professional attainments or services.” 


In addition to those federal agencies which have 
promulgated rules banning the solicitation of business 
by advertising pursuant to substantially the same statu- 
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tory authority as that possessed by the Commissioner 
of Patents, the Interstate Commerce Commission (49 
C.F.R. 1957 Supp., Part 1, Appendix “A”, § 32), The 
Federal Trade Commission (15 U.S.C. Fol. § 45, 1956 
Supp., p. 55), The Immigration and Naturalization Serv- 
ice (8 C.F.R. 292.6 (e)), The Post Office Department 
(39 C.F.R. 202.6 (e)), The Tax Court of the United 
States (26 U.S.C. Fol. § 7453), and the Department of 
Agriculture (7 C.F.R. $1.26 (a) (1)) prohibit solicita- 
tion of professional employment by those appearing 
before them. 


The practitioner before the Patent Office has a 
fiduciary duty of a double character. He owes a duty 
to the Patent Office, which must rely upon attorneys and 
agents not to prosecute applications knowing that the 
invention has been anticipated. The Patent Office must 
rely upon the attorney or agent not to suppress or con- 
ceal relevant information with respect to an application 
and must rely on the practitioner not to prosecute 
applications where it is obvious that no patent can be 
granted. Only in such a manner can the Patent Office 
handle all the applications which are forthcoming from 
inventive America in a reasonable period of time. The 
patent practitioner owes a duty of the highest character 
to his clients who must place complete reliance on his 
integrity and ability because the average client cannot 
evaluate adequately the complex proceedings before the 
Patent Office. The use of advertising to solicit business 
is inconsistent with these duties in that business is 
obtained by self-adulation rather than by a reputation 
for able work. 


At the hearing before the Commissioner, on Novem- 
ber 19 and 20, 1957, the amended rule was favored and 
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strongly supported by the American Patent Law Asso- 
ciation and numerous local patent law associations. The 
rule was supported by the Board of Governors of the 
American Bar Association and other general legal asso- 
ciations. The only opposition to the proposed rule came 
from two firms of patent attorneys or agents, publishers 
of four magazines which carry a large part of the adver- 
tising of the patent attorneys and agents who do adver- 
tise, and three publisher associations. On January 24, 
1958, after studying the oral and written views presented 
at the hearing, the Commissioner of Patents informed 
the Secretary of Commerce that the rule should be 
amended as proposed. The general counsel for the De- 
partment of Commerce also advised the Secretary of 
Commerce of his conclusion that the amended rule was 
manifestly in the public interest. 


On the basis of these undisputed facts, the amended 
rule cannot be considered arbitrary or capricious or an 
abuse of discretion. In this connection, it should be re- 
membered that the duty of the reviewing Court is not to 
ascertain the wisdom of the amended rule. The sole func- 
tion of the Court is to make sure that the action was 
within the power of the Commissioner and was not arbi- 
trary or capricious. In Securities € Exchange Commis- 
sion v. Chenery Corporation et al., (1947) 332 U.S. 
194, 207, the Court stated: 

“The scope of our review of an administrative 
order wherein a new principle is announced and 
applied is no different from that which pertains to 
ordinary administrative action. The wisdom of the 
principle adopted is none of our concern. See Board 
of Trade v. United States, 314 U.S. 534, 548. Our 


duty is at an end when it becomes evident that the 
Commission’s action is based upon substantial evi- 
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dence and is consistent with the authority granted 

by Congress. See National Broadcasting Co. v. 

United States, 319 U.S. 190, 224.” 

It is submitted that the action of the Commissioner 
of Patents and the Secretary of Commerce in adopting 
amended Rule 345 was within the scope of their powers 
and was not arbitrary or capricious. 


D. The Amended Rule Does Not Violate the Patent 
Clause of the Constitution. 


Appellant argued below that the amended rule is 
void in that it violates the Patent Clause of the Consti- 
tution (Article I, Section 8, Clause 8). He argued that the 
amended rule contravenes the policy to stimulate and 
encourage invention. We do not agree that the amended 
rule has any such effect. 


Less than 2.2% of the registered practitioners ad- 
vertise their services and less than 0.4% of the regis- 
tered attorneys and agents advertise in magazines (Wat- 
son affidavit, pp. 14-15). Furthermore, the rule permits 
listings in classified telephone and professional direc- 
tories and the Patent Office regularly publishes a roster 
of registered attorneys and agents and distributes pam- 
phlets and information concerning patents and their pro- 
curement. In view of these facts, it is difficult to see how 
the amended rule can have any effect upon the stimulus 
provided by the patent laws. However, assuming argu- 
endo that there would be some effect of this nature, the 
argument is completely without merit as a matter of 
law. 


The argument presupposes that Congress, as well 
as the Commissioner and the Secretary of Commerce, is 
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without power to prohibit advertising for the solicita- 
tion of business. If the Constitution imposes such a 
limitation, a rule such as amended Rule 345 could be 
adopted only after a constitutional amendment had been 
ratified. This is obviously not the situation. 


The Patent Clause of the Constitution (Article I, 

Section 8, Clause 8) provides: 
“The Congress shall have Power * * * 
“To promote the Progress of Science and useful 

Arts, by securing for limited Times to Authors and 

Inventors the exclusive Right to their respective 

Writings and Discoveries;” 

The first thing that is apparent from the constitu- 
tional provision is that it does not establish the right of 
inventors to patents. It merely grants Congress the 
power to enact legislation providing for the granting of 
patents. The implementation of this provision is left 
to Congress, which is free to act or not as it sees fit. If 
Congress had never passed a statute establishing the 
Patent Office and authorizing it to grant patents, no con- 
stitutional right would be violated. Thus, although the 
founding fathers recognized that the progress of science 
and the useful arts was an end to be fostered, they did 
not make that policy mandatory. Such a permissive 
power cannot and does not establish constitutional rights 
in anyone. 


The second point which becomes apparent from 
reading the constitutional provision is that it does not 
purport to limit a power previously granted to Congress. 
On the contrary, it is a positive grant of power. The 
only limitation in that grant is an implied one, limiting 
the manner in which Congress is empowered to promote 
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the progress of science and the useful arts. The Consti- 
tution provides that this shall be done by securing to in- 
ventors the exclusive right to their inventions for limited 
times. It may be questioned whether even this is a limi- 
tation. It could be considered that this provision merely 
empowers Congress to utilize one means to the desired 
end and that, utilizing powers granted elsewhere in the 
Constitution, Congress could achieve the same end. 
However, whether the provision is considered exclusive 
or not, it is clear that the Constitution does not prohibit 
Congress from limiting the manner in which patents 
are granted as contrasted with the means for reaching 
the ultimate end, namely, the promotion of science and 
the useful arts. 


Finally, it is too obvious for argument that the pri- 
mary objective of the advertisers is not to promote 
invention. On the contrary, the advertisements are for 


the purpose of soliciting business for the advertisers 
themselves. There are no altruistic motives behind them. 
Likewise, the advertisements themselves are not aimed 
at the encouragement of invention but are aimed at the 
procurement of patent business for the specified prac- 
titioners. 


For these reasons, appellant’s contention that the 
rule is inconsistent with the constitutional patent power 
is completely without merit. 
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E. The Amended Rule Does Not Violate the First 
Amendment to the Constitution. 


Appellant argued below that the amended rule is 
void because it interferes with his freedom of speech in 
violation of the First Amendment to the Constitution. 
Like the foregoing argument, this argument presup- 
poses that Congress, as well as the Commissioner of 
Patents, is without power to prohibit advertising by pat- 
ent practitioners for the solicitation of business. This 
argument is without substance. 


That the rights guaranteed by the First Amend- 
ment, including freedom of speech, are not absolute is 
thoroughly established in the law. Those rights may be 
restricted by Congress in the exercise of its police power 
for the protection of the general welfare. Furthermore, 
the Supreme Court has ruled that a ban on advertising 


by those engaged in professional practice is a proper 
exercise of the police power and does not violate the 
Constitution. 


In Semler v. Oregon State Board of Dental Exam- 
iners, et al., (1935) 294 U.S. 608, the Supreme Court 
upheld an Oregon statute forbidding certain forms of 
advertising by dentists. The argument was made that 
the Oregon statute was repugnant to the due process 
clause of the Fourteenth Amendment and impaired the 
obligations of contracts in violation of Section 10, Arti- 
cle I of the Constitution. While that case relates to the 
constitutionality of a state statute, it is directly in point 
here for, although the First Amendment guarantees 
which are involved in this case apply only to the Fed- 
eral Government, it is well established that the due proc- 
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ess clause of the Fourteenth Amendment prohibits a 
state from interfering with the right of freedom of 
speech to the same extent. The Court held that the stat- 
ute was constitutional, that it was a proper exercise of 
the police power of the state, that it was immaterial that 
the plaintiff, Semler, had been engaging in advertising 
of the character banned by the statute for many years, 
that it was immaterial whether the claims made in his 
advertising were true or false, and that plaintiff was not 
entitled to complain of interference with existing con- 
tracts for advertising matter. The Court further held 
that it was within the authority of the state to estimate 
the “baleful effects” of the advertising banned by the 
statute and to protect the public not only against decep- 
tion, but against practices which would lower the stand- 
ards of the profession and demoralize it. In its opinion, 
the Court, inter alia, stated (pp. 610-13) : 


“Plaintiff is not entitled to complain of interfer- 
ence with the contracts he describes, if the regula- 
tion of his conduct as a dentist is not an unreason- 
able exercise of the protective power of the State. 
His contracts were necessarily subject to that au- 
thority. 
* Ad 


* * * * 


‘That the State may regulate the practice of dentis- 
try, prescribing the qualifications that are reason- 
ably necessary, and to that end may require licenses 
and establish supervision by an administrative 
board, is not open to dispute. Douglas v. Noble, 261 
U.S. 165; Graves v. Minnesota, 272 U.S. 425, 427. 
The State may thus afford protection against ig- 
norance, incapacity and imposition. 
* * od 


* * * * 


“The community is concerned with the maintenance 
of professional standards which will insure not only 
competency in individual practitioners, but protec- 
tion against those who would prey upon 2 public 
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peculiarly susceptible to imposition through alluring 
oe of es ee 


* * * 


“The legislature was ites to consider the general 
effects of the practices which it described, and if 
these effects were injurious in facilitating unwar- 
ranted and misleading claims, to counteract them 
by a general rule, even though in particular in- 
stances there might be no actual deception or mis- 
statement.” 


In Packer Corporation v. Utah, (1932) 285 U.S. 105, 
the Supreme Court held that a statute prohibiting the 
advertising of cigarettes and other tobacco products on 
billboards, streetcar signs and placards was a constitu- 
tional exercise of the police power. And in Williamson, 
et al. v. Lee Optical Co., (1955) 348 U.S. 483, 489-90, 
the Court held that the regulation of advertising of eye 
glass frames did not violate the due process clause of 
the Fourteenth Amendment. 


In view of the foregoing authorities, it seems clear 
that appellant’s argument based upon the First Amend- 
ment is unsound as a matter of law. 
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CONCLUSION 


We earnestly submit that the allegations of appel- 
lant’s complaint do not state a claim on which relief can 
be granted, that the amended rule is valid as a matter of 
law, and that the judgment of the District Court should 
be affirmed. 


Respectfully submitted, 


C. WILLARD HAYES 


Attorney for the American 
Patent Law Association 


Of Counsel: 
WILLIAM H. WEBB 
Vircit E. Woopcock 
DAvip S. KANE 
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IN THE 


United States Court of Appeals 


For rae District or Cotumsu Crcvrr 
No. 15118 


Meru M, Evans, Appellant, 


Vv. 


Rozzrt C. Warson, Commissioner of Patents, 


and 


Lewis L. Strauss, Secretary of Commerce, Appellees 


BRIEF OF THE SPECIAL COMMITTEE OF THE AMERICAN 
BAR ASSOCIATION 


PRINCIPAL ISSUES 


Whether the defendant, Robert C. Watson, in his ca- 
pacity as Commissioner of Patents in the United States 
Department of Commerce, has authority to prescribe a 
standard of conduct for those admitted to practice before 
the Patent Office; whether 35 U.S.C. §§31, 32 by their 
language authorize the Commissioner of Patents to pro- 
hibit advertising by practitioners before the Patent Office, 
if, in the discretion of the Commissioner of Patents, such 
prohibition is determined to be in the public interest; 
whether the present action by the plaintiff is premature 
for the reason that the plaintiff has not yet been affected 
by the rule complained of, and has not exhausted the ad- 
ministrative remedies available to him; whether the rule 
complained of is reasonably necessary to the protection 
of the public interest. 
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STATEMENT OF THE CASE 


This is an appeal from a judgment of the United States 
District Court for the District of Columbia (Sirica, J.) 
granting defendants’ (appellees’) motion to dismiss & 
complaint for declaratory judgment and injunctive relief 
brought by the plaintiff (appellant), a registered patent 
attorney, against the appellees, Robert C. Watson, Commis- 
sioner of Patents in the United States Department of Com- 
merce, and Lewis L. Strauss, substituted as successor for 
Sinclair Weeks, Secretary of Commerce, to have declared 
void an amendment to Rule 1.345 of the Rules of Prac- 
tice before the Patent Office as in excess of the rule-mak- 
ing power conferred upon the Patent Office by 35 U.S.C. 
§ 6 and 35 US.C. §§ 31, 32; and to enjoin the appellees from 
enforcing the said rule against the appellant and other 
practitioners before the Patent Office. 


The Court having granted the petition of F. Trowbridge 
vom Baur, Washington, D. C., David F. Maxwell, Phila- 
delphia, Pennsylvania, William B. Jones, Washington, D. 
C., James P. Hume, Chicago, Illinois, W. D. Keith, New 
York, New York, and Wallace H. Martin, New York, New 
York, acting as a Special Committee of the American Bar 
Association, for leave to participate in this case as amicus 
curiae, this brief is filed by said Special Committee pursu- 
ant to the authority and direction of the American Bar 
Association. 


THE FACTS 


The appellant is a non-lawyer patent attorney registered 
to practice before the Patent Office. The Patent Office 
amended its rules of practice to provide that the use of 
advertising to solicit patent business was unprofessional 
conduct and was prohibited as such, and that any person 
engaging in any such solicitation may be excluded or dis- 
barred from practice before the Patent Office. The rule 
permits the usual forms of identification for attorneys, 


such as professional letterheads, official files, listings in 
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classified telephone directories, and other professional 
directories. 


The amended rule complained of here was put forth as 
a@ recommendation in 1955 by the Patent Office Advisory 
Committee, which is composed of patent attorneys, lawyers 
in general practice, and industry representatives, all of 
whom are appointed by the Secretary of Commerce. The 
proposed amendment would prohibit advertising by Patent 
Office practitioners for the solicitation of patent business. 
An oral hearing was held commencing on November 19, 
1957, pursuant to notice published in the Federal Register 
and the Patent Office Gazette, and briefs and oral and 
written statements by interested parties were received. 
The appellant appeared at the hearing in person and by 
attorney, as did other interested parties. The American 
Patent Law Association, the American Bar Association, 
other city and state patent law associations and other bar 
associations, and many individual patent practitioners, 
both lawyers and non-lawyers, expressed approval of the 
proposed amendment. The only opposition to the pro- 
posed rule expressed at the hearing came from two 
firms of patent attorneys or agents, twelve individual pat- 
ent attorneys or agents, the publishers of four popular 
science magazines carrying much of the advertising which 
would be barred by the adoption of the proposed amend- 
ment, the Magazine Publishers’ Association, the American 
Newspapers Publishers Association and the American As- 
sociation of Advertising Agents. 


Upon conclusion of the hearing the Commissioner of 
Patents recommended to the Secretary of Commerce that 
the proposed amendment be adopted, expressly finding 
that the prohibition of advertising was reasonable and 
necessary to the public interest. The Secretary of Com- 
merce approved the proposed amendment on August 5, 
1958, the rule to become effective January 1, 1959. The 
effective date of the amendment was further postponed to 
July 1, 1959. 
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THE STATUTES AND REGULATIONS INVOLVED 


The duties and powers of the Secretary of Commerce are 
defined by 35 U.S.C. $6, which provides: 


““§6. Duties of Commissioner. 


‘<The Commissioner, under the direction of the 
Secretary of Commerce, shall superintend or perform 
all duties required by law respecting the granting and 
issuing of patents and the registration of trade-marks ; 
and he shall have charge of property belonging to the 
Patent Office. He may, subject to the approval of the 
Secretary of Commerce, establish regulations, not in- 
consistent with law, for the conduct of proceedings 
sn the Patent Office. (July 19, 1952, ch. 950, § 1, 66 
Stat. 793.) ”’ 


35 U.S.C. § 31 authorizes the Commissioner of Patents 
to regulate the admission and conduct of patent practi- 
tioners: 


‘¢§ 31. Regulations for agents and attorneys. 


‘<The Commissioner, subject to the approval of the 
Secretary of Commerce, may prescribe regulations 
governing the recognition and conduct of agents, at- 
torneys, or other persons representing applicants or 
other parties before the Patent Office, and may require 
them, before being recognized as representatives of 
applicants or other persons, to show that they are 
of good moral character and reputation and are pos- 
sessed of the necessary qualifications to render to ap- 
plicants or other persons valuable service, advice, and 
assistance in the presentation or prosecution of their 
applications or other business before the Office. (July 
19, 1952, ch. 950, §1, 66 Stat. 795.) ”’ 


35 U.S.C. § 32 authorizes the Commissioner of Patents 
to suspend or exclude from practice anyone who fails to 
comply with regulations promulgated under $31, as well 
as practitioners who are guilty of incompetence, gross mis- 
conduct, disreputable action or fraudulent or threatening 
advertisement. Section 32 further provides that the United 
States District Court for the District of Columbia may 
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review the Commissioner’s action to suspend, exclude, 
or refuse to admit to practice: 


«¢§ 32. Suspension or exclusion from practice. 

‘‘The Commissioner may, after notice and opportu- 
nity for a hearing, suspend or exclude, either generally 
or in any particular case, from further practice be- 
fore the Patent Office, any person, agent, or attorney 
shown to be incompetent or disreputable, or guilty of 
gross misconduct, or who does not comply with the 
regulations established under section 31 of this title, 
or who shall, by word, circular, letter, or advertising, 
with intent to defraud in any manner, deceive, mislead, 
or threaten any applicant or prospective applicant, 
or other person having immediate or prospective busi- 
ness before the Office. The reasons for any such sus- 
pension or exclusion shall be duly recorded. The United 
States District Court for the District of Columbia, un- 
der such conditions and upon such proceedings as it 
by its rules determines, may review the action of the 
Commissioner upon the petition of the person so 
refused recognition or so suspended or excluded. (July 
19, 1952, ch. 950, § 1, 66 Stat. 795.) ”’ 


Section 1.345 of the Rules of Practice of the Patent 
Office provides that as of July 1, 1959 (extended from 
May 1, 1959) : 


“§ 1.345 Advertising. (a) The use of advertising, 
circulars, letters, cards, and similar material to so- 
licit patent business, directly or indirectly, is forbidden 
as unprofessional conduct, and any person engaging 
in such solicitation, or associated with or employed 
by others who so solicit, shall be refused recognition 
to practice before the Patent Office or may be sus- 
pended, excluded, or disbarred from further practice. 


‘‘(b) The use of simple professional leterheads, 
calling cards, or office signs, simple announcements ne- 
eessitated by opening an office, change of association, 
or change of address, distributed to clients and friends, 
and insertion of listings in common form (not dis- 
play) in a classified telephone or city directory, and 
listings and professional cards with biographical data 
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in standard professional directories shall not be con- 
sidered a violation of this rule. 

‘‘c) No agent shall, in any material specified in 
paragraph (b) of this section or in papers filed in the 
Patent Office, represent himself to be an attorney, So- 
licitor, or lawyer.’’ (22 F.R. 6898; 23 FR. 6199, 8622; 
94 F.R. 1419). 


ARGUMENT 


The Special Committee of the American Bar Asso- 
ciation, by its members, and as amicus curiae in this pro- 
ceeding, hereby adopt the position of the Government on 
the following Points I to VI as they understand it, and as 
hereinafter set out in brief outline: 


Porst I 
THE ACTION BROUGHT BY THE PLAINTIFF WAS BROUGHT PREMATURELY. 


A. The rule here complained of will not go into effect 
until July 1, 1959, and hence the extraordinary relief re- 


quested by the appellant in the Court below was not sup- 
ported by any present showing that the rule had in any 
way harmed the plaintiff. Obviously such a showing can- 
not be made when the rule actually is not even yet in 
existence. 


B. Even if the rule were presently in effect, appellant’s 
action would nevertheless still have been premature be- 
cause the Commissioner had not attempted to enforce the 
rule against the appellant. 


C. The appellant failed to exhaust his administrative 
remedies and thereby deprived the administrative body 
of the opportunity to examine his contentions and to re- 
view the legality of its rule. The appellant has adequate 
remedies available to him if and when the ruling is ap- 
plied to him, and he has been adversely affected thereby. 
The Patent Office has provided an administrative proced- 
ure for disbarment of practitioners for failure to comply 
with regulations of the Patent Office. The appellant would 
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have ample opportunities for a hearing and could present 
any defense he wishes. This Court cannot presume that 
the Patent Office, at such a hearing, would not redress what- 
ever lawful grievance the appellant may have. It is for 
this reason that parties aggrieved by administrative rules 
must first exhaust their administrative remedies; only 
then may they apply to the court for relief. 35 U.S.C. 
§ 32 specifically points out that ‘‘The United States Dis- 
trict Court for the District of Columbia, under such condi- 
tions and upon such proceedings as it by its rules deter- 
mines, may review the action of the Commissioner upon 
the petition of the person so refused recognition or so 
suspended or excluded.’? This clearly contemplates that 
before there is judicial review there must be a disbar- 
ment proceeding by the Commissioner, and action by the 
Commissioner to the injury of the one seeking review. 


Port II 


35 U.S.C. §§6, 31 AUTHORIZE THE COMMISSIONER OF PATENTS TO ESTABLISH 
REGULATIONS FOR THE CONDUCT OF PROCEEDINGS BEFORE THE PATENT 
OFFICE, AND FOR THE RECOGNITION AND CONDUCT OF PATENT PRACTI- 
TIONERS. 


A. The rule complained of, 1.345 of the Rules of Prac- 
tice of the Patent Office, prohibiting advertising by pat- 
ent practitioners, is clearly an exercise of the authority 
conferred by § 31 to regulate the conduct of practitioners 
in the public interest. After lengthy and exhaustive hear- 
ings, the Commissioner, exercising his discretion in the 
broad area left to him by Congress, determined that the 
public interest could best be served by preventing the 
solicitation of patent business by means of advertising. 
This is not to say that Congress required the Commis- 
sioner to make such a ruling; had Congress wished to re- 
move this area from the Commissioner’s discretion, it 
would have expressly forbidden such advertising. As in all 
areas where Congress leaves matters to the discretion of 
the administrative agency, it was Congress’s intention 
that the Commissioner make his own determinations, after 
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fair hearings and procedures, as to what conduct would 
be required of patent practitioners. One of the great ad- 
vantages of the administrative system is that the admini- 
strator is not bound to the past but may adjust to the 
exigencies of today, within the area left to his discretion. 

B. That part of Rule 1.345 which authorizes the Commis- 
sioner to suspend or disbar, after notice and hearing, prac- 
titioners who solicit business through advertisements is 
specifically authorized by 35 U.S.C. § 32, wherein the Com- 
missioner is authorized to suspend or disbar for failure 
to comply with regulations established under § 31. 


Porm Ii 


IN AUTHORIZING THE COMMISSIONER OF PATENTS TO DISBAR PATENT PRACTION- 
ERS FOR FRAUDULENT ADVERTISING, 35 U.S.C. $32 DOES NOT, BY IMPLI- 
CATION, APPROVE OTHER KINDS OF ADVERTISING OR LIMIT THE COMMIS- 
SIONER’S AUTHORITY TO PROHIBIT NON-FRAUDULENT ADVERTISING. 


A. When Congress delegates rule-making authority to 
an administrative agency, it must, of necessity, leave a 
wide area of discretion and latitude of action within which 
the agency can operate to fulfill the purposes of the cre- 
ation of the agency. In such legislation, Congress is both 
general and specific. The appellant would have this Court 
believe that Congress is only specific; that, if Congress 
proscribes only one type of advertising, it permits all 
other kinds. The appellant goes even further, to say 
that Congress not only permits other advertising, but 
that Congress has legislatively enjoined the Commissioner 
from prohibiting other kinds of advertising. It can pos- 
sibly be said that what Congress does not specifically pro- 
hibit, it permits; but it is permitted only until an adminis- 
trative agency prohibits it. It is equally clear that this 
kind of permission is not a Congressional grant of a right. 
Tt is not difficult to understand why Congress would speci- 
fically deal with fraudulent and threatening advertisement, 
and leave otherwise legitimate advertising within the dis- 
cretion of the administrator to be regulated according to 
present demands of the public interest. 
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B. Other administrative agencies have adopted parallel 
regulations restricting advertising under the authorization 
of statute substantially similar to 35 U.S.C. §§31, 32. 


1. 5 U.S.C. § 261 authorizes the Department of the 
Treasury to make rules regulating the conduct of 
practitioners, and provides disbarment for breach of 
those regulations and for fraudulent advertising. The 
Commissioner of Revenue has not construed the speci- 
fic authorization to disbar for fraudulent advertising 
as a Congressional endorsement of other kinds of 
advertising, nor as a limitation on his authority to 
regulate advertising. Rather, the Commissioner of 
Revenue has issued regulations forbidding solicitation 
of business by advertising. 


2. 38 U.S.C. § 102, which authorizes the Veterans’ 
Administrator to regulate a practitioner’s conduct, also 
specifies fraudulent advertising as grounds for dis- 
barment, but the Veterans’ Administrator has con- 


strued this statute such that he has forbidden all 
advertising. 


3. 5 U.S.C. § 493 is a similar statute applying to the 
Department of the Interior. Yet the Secretary of the 
Interior has issued rules requiring its practitioners 
to observe the American Bar Association Canons of 
Ethics (43 C.F.R. $1.7(a)). Canon 27 of the ABA 
Canons of Professional Ethics forbids the solicitation 
of business through advertising. 


Pomr IV 


THE ADMINISTRATIVE CONSTRUCTION OF 35 U.S.C. §§31, 32 AS AUTHORIZING 
THE REGULATION OF PROFESSIONAL CONDUCT BY THE PROHIBITION OF 
SOLICITATION OF BUSINESS BY ADVERTISING IS ENTITLED TO GREAT WEIGHT. 


A. It is a well-settled rule of law that the construction 
of a statute under which it operates, by an administrative 
agency, is entitled to considerable weight. 
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B. No Patent Office Commissioner has ever officially ruled 
he lacked authority to prohibit advertising by patent prac- 
titioners under 35 U.S.C. §§ 31, 32. 


C. The mere lapse of time between a Congressional grant 
of authority and the specific implementation of that au- 
thority by the administrative body in no way indicates a 
lack of authority. At most, it indicates that the administra- 
tor did not, during the lapse of time, find it to be necessary 
to the public interest to exercise his authority in a particu- 
lar sphere. 


D. It would be preposterous to suggest that the admini- 
strator had to exercise his vested authority, in plenary, 
as soon as he was granted the authority. Such a position 
would render all administrative agencies impotent; once 
regulations had been adopted they could neither be changed, 
nor enlarged. 


E. Failure to act in a certain area, even over a long 
period of time, does not divest the administrator of author- 
ity to act when he finally determines that the public inter- 
est demands action. It needs to be repeated that 35 U.S.C. 
§§ 31, 32 did not require the Commissioner of Patents to 
prohibit all advertising by patent practitioners; it merely 
authorized the Commissioner to do so, if and when he 
determined such a prohibition was reasonable and nec- 
essary to the public interest. Again, laches does not at- 
tach to divest the Commissioner of Patents of authority 
vested by Congress but not used. 


Pomt V 


5 U.S.C. $101, WHICH PROHIBITS THE USE OF A CONGRESSMAN’S NAME IN 
ADVERTISING FOR BUSINESS, WHERE THE ADVERTISER IS PRACTICING BEFORE 
A GOVERNMENT DEPARTMENT, DOES NOT AUTHORIZE ALL OTHER FORMS 
OF ADVERTISING BY GOVERNMENT PRACTITIONERS. 


A. Congress determined that the use of a Congressman’s 
name in such advertising was so detrimental to the public 
good that it did not wish to leave prohibition of such a 
practice to administrative discretion. 
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B. The logical fallacy committed in coneluding that what 
Congress does not specifically prohibit it authorizes is here 
made manifest. 


C. If such a fallacy is accepted, the logical result is that 
an administrative body can only prohibit that which Con- 
gress prohibits, and, as a corollary result, anything pro- 
hibited by the administrator is nevertheless lawful, unless 
it be specifically prohibited by the Congress. 


Pornt VI 


THE RULE COMPLAINED OF, 1.345, IS CONSTITUTIONAL AS BEING CONSISTENT 
WITH THE CONGRESSIONAL POWER TO PROMOTE PATENTS AND SCIENCE, 
AND AS A REASONABLE LIMITATION ON THE FREEDOM OF SPEECH OF 
PATENT PRACTITIONERS. 

A. The Constitutional grant to Congress of power to 
grant or withhold patent monopolies is not a limitation 
upon the Congressional power, but a conferral of power 
to be exercised or not within the discretion of Congress. 
Consequently, nothing in the Constitution requires that 
Congress stimulate science or invention, or that it refrain 
from hindering the acquisition of patents. 


1. It is, further, a legislative, not a judicial, ques- 
tion as to whether the prohibition of advertising hin- 
ders or helps science and invention. The Commis- 
sioner of Patents, in the exercise of the expertise of 
his position and agency, has made a policy decision 
that the prohibition of advertising by patent practi- 
tioners will, in fact, help the patent system to the 
ultimate public good and interest. 


2. 96% of the patent practitioners do not advertise. 
This fact makes it obvious that advertising is not nec- 
essary to acquaint the public with patent office pro- 
cedures. 


B. The Courts have constantly upheld governmental ac- 
tion restricting advertising where the effects on the public, 
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as a matter of policy, have been considered and determined 
to be detrimental. 


1. Generally such prohibitions have been directed 
at the charlatans, the unethical, and the individuals in 
the professions whom experience has shown to be the 
ones employing such methods. 


2. The restriction applies only to practitioners before 
the Patent Office, whose admission to patent practice 
and professional conduct is subject to regulation by 
the Commissioner of Patents. 


3 This restriction is in no way 2 true restraint on 
speech. There are no criminal sanctions; it is simply 
a condition attached to the enjoyment of the privi- 
lege of Patent Office practice. 


4. This restriction is not a restraint upon freedom 
of speech, or freedom of travel; it is a restraint upon 
practice before the Patent Office—a privilege not all 
are entitled to enjoy. 


5. Whereas no citizen must meet any standards or 
qualifications to enjoy freedom of speech, or of travel, 
one who would practice before the Patent Office must 
meet many rigid and demanding qualifications of ex- 
perience, education, and professional demeanor. 


6. The Commissioner of Patents has determined, 
after meticulous attention to the requirements of due 
process and fair hearing, that the qualifications of 
professional demeanor include a restriction on the 
practioner’s methods of solicitation of business. 


In addition to its considered support of the appellants’ 
position that the Commissioner’s authority to regulate the 
conduct of Patent Office practitioners includes the author- 
ity to prohibit advertising to solicit patent business, as 
set forth in Points I to VI supra, the Special Committee 
of the American Bar Association as amicus curiae urges 





13 


that the Court determine on the merits that Section 1.345 
of the Rules of Practice, for the reasons set forth infra, 
represents a reasonable exercise of the Commissioner’s 
regulatory authority, in that (1) the solicitation of patent 
business by advertising is incompatible with the mainte- 
nance of proper standards of professional conduct, and (2) 
its prohibition is reasonably necessary and proper for the 
protection of the public, the Patent Office, the patent pro- 
fession, and the fiduciary relationship between patent prac- 
titioner and client. 


Port VII 


THE RULE APPLIES TO QUASI-LEGAL PROFESSIONAL PRACTICE BEFORE THE PATENT 
OFFICE A BASIC PRINCIPLE OF ETHICS COMMON TO ALL PROFESSIONAL PRAC- 
TICE, THAT THE SOLICITATION OF BUSINESS BY ADVERTISING 1S INCOM- 
PATIBLE WITH THE MAINTENANCE OF PROPER STANDARDS OF PROFESSIONAL 
CONDUCT, 


A. Practice Before The Patent Office Constitutes Professional Practice 
Of A Quasi-Legal Character. 

A profession is a ‘‘vocation, calling, occupation or em- 
ployment involving labor, skill, education, special knowl- 
edge and compensation or profit, but the labor and skill 
involved is predominantly mental or intellectual, rather 
than physical or manual.’’ Black’s Law Dictionary (4th Ed., 
1951), Profession, p. 1375. It is ‘‘a calling in which one pro- 
fesses to have acquired some special knowledge used by way 
either of instructing, guiding, or advising others or of serv- 
ing them in some art.’’ Webster’s New International Dic- 
tionary (2d Ed., Unabridged, 1957), Profession, p. 1975- 
1976. ‘‘Formerly, theology, law, and medicine were speci- 
fically known as the professions; but as the applications of 
science and learning are extended to other departments 
of affairs, other vocations also receive the name. The 
word implies professed attainments in special knowledge 
as distinguished from mere skill. A practical dealing with 
affairs as distinguished from mere study or investigation; 
and an application of such knowledge to uses for others 
as a vocation, as distinguished from its pursuit for its own 
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purposes.”” United States v. Laws, 163 U.S. 258, 266 (1896), 
quoting the Century Dictionary. The distinction between 
the practice of a ‘‘profession”’ and the conduct of a mer- 
cantile ‘“‘business”’, is that the former is purely personal, 
depending on the skill or art of the individual, while the 
latter may consist in the ability to organize and manage & 
shop or exchange where commodities are bought and 
sold. Iselin v. Flynn, 154 N.Y.S. 133, 136, 90 Mise. 164, 
169 (1915). 


There can be no doubt that practice before the Patent 
Office is of a professional nature, if indeed it is not legal 
or quasi-legal in character, based upon @ personal, fidu- 
ciary relationship with clients, and requiring the appli- 
cation of highly specialized, technical, and skillful knowl- 
edge. In patent practice, as described in the affidavit of 
Robert C. Watson, Commissioner of Patents, filed in the 
Court below in support of the defendants’ motion for sum- 
mary judgment, a registered patent attorney or agent 
conducts or causes to be made a so-called preliminary search 


through prior United States patents to determine whether 
the filing of an application for a patent is or is not war- 
ranted; he prepares and files the application for a patent; 
and he prosecutes the application before the Patent Office 
on behalf of the inventor. (Watson Aff., pp. 8-9). 


Before an application can be filed, it is necessary to 
determine as a matter of legal judgment whether the in- 
vention meets the conditions of patentability described in 
35 U.S.C. §§ 102 and 103. In addition, an application be- 
fore the Patent Office must be so prepared that it satisfies 
formal statutory requirements; it must include a specifica- 
tion or description in appropriate technical terms and, 
where the nature of the case admits, a drawing, addressed 
to persons skilled in the art of the application’s subject 
matter; and it ‘‘shall conclude with one or more claims 
particularly pointing out and distinctly claiming the sub- 
ject matter which the applicant regards as his invention,”’ 
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35 U.S.C., § 112. As the operative part of the patent, the 
claims form the basis for determining the patent’s validity 
and scope, and may be invalid if drawn too broadly and 
easily avoided as to be practically worthless if they recite 
unnecessary details. (Watson Aff., p. 9). Almost all ap- 
plicants need and seek the services of a patent attorney 
or agent in the preparation and prosecution of an ade- 
quate application, particularly because the claims must be 
formal and set forth the invention, and at the same time 
must define the invention with adequate breadth of lan- 
guage. (Watson Aff., p. 10). 


In prosecuting an inventor’s application, the practitioner 
must deal with adverse decisions, largely the rejection of 
claims, by examiners or other Patent Office officials, by 
presenting factual or legal arguments as a basis for re- 
consideration, by amending rejected claims, by adding new 
claims, or by recommending to his client the abandonment 
of his application. If the Patent Office examiner’s final de- 
cision is adverse, and an appeal is made to the Board of 
Appeals in the Patent Office, the patent attorney or agent 
must file an appeal brief to prosecute the appeal, and 
may appear orally in the appellant’s behalf. When ap- 
plications are filed by different inventors claiming substan- 
tially the same invention, an adversary interference pro- 
ceeding to determine which inventor is first may be re- 
quired in which evidence must be produced to support the 
claims. (Watson Aff. pp. 9-10). 


The Patent Office practitioner has a fiduciary duty to the 
Patent Office and to the public not to prosecute applica- 
tions knowing that the invention has been anticipated; he 
also has the public duty not to suppress or conceal rele- 
vant information with respect to an application and not to 
prosecute applications where it is obvious that no patent 
can be granted; and at the same time he has a fiduciary 
duty of the highest character to his client, who must place 
complete reliance on the integrity and ability of the repre- 
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sentative, since the average client cannot ordinarily be 
expected to be able to evaluate adequately the complex 
proceedings before the Patent Office. (Watson Aff., pp. 
10-11). 


The legal nature of many of these activities have been 
recognized on a number of occasions by the Courts. In 
Topliff v. Topliff, 145 U.S. 156, 171 (1892), the Supreme 
Court characterized an application for a patent as a diffi- 
cult legal instrument, in adverting to the perils in the 
prosecution of applications by inexperienced persons: 


‘<The specification and claims of a patent, particu- 
larly if the invention be at all complicated, constitute 
one of the most difficult legal instruments to draw with 
accuracy, and in view of the fact that valuable in- 
ventions are often placed in the hands of inexperienced 
persons to prepare such specifications and claims, it 
is no matter of surprise that the latter frequently fail 
to describe with requisite certainty the exact invention 
of the patentee, and err either in claiming that which 
the patentee had not in fact invented, or in omitting 
some element which was a valuable or essential part of 
his actual invention. * * *”’ 


Again, in Kingsland v. Dorsey, 338 U.S. 318, 319-320 (1949), 
in sustaining the authority of the Commissioner of Patents 
to disbar a practitioner for gross misconduct, the Supreme 
Court recognized in a per curiam opinion that practice be- 
fore the Patent Office is professional in character and is 
subject to regulation by the Commissioner : 


‘<The statute under which the Commissioner acted 
represents congressional policy in an important field. 
It relates to the character and conduct of ‘persons, 
agents, or attorneys’ who participate in proceedings 
to obtain patents. We agree with the following state- 
ment made by the Patent Office Committee on Enroll- 
ment and Disbarment that considered this case: ‘By 
reason of the nature of an application for patent, the 
relationship of attorneys to the Patent Office requires 
the highest degree of candor and good faith. In its 
relation to applicants, the Office . . . must rely upon 
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their integrity and deal with them in a spirit of trust 
and confidence...’ It was the Commissioner, not the 
courts, that Congress made primarily responsible for 
protecting the public from the evil consequences that 
might result if practitioners should betray their high 
trust. : 


Significantly, although the particular case concerned a 
lawyer, it involved conduct in the prosecution of an appli- 
cation for a patent before the Patent Office, so that the 
standards imposed applied equally to all patent practition- 
ers. Even the dissenting opinion, which failed to find 
sufficient cause to support disbarment, agreed, 338 U.S. at 
320, ‘‘that the privilege of practicing before the Patent 
Office is one that may and should be withdrawn for pro- 
fessional misconduct.’’ 


The legal nature of the activities of a patent practitioner 
was explored in Marshall v. (The) New Inventor’s Club, 
Inc., 99 U.S.P.Q. 460, 461, 117 N.E. 2d 737, 739 (Ohio Ct. 
Com. Pl., 1953), where the Court stated, in enjoining a 


corporation from (1) rendering opinions as to patenta- 
bility, (2) preparing applications for letters patent, and 
(3) preparing amendments to applications for letters pat- 
ent, as constituting the unauthorized practice of law: 


‘‘Not every alleged invention is patentable. Hence, 
the rendering of an opinion as to patentability requires 
a knowledge of the patent statutes and of the deci- 
sions interpreting them. A knowledge of the deci- 
sions would be particularly essential in determining 
questions concerning patentable inventions. Clearly 
the rendering of such opinions constitutes the giving of 
legal advice. 


see 


‘‘That drawings, specifications and claims contained 
in a patent application must be so carefully drawn as 
to insure protection of the inventor from infringe- 
ment is so well known in the patent field that it needs 
no elaboration here. The many Federal court deci- 
sions relating to infringements hinge in many in- 
stances on the meaning and interpretation extended 
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to the claims of a patent in the light of previous de- 
cisions concerning patentability. A knowledge of these 
decisions would be essential to the proper drafting of 
an application. 


‘Inventors paid fees to the defendant for prepar- 
ing applications. Consequently, they had a right to 
rely on the competency of those who were preparing 
them. Yet the defendant, according to the record, 
sometimes hired law students to prepare their appli- 
cations. 


‘“‘Because of the knowledge of statutes and deci- 
sions required to prepare applications in such a way 
that valuable rights would not be lost, it is the opinion 
of the Court that the preparing of patent applications 
constitutes the practice of law in Ohio. 

66 @ @ 


‘<The preparation of amendments to applications for 
letters patent requires the same knowledge utilized for 
drafting claims and necessitates the preparation of a 
brief with each amendment, citing authority on points 
of law which might be applicable to a particular fact in 


issue. 


‘‘Perhaps even a greater knowledge of the law is 
required here than in the preparation of the original 
application and the reasoning is therefore stronger 
that this activity, which the proof shows clearly was 
carried on by the defendant, constitutes the practice of 
law.’ 


B. In Prohibiting Advertising For Business, The Rule Applies To The 
Quasi-Legal Practice Before The Patent Office The Same 
Standards Of Professional Conduct, Embodied in Canon 
27 Of The Canons Of Professional Ethics Of The American 
Bar Association, Which Presently Govern Legal Practice Before 
All Courts and Agencies. 

Section 1.345 of the Rules of Practice of the Patent Of- 
fice on Patent Cases, the Rule which plaintiff seeks to 
invalidate by this action, forbids as unprofessional conduct 
the use of advertising, circulars, letters, cards, and simi- 
lar material to solicit patent business, directly or indirectly, 
and declares that any person engaging in such solicitation, 
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or associated with or employed by others who so solicit, 
shall be refused recognition to practice before the Patent 
Office or may be suspended, excluded, or disbarred from 
further practice. The rule permits the use of simple pro- 
fessional letterheads, calling cards, or office signs, simple 
announcements necessitated by opening an office, change 
of association, or change of address, distributed to clients 
and friends, and insertion of listings in common form 
(not display) in a classified telephone or city directory, 
and listings and professional cards with biographical data 
on standard professional directories, but prohibits agents 
from representing themselves to be attorneys, solicitors, or 
lawyers. 


The Rule will accordingly be seen to be substantially 
similar in principle and content to Canon 27 of the Canons 
of Professional Ethics of The American Bar Association, 
which provides as follows: 


“It is unprofessional to solicit professional em- 
ployment by circulars, advertisements, through touters 
or by personal communications or interviews not war- 
ranted by personal relations. Indirect advertisements 
for professional employment such as furnishing or 
inspiring newspaper comments, or procuring his pho- 
tograph to be published in connection with causes in 
which the lawyer has been or is engaged or concern- 
ing the manner of their conduct, the magnitude of the 
interest involved, the importance of the lawyer’s posi- 
tion, and all other like self-laudation, offend the tra- 
ditions and lower the tone of our profession and are 
reprehensible; but the customary use of simple pro- 
fessional cards is not improper. 


‘Publication in reputable law lists in a manner 
consistent with the standards of conduct imposed by 
these canons of brief biographical and informative data 
is permissible. Such data must not be misleading and 
may include only a statement of the lawyer’s name 
and the names of his professional associates ; addresses, 
telephone numbers, cable addresses; branches of the 
profession practiced; date and place of birth and ad- 
mission to the bar; schools attended, with dates of 
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graduation, degrees and other educational distinctions ; 
public or quasi-public offices; posts of honor; legal 
authorships; legal teaching positions ; membership and 
offices in bar associations and committees thereof, in 
legal and scientific societies and legal fraternities; the 
fact of listings in other reputable law lists; the names 
and addresses of references; and, with their written 
consent, the names of clients regularly represented. 
A certificate of compliance with the Rules and Stand- 
ards issued by the Standing Committee on Law Lists 
may be treated as evidence that such list is reputable. 


‘<Tt is not improper for a lawyer who is admitted to 
practice as a proctor in admiralty to use that desig- 
nation on his letterhead or shingle or for a lawyer 
who has complied with the statutory requirements of 
admission to practice before the patent office to so 
use the designation ‘patent attorney’ or ‘patent law- 
yer’ or ‘trade-mark attorney’ or ‘trade-mark lawyer’ 
or any combination of those terms.’” 


C. The Canons Of Professional Ethics Of The American Bar Asso- 
ciation Represent The Consensus Of The Legal Profession Of 
The Code Of Proper Practice Which Must Be Enforced To 
Maintain Necessary Professional Standards Of Conduct. 
Mr. Chief Justice Hughes observed in Semler v. Oregon 
State Board of Dental Examiners, 294 U.S. 608, 612 (1935) : 
‘What is generally called the ‘ethics’ of the profession is 
but the consensus of expert opinion as to the necessity of 
such standards.” 


For the legal profession, that ‘‘eonsensus of expert 
opinion”’ is established in the Canons of Professional 
Ethics promulgated by the American Bar Asociation, which 
have been adopted, directly or in substantially similar 
form, by a great many Courts as the standards of practice 
to be observed by members admitted to practice before their 
Bars, and is generally regarded by all Courts as a model 
for the legal profession. The late Chief Justice Vander- 
pilt recognized the obligatory nature of the Canons upon 
the conduct of lawyers in the case of In the Matter of 
Rothman, 12 N. J. 528, 535-536, 547-549, 97 A. 2d 621, 625, 
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631-632, 39 A.L.R. 2d 1032, 1037-1038, 1044-1045, where he 
stated: 


‘The Canons of Professional Ethics undertake to 
codify in convenient form the traditions and practice 
that have been recognized over the centuries as part 
of the common law with respect to the lawyer’s obli- 
gations to the courts and the administration of jus- 
tice, to the public and his clients, and to his profes- 
sion and his fellow practitioners. They are as obli- 
gatory on him as if cast in statutory form, as indeed 
they are in large part in many states. 


‘‘The three canons referred to [Canons 27, 35, and 
47] relate in one aspect to the lawyer’s duties to his 
profession and his fellow practitioners. If the prac- 
tice of the law is to remain a profession and not to 
become a mere trade, it is quite as important that ethi- 
cal practitioners be protected from unfair competition 
within the profession as from the unauthorized prac- 
tice of the law outside the profession by laymen and 
corporations. But this is not the only aspect of these 
canons. Their enforcement is of concern not merely 
to the members of the profession. It is equally essen- 
tial to the public. Our citizens have a right to ex- 
pect from the members of a learned profession who 
are granted by the State the privilege to practice law 
that they in return for this privilege will live up to 
the standards long recognized at common law and 
in large part codified in the Canons of Professional 

thics. 

+ * * 


‘c* * * relatively few cases concerning the canons 
reach the courts, first, because the canons are clear 
and, secondly, because the bar in general respects 
them. It is only where the necessities are overwhelm- 
ing or the stakes great that a lawyer in his right 
senses is tempted to violate them. 


‘<The Canons of Professional Ethics are based on 
the fundamental premise that the practice of law is 
a profession and not a business. It is a profession 
notwithstanding the fact that lawyers make a living 
out of their practice. Dean Roscoe Pound has with 
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his customary clarity set forth the fundamental char- 
acteristic of a profession: 


‘¢ ‘What we mean by the term profession when we 
speak of the old recognized professions (medicine, 
the law, ministry). We mean an organized calling in 
which men pursue a learned art and are united in the 
pursuit of it as a public service—as I have said, no 
less a public service because they may make a liveli- 
hood thereby. Here, from the professional standpoint 
there are three essential ideas—organization, learn- 
ing, and a spirit of public service. The gaining of a 
livelihood is not a professional consideration. Indeed, 
the professional spirit, the spirit of a public service, 
constantly curbs the urge of that instinct.’ (Address 
before Nebraska State Bar Association, October 20, 
1949, p. 2) Dean John H. Wigmore has stressed the 
fact that a profession involves a way of living and 
enecetote the canons are much more than rules of 
ethics: 


‘¢ ‘For lawyers, the most important truth about the 
law is that it is a profession ... As a profession, the 


law must be thought of as ignoring commercial stand- 
ards of suecess—as possessing special duties to serve 
the state’s justice—and as an applied science requiring 
scientific training. 

“¢ ¢ And, if it is thus set apart as a profession, it must 
have traditions and tenets of its own, which are to be 
mastered and lived up to. This living spirit of the 
profession, which limits yet uplifts it as a livelihood, 
has been customarily known by the vague term ‘legal 
ethics.’ There is much more to it than rules of ethics. 
There is a whole atmosphere of life’s behavior. What 
is signified is all the learning about the traditions of 
behavior that mark off and emphasize the legal pro- 
fession as a guild of public officers. And the appren- 
tice must hope and expect to make full acquaintance 
with his body of traditions, as his manual of equip- 
ment, without which he cannot do his part to keep the 
law on the level of a profession.’ (Foreword to Car- 
ter’s, The Ethics of the Legal Profession, 1915) 


‘“‘The result of these considerations on the lawyer 
is epitomized by Chief Judge Cardozo with charac- 
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teristic felicity: ‘Membership in the bar is a privilege 
burdened with conditions’. People ex rel. Karlin v. 
Culkin, 248 N.Y. 465, 467, 162 N.E. 487, 489, 60 A.L.R. 
851, 855 (Ct. App. 1928). Many of these conditions 
are set forth in the Canons of Professional Ethics.’’ 


The public responsibility of members of the bar was like- 
wise recognized in the opinion of the United States Court 
of Appeals for the District of Columbia written by Jus- 
tice Justin Miller (Justices Stephens and Vinson con- 
curring), in Booth v. Fletcher, 69 App. D.C. 351, 355-356, 
101 F. 2d 676, 680-681 (1938), cert. den. Fletcher v. Booth, 
307 U.S. 628 (1939), where the Court stated, quoting inter 
alia Chief Justices Harlan F. Stone and Charles E. Hughes 
and Elihu Root (footnotes omitted) : 


“<The lawyer is an officer of the court of whose bar 
he is a member. It is his privilege and his duty to 
promote the administration of justice. The profes- 
sion of the law is one charged in the highest measure 
with the public interest. Chief Justice Charles E. 
Hughes has characterized the service of the profes- 
sion as ‘* * ® the privileged administration of a pub- 
lice trust affording the necessary means by which pri- 
vate and public rights are vindicated, private and pub- 
lic wrongs are redressed, and the very basis of civili- 
zation is made secure.’ The theory of appellee’s al- 
leged cause of action was that a right of private prop- 
erty had been improperly interfered with. But a 
lawyer may properly be dispossessed of that right if 
he uses it in a manner inimical to the public interest. 
It is a right which is minor and collateral, indeed, com- 
pared to the puble significance of the status and func- 
tions of the lawyer. The people have entrusted to the 
court’s power to regulate standards of education and 
admission to the bar and power to regulate the conduct 
of members of the bar by orders of discipline and dis- 
barment. If those not properly trained or those who 
are morally disqualified are permitted to practice 
before the courts, the administration of justice will 
suffer. ‘It is not enough that the doors of the temple 
are open; it is essential that the ways of approach be 
kept clean.’ Hatfield v. King, 184 U.S. 162, 168 (1902). 
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Moreover, ‘Our trouble is not simply in keeping the pes- 
tilence out of the temple, but in destroying it inside.’ 
The Courts should act whenever necessary, either on 
their own motion or upon motion of their committees, 
to protect the interests of the public.”’ 


Similarly, Chief Justice Rugg stated, in affirming the 
suspension of a lawyer for advertising free legal advice 
in In the Matter of Cohen, 261 Mass. 484, 487, 159 N.E. 495, 
496, 55 A-L.R. 1308, 1312 (1928) : ‘‘Codes of legal ethics 
adopted by bar associations of course have no statutory 
force. They are illuminating as showing views entertained 
by organizations of members of the bar concerning the 
tests of proper conduct for those charged with the im- 
portant functions of attorneys admitted to practice within 
the courts. They are commonly recognized by bench and 
bar alike as establishing wholesome standards of profes- 
sional action.’ To the same effect is the opinion of Dis- 
trict Judge McGuire in Herman v. Acheson, 108 F. Supp. 
723, 726 (1952), aff’d., Herman v. Dulles, 92 U.S. App. D.C. 
303, 205 F’. 2d 715 (1953) : 


‘Codes of ethics adopted by bar associations, of 
course, have no statutory force. They are indicative, 
however, of and reflect the attitude of the profession 
as a whole upon those courses of action which they 
frown upon and interdict, and they are commonly re- 
garded by bench and bar alike as wholesome standards 
of professional ethics. The practice of law is a profes- 
sion and not a trade.” 


D. Canon 27 Of The Canons Of Professional Ethics Represents The 
Considered Judgment And Sentiment Of The Legal Profes- 
sion That The Utilization Of Advertising Or Other Methods 
For The Solocitation Of Business In Order To Offer Legal 
Services To Members Of The Public Is Incompatible With 
The Standards Of Proper Professional Conduct, And Should 
Be Neither Condoned Nor Tolerated. 


As observed by Chief Justice Vanderbilt in In the Matter 


of Rothman, 12 N.J. 528, 549, 97 A.2d 621, 632, 39 A.L.R. 
2d 1032, 1045 (1953), ‘‘No infringements of the canons, 
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other than those involving sheer dishonesty, have called 
forth stronger judicial and professional denunciation than 
violations of Canon 27 prohibiting advertising and solicit- 
ing.’? Some of the cases are collected in that decision, and 
in the Notes in 55 A.L.R. 1313 (1928) and 39 A.L.R. 2d 1055 
(1955), discussing advertising by an attorney as ground for 
disbarment, suspension, or other disciplinary action. 


A limited number of expressions of judicial attitude may 
be considered as representative. In In the Matter of Cohen, 
961 Mass. 484, 487, 159 N.E. 495, 496, 55 A.L.R. 1308, 1312 
(1928), Chief Justice Rugg stated: ‘‘It has long been a 
part of the ethics of lawyers that the solicitation of client- 
age by advertisements such as that here disclosed is con- 
trary to sound practice. That has been the consensus of 
opinion manifested both by writers on legal ethics and by 
the standard maintained by the great mass of the profes- 
sion. ‘Ethics of the Legal Profession,’ by Orrin N. Carter, 
for many years a justice of the supreme court of Illinois, 
page 59. Fortunately, cases of this nature in courts have 
been rare.” In Re Oliensis, 26 Pa. Dist. R. 853 (1917), 
quoted in 55 A.L.R. at 1319, the Court stated: ‘‘That the 
profession of the law should adopt the bargain-counter 
methods for obtaining business is intolerable. A man who 
resorts to such a method fails to appreciate the duties and 
responsibilities which rest upon him as an officer of the 
court, and although others may have adopted means of ob- 
taining business, similar, but not so glaringly offensive as 
the respondent in this case, it is no excuse for him or them, 
and the courts owe it to the public to discipline those mem- 
bers of the bar who indulge in such advertising, either 
directly or indirectly.”’ ‘‘For a lawyer to advertise for 
business has long been recognized by the profession at large 
as grossly undignified and improper * * *.’’ In the Matter 
of Neuman, 169 App. Div. 638, 641, 155 N.Y.S. 428, 430 
(1915). ‘‘The ethics of the legal profession forbid that an 
attorney should advertise his talents or his skill as a shop- 
keeper advertises his wares.’”? People ex rel. Maupin, At- 
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torney General. v. MacCabe, 18 Col. 186, 188, 32 P. 280, 
19 L.R.A. 231, 36 Am. St. Rep. 270, 271 (1893). 


In the case of In the Matter of Schwarz, 175 App. Div. 
335, 342, 343, 161 N.Y.S. 1079, 1083 (1916), the Court con- 
demned the use of letters, circulars, folders, articles, and 
newspaper advertisements to solicit patronage for a law- 
yer’s collection business in these words: 


‘They are typical of modern advertising business 
methods and would be appropriate to the exploitation 
of patent medicines or other proprietary articles, but 
are utterly abhorrent to professional notions or stand- 
ards. Unless the ancient and honorable profession of 
the law, whose practitioners are officers of the court 
of the highest fiduciary character, under obligations of 
service to the state, to the community, and to the court, 
is to be degraded to the rank of a quack medicine busi- 
ness enterprise, the advertising and business solicita- 
tion methods here under review must be emphatically 
and absolutely condemned. * * ° 


“Tt is precisely because of the ‘business’ emphasis 
which the respondent attaches to his professional title 
of attorney and counselor at law that his methods and 
practices are so offensive. * * °”’ 


Thereafter, when the same attorney was later disbarred in 
In the Matter of Schwarz, 195 App. Div. 194, 199, 186 
N.Y.S. 535, 538-539 (1921), aff’d. on opinion below, 231 N.Y. 
642, 132 N.E. 921 (1921), the Court stated: 


‘Tt is evident that the respondent has no conception of 
the ethics of the profession, and is obsessed by the 
notion that self-advertisement is a proper means of 
obtaining professional employment and that his efforts 
are directed to so shaping his letters and circulars as 
to obtain the results of such advertisement and at the 
same time escape judicial condemnation. He had fair 
warning, but has deliberately violated the spirit of 
our former decision, while asserting that he has ob- 
served its letter. The court told him plainly that if he 
wished to continue his business, for that is what he 
then claimed it was, in the manner and by the methods 
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employed, he must do it as a business man, and not mas- 
querade as a professional man, while violating the 
fundamental ideals and principles of the profession.” 


While disagreeing that disbarment was properly invoked 
under the circumstances of the case, the dissenting opinion 
of Judge Pound agreed on the principles involved, 231 N.Y. 
at 644, 132 N.E. at 922: 


‘The Code of Ethics is recognized by this court as 
setting up a wholesome standard of professional con- 
ducts 1 


‘*The profession has ever discountenanced as un- 
dignified and indecorous the coduct of the lawyer who 
blatantly advertises for business as those engaged in 
trade may do without exciting unfavorable criticism. 
* * * Advertising or soliciting business is censurable 
as a form of self-laudation unbecoming the traditions 
of a high calling. The canon thus incorporates in the 
Code of Ethics an ideal standard of conduct which has 
been long and well recognized in theory both by bench 
and bar. The attorney who disregards the rule is 
properly subject to rebuke, if not disbarment. * * *”’ 


The subject of advertising and soliciation for business by 
wayward members of the legal profession has always been 
a matter of concern and interest to the American Bar As- 
sociation, which has played a leading role in the adoption 
and enforcement of proper standards of professional con- 
duct observed by the bar. It may be noted that Henry S. 
Drinker’s treatise on Legal Ethics devotes almost a quarter 
of its text, from page 210 to 273, to the question of adver- 
tising and solicitation, in discussing the many questions on 
the subject which have been submitted to the American 
Bar Association’s Committee on Professional Ethics and 
Grievances. It is not without significance that the very first 
Opinion issued by the Committee, on January 15, 1924, con- 
cerned a question of advertising and solicitation for busi- 
ness: 


‘‘The committe was requested to express its opinion 
as to the propriety of an attorney soliciting business 
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from other members of the profession with whom he 
had has no previous relations, by means of circulars 
or letters accompanied by references and statements 
as to fees, such as offering ‘special rates’, offering to 
divide fees, or stating the amount he would charge in 
specific cases. 


‘“The essential dignity of the profession requires 
that the solicitation of professional employment should 
be avoided. Canon 27 of the Canons of Ethics disap- 
proves all forms of solicitation as unprofessional and 
specifically states that ‘solicitation of business by cir- 
eulars or advertisements, or by personal communica- 
tions or interviews, not warranted by personal rela- 
tions, is unprofessional.’ The Canon makes no excep- 
tion as to solicitation from other members of the pro- 
fession and contains no warrant for regarding such 
solicitations as differing from or being less improper 
than similar solicitation addressed to laymen. In the 
opinion of the committee such solicitation is improper. 


‘In view of the forefoing opinion it would ordinarily 
be unnecessary to refer to the statements contained in 
such circulars or letters, but the particularly undig- 
nified character of the statements referred to in the 
question submitted for the committee’s consideration 
justifies comment. Any conduct that tends to commer- 
eialize or bring ‘bargain counter’ methods into the 
practice of the law, lowers the profession in public 
confidence and lessens its ability to render efficiently 
that high character of service to which the members 
of the profession are called.’’ 


As noted by Drinker, Legal Ethics, pp. 212-219, the appli- 
cation of modern business methods and practices to the 
practice of law has not served to undermine or relax but to 
invigorate the bar’s standards which forbid advertising; 
‘“‘the eagerness of the great preponderance of lawyers to 
comply fully with the Canons is demonstrated by their 
frequent requests for advice from the various ethics 
committees and their hearty acceptance and observance 
thereof.”’ 
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E. The American Bar Association Has Vigorously Urged The Adop- 
tion Of The Rule Prohibiting The Solicitation Of Patent Busi- 
ness In Order To Secure The Uniform Enforcement Of Proper 
Conduct In Professional Practice Before The Patent Office. 


The American Bar Association has long been actively 
opposed to the solicitation of business by so-called ‘‘patent 
attorneys.’’ In 1922, the Committee on Professional Ethics 
and Grievances reported as follows to the annual meeting 
of the Association, 47 Reports of the American Bar Asso- 
ciation (1922), pp. 285-286: 


‘¢Many complaints were received regarding the solici- 
tation of patent business by laymen calling themselves 
patent attorneys. Investigation showed that the rules 
of the Patent Office require that all persons represent- 
ing applicants, whether lawyers or laymen, be regis- 
tered in the Patent Office as ‘cattorneys,” the word 
supposedly being used to designate attorneys-in-fact. 
Having registered themselves as such attorneys, lay- 
men have made use of the term in advertising for busi- 
ness. This advertising has been carried to such an 
extent that the majority of all patent applications are 
made through these laymen patent attorneys. The use 
of this term in such advertising has misled the public— 
as it apparently was intended it should—into believing 
that it was dealing with attorneys at law. As a result 
abuses have arisen and our profession has received the 
blame for the misconduct of some of these so-called 
attorneys. 


‘‘Under a recently enacted statute, the Commissioner 
of Patents is given authority to formulate and pre- 
scribe rules for the regulation of the conduct of these 
registered patent attorneys. Your Committee there- 
for recommends that the Association request the Com- 
missioner of Patents to include in such regulations as 
may be adopted, a rule prohibiting the solicitation of 
business by these registered patent attorneys so long 
as they are designated as and allowed to describe them- 
selves as attorneys or patent attorneys.”’ 


A resolution in accordance with the report was adopted by 
the Association, ibid., 44-45. 
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In 1926, the Committee reported to the Association, 51 
Reports of the American Bar Association (1926), pp. 
489-490: 


<¢* © © The committee has given much consideration 
to the conduct of certain members of the Bar residing 
in Washington, D.C., in respect to advertising and the 
solicitation of business. These lawyers may be grouped 
into two classes. 


‘¢One class is composed of lawyers engaged in patent 
practice who assume that they are not bound by the 
rules of ethical conduct applicable to other lawyers. So 
far as we are informed these offending lawyers are 
not members of the Association, so that this committee 
has had little opportunity to express its opinion that 
the conduct of all members of the Bar should be gov- 
erned by the same principles and that the solicitation 
of business by lawyers engaged in patent practice is as 
offensive as that of any other lawyer. 


«¢The second class consists of lawyers in Washington 
who specialize in the handling of claims before the var- 


ious departments and commissions. 


‘“‘The advertising and solicitation of both classes is 
countrywide in its scope, and it has become a general 
scandal to the profession. The committee is studying 
the situation in an endeavor to recommend some rem- 
edy that may convince these offending members of the 
Bar of the impropriety of their conduct and bring 
about a cessation of their pernicious practices.’’ 


While the Association was policing its Bar, it also has 
striven to apply the same code of ethics prohibiting adver- 
tising to all practitioners before the Patent Office. As 
noted in the affidavit of the Commissioner of Patents filed 
in this proceeding (Aff. Watson, pp. 4-5), the American 
Bar Association forwarded a copy of the following reso- 
lution adopted by the Board of Governors of the Associa- 
tion approving the proposed Rule: 

‘RESOLVED, That the American Bar Association 


favors the adoption of a rule of practice in the United 
States Patent Office which would forbid, as unprofes- 
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sional conduct, the use of display advertising, circulars, 
letters, cards, or other material to solicit patent busi- 
ness, directly or indirectly, and which would refuse 
recognition to practice before the Patent Office to any 
person engaging in such solicitation or associated with 
or employed by others who so solicit, or would permit 
the suspension or exclusion of any such person from 
further practice before the Patent Office. 

“That that the President of the Association and the 
officers of the Section of Patent, Trademark and Copy- 
right Law be authorized to communicate to the Secre- 
tary of Commerce and to the Commissioner of Patents 
ae action of the Association in passing this resolu- 

on. 


A representative of the Association also appeared to testify 
orally in the proceeding in support of the adoption of the 
Rule. 


F. Other Professional Groups, Within And Without Legal Practice 
And Patent Practice, Likewise Regard The Solicitation Of 
Business By Advertising As Incompatible With Proper Stand- 


ards Of Professional Conduct. 


The Association did not appear alone to urge adoption 
of the proposed measure which became Section 1.345 of the 
Rules of Practice in Patent Cases. As indicated by the 
affidavit of the Commissioner of Patents, innumerable asso- 
ciations of patent practitioners, general legal associations, 
and individuals filed statements or appeared at the hearing 
to register their aproval of the Rule; on the other hand, 
only two firms of patent attorneys or agents, twelve addi- 
tional patent attorneys or agents, four publishers of maga- 
zines carrying patent advertising, and three publisher as- 
sociations appeared in opposition to the proposed Rule. 
(Aff. Watson, pp. 3-6). 


It is to be noted that administrative bodies as well as 
Courts have promulgated rules which prohibit as unpro- 
fessional the solicitation of business by advertising, ¢.g., 
the Treasury Department, the Interior Department, the 
Administrator of Veterans’ Affairs, the Interstate Com- 
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merce Commission, the Federal Trade Commission, the 
Immigration and Naturalization Service. Cf. Goldsmith v. 
United States Board of Tax Appeals, 270 U.S. 117 (1926) ; 
Herman v. Dulles, 92 U.S. App. D.C. 303, 205 F.2d 715 
(1953). The Report of the Hoover Commission on the 
Organization of the Executive Branch of the Government, 
Recommendation No. 23, likewise contemplates that all ad- 
ministrative agencies shall adopt rules for the prohibition 
of solicitation and advertising for clients. 


The prohibition upon the solicitation of business by 
advertising is of course not peculiar to the legal or quasi- 
legal professions, but is common to all professions, includ- 
ing dentists, physicians and surgeons, certified public ac- 
ecountants, optometrists, architects, and others recognized as 
performing personal professional services. See, ¢.9., Semler 
v. Oregon State Board of Dental Examiners, 294 U.S. 608 
(1935), quoted infra. The Supreme Court stated in United 
States v. Oregon State Medical Society, 343 U.S. 326, 336 
(1952): ‘‘We might observe in passing, however, that there 
are ethical considerations when the historic direct rela- 
tionship between patient and physician is involved which 
are quite different than the usual considerations prevailing 
in ordinary commercial matters. This Court has recognized 
that forms of competition usual in the business world may 
be demoralizing to the ethical standards of a profession.”’ 
Again, in William v. Lee Optical of Oklahoma, Inc., 348 
U.S. 483, 491 (1955), the Court held that a regulation pro- 
hibiting an optometrist from subleasing space in a retail 
store ‘‘is on the same constitutional footing as the denial 
to corporations of the right to practice dentistry. we tot, 13 
is an attempt to free the profession, to as great an extent 
as possible, from all taints of commercialism.”’ 
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THE RULE 1S REASONABLY NECESSARY AND PROPER FOR THE PROTECTION OF THE 
PUBLIC, THE PATENT OFFICE, THE PROFESSION, AND THE FIDUCIARY RELA- 
TIONSHIP BETWEEN PATENT PRACTITIONER AND CLIENT. 


A. The Rule Encourages The Selection By Inventors Of Patent Prac- 
titioners Who By Their Conduct, Rather Than By What They 
Pay Others To Say About Them, Establish A Reputation For 
Integrity And Competence. 

The selection of persons for the performance of profes- 
sional services on the basis of advertising is completely at 
variance with the recognized professional principle that a 
practitioner should be chosen according to his reputation 
for integrity and ability, not by how loudly he can ‘‘toot 
his own horn” or how skillful he is in the preparation of 
advertising copy. Canon 32 of the Canons of Professional 
Ethies of the American Bar Association states: ‘‘above 
all a lawyer will find his highest honor in a deserved repu- 
tation for fidelity to private trust and to public duty, as an 
honest man and a patriotic and loyal citizen.’’? The proper 
basis for the establishment of a professional reputation 
is well summarized in the following excerpt from the Code 
of Ethics of the American Patent Law Association: 


‘The most worthy and effective advertisement, even 
for a young lawyer, and especially with his brother 
lawyers, is the establishment of a well-merited repu- 
tation for professional capacity and fidelity to trust. 
This cannot be forced, but must be the outcome of char- 
acter and conduct.”’ 


The Rule is thus merely the application of a profession- 
ally-accepted axiom that inventors will receive the best pro- 
fessional service if their choice of attorney is made on the 
basis of professional skill and integrity, rather than their 
skill in promotional advertising. 
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B. The Rule Prohibits The Solicitation Of Business Through Adver- 
tising As Incompatible With The Fiduciary Relationship Be- 
tween Practitioner And Client. 

By reason of the very nature of an application for a 
patent, which involves revealing to one skilled in the prep- 
aration and prosecution of applications before the Patent 
Office what may be an extremely valuable invention in order 
to secure the protection of letters patent, the bond between 
patent practitioner and client must be established on as 
firm a basis of trust and confidence as is that of lawyer and 
client. In denying the validity of letters patent obtained 
on his own behalf by a patent counsel, the Court in Water 
Hammer Arrester Corporation v. Tower, 66 F. Supp. 732, 
737 (D.C. Wise., 1944), aff’d. 156 F. 2d 775 (7th Cir. 1946), 
cert. den. 329 U.S. 806 (1947), stated as a controlling maxim 
of patent practice: ‘‘Patent attorneys by the very nature of 
their duties are charged with a confidence and trust of the 
highest degree. * * * The relation between the attorney 
and his client is too sacred to admit even the shadow of 
abuse.’ 


The fiduciary relationship between practitioner and client 
cannot be permitted to resemble the relationship of caveat 
emptor between traders in commodities and their customers, 
and they cannot be established by the same promotional 
methods. As recognized by the Supreme Court in Semler v. 
Oregon State Board of Dental Examiners, 294 U.S. 608, 
611-612 (1935), however honest the advertising, it is in- 
compatible with the establishment of a professional rela- 
tionship: 

‘“‘Recognizing state power as to such matters, appel- 
lant insists that the statute in question goes too far 
because it prohibits advertising of the described char- 
acter, although it may be truthful. He contends that 
the superiority he advertises exists in fact, that by his 
methods he is able to offer low prices and to render 
a beneficial public service contributing to the comfort 
and happiness of a larger number of persons. 
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“<The State court defined the policy of the statute. 
The court said that while, in itself, there was nothing 
harmful in merely advertising prices for dental work 
or in displaying glaring signs illustrating teeth and 
bridge work, it could not be doubted that practitioners 
who were not willing to abide by the ethics of their 
profession often resorted to such advertising methods 
‘to lure the credulous and ignorant members of the 
public to their offices for the purpose of fleecing them.’ 
The legislature was aiming at ‘bait advertising.’ ‘In- 
ducing patronage,’ said the court, ‘by representations 
of ‘‘painless dentistry,” ‘‘professional superiority,’’ 
‘‘free examinations,’’ and ‘‘guaranteed” dental work’ 
was, as a general rule, ‘the practice of the charlatan 
and the quack to entice the public.’ 


‘“We do not doubt the authority of the state to esti- 
mate the baleful effects of such methods and to put a 
stop to them. The legislature was not dealing with 
traders in commodities, but with the vital interest of 
public health, and with a profession treating bodily 
ills and demanding different standards of conduct from 
those which are traditional in the competition of the 
market place. The community is concerned with the 
maintenance of professional standards which will in- 
sure not only competency in individual practitioners, 
but protection against those who would pray upon a 
public peculiarly susceptible to imposition through 
alluring promises of physical relief. * * *” 


In In the Matter of Cohen, 261 Mass. 484, 487-488, 159 
N.E. 495, 497, 55 A.L.R. 1308, 1312 (1928), the Court stated: 


‘‘The foundation on which this principle of conduct 
rests is that attorneys at law practice a profession; 
they do not conduct a trade. It is incompatible with 
the maintenance of correct professional standards to 
employ commercial methods of attracting patronage. 
Advertising such as that disclosed on this record is 
commonly designed to stimulate public thought and 
challenge popular attention to the end that the business 
of the“idvertiser may be increased. * * *”’ 
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C. The Rule Requires The Patent Practitioner To Rely More Heavily 
Upon Satisfied Clients And Recommendations Based Upon 
Demonstrated Competency And Integrity. Since The Prac- 
titioner Can No Longer Obtain Clients Merely By The Pulling 
Power Of His Advertising. 

One of the greatest evils in permitting the solicitation for 
patent business by advertising was that it freed the adver- 
tiser from the responsibility of insuring a satisfied client, 
which in normal professional practice is the greatest single 
basis for securing continued business. The result of per- 
mitting this practice was well stated by Mr. Giles S. Rich, 
now Judge of the United States Court of Customs and 
Patent Appeals, in a letter to the Commissioner of Patents 
dated October 5, 1955: 


‘Since he obtains his clients from the pulling power 
of advertising he does not have to rely, as do the non- 
advertisers, on either repeat business from or recom- 
mendations by satisfied clients. He is under no pres- 
sure, he has no incentives to do good work or to im- 
prove himself. As fast as he can get a client from an 


advertisement and collect his fee he is assured that 
there will be another one by the next mail. He can be 
as callous as he pleases in regarding his clientele as 
‘suckers’ and in taking all the short cuts to the issu- 
ance of often worthless patents. He need give himself 
no concern with the practical value of patents to any 
of his clients. If they are hoodwinked or dissatisfied 
it ig unlikely to affect his ‘business’ because the adver- 
tising brings in the clients from far and wide and they 
do not communicate with each other as do clients built 
up by recommendations within a limited geographical 
area. 


D. The Rule Prohibits Advertising As A Substantial Expense Which 
Must Be Paid Out Of The Advertising Practitioners’ Charges 
To Their Clients, Unnecessarily Increasing The Cost Of Patent 
Services And Permitting The Processing Of Ap 
Assume An Assembly-Line Character With Conseq 
radation Of Service. 


A survey made under the direction of the Commissioner 
of Patents in 1957 showed that seven listed patent attorneys 
and firms as a group inserted an average of more than 214 
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pages of advertising (other than classified) in four popular- 
mechanic type magazines, and more than 20,000 words of 
classified advertising in these four magazines during that 
year. In that year the seven patent attorneys and firms 
filed 3,074 patent applications. Advertising rates in the 
four magazines for a full page in a single issue ranged 
from $1,015 to $3,000. Rates for classified advertising in 
the magazines range from $0.65 to $1.25 per word per issue 
(Watson Aff., p. 16, Exs. J, K, L, M). 


Obviously, these costs of advertising were necessarily 
passed on to inventors using the services of the advertisers, 
thereby requiring the imposition of an additional charge 
which would not be incurred in the absence of advertising. 
It has been stated that this mail-order type of practice has 
tended to reduce the quality of services rendered by reduc- 
ing the usual personal attention in professional work, and 
that the necessity for fulfilling advertising contracts has 
resulted in the filing of applications which were not com- 
mensurate with the invention, thereby furnishing inade- 


quate protection. The consequent rendering of services 
below average in quality and above average in cost may 
be said to be inherent in this method of doing business, 
which reduces professional services to the status of a com- 
modity to be advertised and sold on the market place, and 
requires the filing and prosecution of perhaps doubtful ap- 
plications in order to recoup costs. 


E. The Rule Preserves And Promotes The Professional Character 
Of The Services Performed By Patent Practitioners. 

It has been pointed out in Drinker, Legal Ethics, pp. 
211-212, that one of the principal reasons why advertising 
by lawyers has not been considered acceptable, despite the 
atmosphere of an industrial civilization where competition 
is the life of the trade, is that ‘‘advertising, solicitation, and 
encroachment on the practice of others does not tend to 
benefit either the public or the lawyer in the same way as 
in the case of the sale of merchandise. * * * many of the 
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most desirable clients, imbued with high respect for both 
the lawyer and his calling, would have no use for a lawyer 
who did not maintain the dignity and standards of his pro- 
fession and would instinctively resent any attempt by an- 
other lawyer to encroach on their relation. Also, in so much 
as lawyers are officers of the court, advertising and solici- 
tation by them would lower the whole tone of the adminis- 
tration of justice.”’ 


There is no question that the use of advertising by some 
patent practitioners has tended to degrade the entire bar, 
by leading the public to consider that practitioners are not 
subject to the same standards of ethics as the members of 
other professions. Undoubtedly, the grant of patents has 
tended to be associated with get-rich-quick schemes, since 
patent advertising may be found side-by-side with other 
promotional advertising of perhaps less substance. The 
elimination of advertising practices must therefore inevita- 
bly raise the tone and dignity of practice before the Patent 
Office, and contribute to greater professional pride among 


practitioners and greater confidence in the integrity of the 
patent system among the public. 


F. The Rule Avoids Personal Antagonism Among Practitioners And 
Contributes To Greater Professional Elan And Respect For 
Professional Integrity. 

The persistent survival of the rules of professional con- 
duct among lawyers which prohibit the solicitation for 
business by advertising is attributed by Drinker, Legal 
Ethics, p. 211, primarily to the regard for the traditional 
dignity and respect accorded by the members of the Bar 
for the practice of law as a profession: ‘“‘while American 
lawyers are by no means as intimate a fraternity as the 
English barristers with whom these rules originated, still 
they differ radically from the milk man, the liquor dealer, 
or the manufacturer of cigarettes in being yesterday an 
antagonist and today a colleague on the same side of the 
counsel table. They also differ in being members of a pro- 
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fession. This is not a fancied conceit, but a cherished tra- 
dition, the preservation of which is essential to the lawyer’s 
reverence for his calling—as well as to his regard and 
esteem for his fellows at the bar. This latter consideration 
is much more potent than is commonly supposed. Although, 
prompted by material success, some lawyers may profess 
indifference to the good opinion of their fellows, actually 
none is thus indifferent, but each craves such recognition, 
the more strongly the older he grows.”’ 


Chief Justice Hughes in Semler v. Oregon State Board 
of Dental Examiners, 294 U.S. 608, 612 (1935), also recog- 
nized the felt necessity to preserve the morale of the pro- 
fession in the prohibitions against advertising to secure 
business: ‘‘And the community is concerned in providing 
safeguards not only against deception, but against prac- 
tices which would tend to demoralize the profession by 
forcing its members into unseemly rivalry which would 
enlarge the opportunities of the least scrupulous. What is 
generally called the ‘ethics’ of the profession is but the 
consensus of expert opinion as to the necessity of such 
standards.”’ 


Thus it has been generally declared, where advertising 
by a lawyer has been a basis for disbarment, suspension, or 
other disciplinary action, that the ethics of the legal pro- 
fession forbid that an attorney should advertise his talents 
or his skill as a shopkeeper advertises his wares—the at- 
torneys practice a profession, they do not conduct a trade. 
See cases collected in Note, 39 A.L.R. 2d at 1057 (1955). 


In this connection the observations of the Court in In the 
Matter of Cohen, 261 Mass. 484, 488, 159 N.E. 495, 497, 55 
A.L.R. 1308, 1312-1313 (1928) may be noted: 


“The arguments of the respondent founded chiefly 
upon freedom of the press seem to us quite wide of the 
mark. Conditions may limit the exercise of constitu- 
tional rights. * * * Whatever may be his constitutional 
rights, a member of the bar must conduct hmself as 
an officer of the court in such manner as not to offend 
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against reasonable rules of propriety established by 
the courts for the general welfare. Courts are solici- 
tous for the rights of one duly admitted to practice 
law. * * * They owe an equal duty to see to it that the 
public interests are conserved by observance on the part 
of lawyers of proprieties indicative of a due appre- 
ciation of their responsibilities to the court and to the 
community, even though purel selfish tendencies and 
profit may be thereby restrained. No constitutional 
liberty of the attorney at law is infringed by enforce- 
ment of the rule of professional conduct observed by 
the court in the case at bar.’” 


G. The Rule Brings Standards Of Conduct For Patent Practice Into 
Conformity With Parallel Standards Of Conduct Established In 
The Patent Office For Trade-Mark Practice. 


Since January, 1950, there has been in effect a rule of 
the Trademark Rules of Practice essentially identical to 
the Rule prohibiting the solicitation of patent business by 
advertising, which prohibits the use of advertising to solicit 
trademark business by persons recognized by the Patent 
Office for such practice: 


69.44 Advertising. (a) The use of display advertis- 
ing, circulars, letters, cards, and similar material to 
solicit trademark business, directly or indirectly, is 
forbidden as unprofessional conduct, and any person 
engaging in such solicitation, or associated with or 
employed by others who so solicit, shall be refused 
recognition to practice before the Patent Office or sus- 
pended or excluded from further practice. 


‘¢(h) The use of simple professional letterheads, 
calling cards, or office signs; simple announcements 
necessitated by opening an office, change of association, 
or change of address, distributed to clients and friends, 
and insertion of professional cards, listings in common 
form (not display) in @ classified telephone or city 
directory, and listings and professional cards with bio- 
graphical data in standard professional directories are 


not prohibited.”’ 


The validity of the trademark rule forbidding advertising 
has never been challenged, and the appellant among others 
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has asquiesced in the validity of the trademark rule by 
altering his advertising to conform thereto. Inasmuch as 
both the patent rule and the trademark rule proceed from 
the same statutory basis, and there is no discernible reason 
for applying a different standard of conduct in the inti- 
mately related practices, it is certainly absurd and anom- 
alous that different rules should be permitted to apply to 
practice before the Patent Office. 


H. The Rule Tends To Bring Greater Uniformity In The Regulation 
Of The Standards Of Conduct Of Persons Practicing Before 
The Federal Administrative Agencies Upon A Matter Where 
No Rational Basis Exists For Distinctions To Be Made By 
The Agencies. 

There exists an intricate structure of requirements for 
admission to practice before Federal Administrative Agen- 
cies, and a broad range of differences in the controls exer- 
cised over the conduct and ethics of practitioners, which 
can be related to no consistent rational basis. See vom 
Baur, Standards of Admission for Practice before Federal 
Administrative Agencies, prepared for the Survey of the 
Legal Profession (1953) ; Cragun, ‘‘ Admission to Practice: 
Present Regulations by Federal Agencies,’’ 34 A.B.A.J. 
111 (1948). 


As noted, the Rule of the Patent Office prohibiting solicit- 
ing for business by advertising brings patent practice into 
accord not only with trademark practice in the Patent 
Office, but also with the standards of conduct required of 
practitioners in a multitude of other federal administrative 
agencies, including the Treasury Department, the Veterans 
Administration, the Department of the Interior, the Inter- 
state Commerce Commission, the Federal Trade Commis- 
sion, the Immigration and Naturalization Service, the Post 
Office Department, the Tax Court, and the Department of 
Agriculture. 


Whatever the reasons that may exist for some of the dif- 
ferences in the standards of admission among the various 
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practitioners, no sound reasons exist for perpetuating a 
distinction in advertising practice which is uniformly con- 
sidered in other professional practice to be contrary to a 
proper standard of conduct. 


L. The Rule Establishes A Uniform Standord Of Professional Conduct With Respect To 
Advertising Which Applies Fairly And Equitably To Lawyer and Non-lowyer 
Patent Practitioners Before The Patent Office. 

Although lawyers are subject to disciplinary action by 
judicial procedures for unprofessional conduct in soliciting 
business by advertising of the kind prescribed by the Rule, 
and such practice is condemned by the bar associations and 
subjects the lawyers engaging in these activities to expul- 
sion from membership and the severe censure of his fellow 
practitioners, there is no effective machinery for similar 
supervision and discipline of lay practitioners engaging in 
these undesirable practices. 


The Rule complained of, by applying 2 uniform stand- 
ard equally to lawyer as well as non-lawyer practitioners, 
has the salutary effect of establishing a single code of con- 
duct with respect to a practice where there is no rational 
basis for a distinction between the two groups, lessening 
discord among practitioners by placing them on the same 
fair footing and eliminating an unfair and essentially un- 
ethical competitive advantage available only to non-lawyers, 
and removing the confusion and misunderstanding of the 
public as to the nature of the duties, responsibilities, and 
code of conduct of the patent practitioner. 


CONCLUSION 


By prohibiting the solicitation of patent business by ad- 
vertising, the Rule adopted by the Commissioner of Patents 
and approved by the Secretary of Commerce merely applies 
to professional patent practice an ethical and necessary 
code of conduct common to all proper professional practice. 
In seeking to strike down the Rule, the appellant thus seeks 
to prohibit the Commissioner from doing what the con- 
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sensus of expert opinion ‘‘has determined must be done to 
protect professional standards.” 


For the reasons stated, F. Trowbridge vom Baur, Wash- 
ington, D. C., David F. Maxwell, Philadelphia, Pennsyl- 
vania, William B. Jones, Washington, D. C., James P. 
Hume, Chicago, Illinois, W. D. Keith, New York, New York, 
and Wallace H. Martin, New York, New York, as a Special 
Committee of the American Bar Association, appearing as 
amicus curiae, support the position of the appellees in this 
appeal, and urge the Court to affirm the judgment of the 
Court below in dismissing the complaint. 


Respectfully submitted, 


F. Trowszmce vom Baur, Washington, D. C. 
Davin F. Maxwett, Philadelphia, Pa. 
Wuuum B. Jones, Washington, D. C. 
James P. Hume, Chicago, Ill. 

W. D. Kerrn, New York, N. Y. 

Wauuace H. Martin, New York, N. Y. 
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QUESTION PRESENTED 


In the opinion of amicus curiae, the question presented is: 


Whether 35 U.S.C. 6,31, 32, which authorize the Com- 
missioner of Patents to "establish regulations not inconsistent 
with law, for the conduct of proceedings in the Patent Office" 
and "regulations governing the recognition and conduct of 
agents, attorneys, or other persons representing applicants 
or other parties before the Patent Office" and authorize the 
Commissioner to exclude from practice before the Patent 
Office any person who violates such a regulation, authorize 
the Commiasiover of Patents to prohibit practitioners from 


soliciting Patent “tise business by advertising, 





INDEX 


Preliminary Statement... . . 
Statement of the Case .... 
Statutes and Regulations Involved 
Summary of Argument .... . 
Argument er 


Promulgation of Rule 345 Authorized 
By Law cbijolitensiet les eueisionie vol nene 


The Rule is not Inconsistent with Law . 


The Rule is Clearly in the Public Interest 


TABLE OF CASES 


Cases: 


H. Ely Goldsmith v. United States Board of Tax Appeals, 
270 U. Ss. 117 (392 ) & a @ 2 e e e * o © B e * oe 


Kingsland v. Dorsey, 338 U.S. 318 (1950) ...... .49,15 
Morgan v. Daniels, 153 U.S. 120 (1894) mR ROR x 16 


Semler v. Oregon Board of Dental Examinere, 294 U.S. 
608 (1935) a e e e o o e > & e e e e e e +. es e 15 


Topliff v. Topliff, 145 U.S. 156, 171 (1892) ....-.- 23 
Water Hammer Arrester Corp. v. Tower, 66 F.Supp. 732 
Wedderburn v. Bliss, 12 App. D.C. 485 (1898) . . 

Statutes and Regulations: 

5U.S.C. $10} .. .. . - 

5U.S.C. §262 ...- . 

§ U.S.C. §493 .... ° 


35 U.S.C. §6 — 2, 6, 7, 8 9 


35 U.S.C. § 31 e« « # @ @ eo eeeee ® e&# @ 3, 6, 7, 8, 5 
SOS el COE Sey eldest om 0) oo ie oe oe ole sole 3, 7, 8,9 


- Patent Rule 345. a a Se ee ee ee ee nn ee ane ee ee 4; 22 -— 


Trademark Rule 2.14 aijet oi, hauled eu Leliletitenveliiel Sethe! lel etna eutite 





_IN THE 
UNITED STATES COURT OF APPEALS 
FOR THE DISTRICT OF COLUMBIA CIRCUIT 


No. 15, 118 


MERLIN M. EVANS, Appellant 
Ve 


ROBERT C. WATSON, et al., Appellees 


BRIEF AMICUS CURIAE ! 
of | 
THE BAR ASSOCIATION OF THE DISTRICT OF COLUMBIA 


ON APPEAL FROM THE UNITED STATES DISTRICT COURT 
FOR THE DISTRICT OF COLUMBIA | 


PRELIMINARY STATEMENT 


This drief is to inform the Court that the Bar Association of the 
District of Columbia (hereinafter sometimes referred to as the D. C. Bar 
Association) approves the recently promulgated Patent Rule 345 challenged 
by the appellant and believes it long overdue, and to demonstrate that (1) 
appellees have the authority to promulgate the Rule, (2) that appellees have 


exercised sound discretion in promulgating the rule, for the reason, among 


others, that the Rule is in the public interest, and (3) that appellants attacks 


upon the Rule are not well founded. : 

The Bar Association of the District of Columbia is an organization 
composed of over three thousand members of the bar engaged in the prac~ 
tice of law in the District of Columbia. Its purposes include the mainte- 
nance of the honor and dignity of the profession, and the increase of its 


usefulnesa in promoting the due administration of justice. | 





Beyond the fact that it believes the challenged Rule to be directly 
beneficial to the public, a special interest of the Association in the present 
litigation stems from the existence in the District of Columbia of a large 
and active legal practice in the field of patent law. This practice involves 
a substantial segment of the total number of lawyers in the area. The re- 
lation of the non-lawyer patent practice in the District of Columbia to the 
patent practice of lawyers is so close that any deterioration in the profes- 
sional standards of non-lawyer practitioners would not only be detrimental 
to the public, but could reflect adversely upon the legal profession. The 
failure of non-lawyer patent practitioners to maintain high professional 
standards would thus tend to compromise the legal profession in the eyes 
of the public and inhibit it in its function of promoting the due administration 
of justice. 

Accordingly, the challenged rule designed to ensure the maintenance 
of high standards for non-lawyer patent practitioners, is endorsed and 
approved by the Association as being in the best interests of both the public 
and the legal profession, and as resulting from a proper exercise of the 


rule-makirg authority cf the Commissioner of Patents. 
STATEMENT OF THE CASE 


To avoid needless repetition, the D. C. Bar Association adopts 
for this brief the counterstatement of this case set forth on pages 1 through 


8 of appellees brief herein. 


STATUTES AND REGULATIONS INVOLVED 
35 U.S.C. 6, 31, 32 provide: 
§ 6. Duties of Commissioner, 
The Commissioner, under the direction of the Secretary 
of Commerce, shall superintend or perform all duties required 


by law respecting the granting and issuing of patents and the 


registration of trademarks; and he shall have charge of property 





belonging to the Patent Office. He may, subject to the approval 
of the Secretary of Commerce, establish regulations, not in- 
consistent with law, for the conduct of proceedings in the Patent 
Office. (July 19, 1952, ch. 950, § 1, 66 Stat. 793.) 

§ 31. Regulations for agents and attorneys. 

The Commissioner, subject to the approval of the Secretary 
of Commerce, may prescribe regulations governing the recog- 
nition and conduct of agents, attorneys, OF other persons re- 
presenting applicants or other parties before the Patent Office, 
and may require them, before being recognized as representatives 
of applicants or other persons, to show that they are of good moral 
character and reputation and are possessed of the necessary quali- 
fications to render to applicants or other persons valuable service, 


advice, and assistance in the presentation or prosecution of their 


applications or other business before the Office. (July 19, 1952, 


ch. 950, § 1, 66 Stat. 795.) 

§ 32. Suspension or exclusion from practice. 

The Conumissioner may, after notice and opportunity for 
a hearing, suetcs4 or exclude, either generally or in any particular 
case, from further practice before the Patent Office, any person, 
agent, or attorney shown to be incompetent or disreputable, or 
guilty of gross misconduct, or who does not comply with the regu- 
lations established under section 31 of this title, or who shall, by 
word, circular, letter, or advertising, with intent to defraud in 
any manner, deceive, mislead, or threaten any applicant or pro~- 
spective applicant, or other person having immediate or prospec~ 
tive business before the Office. The reasons for any such sus- 
pension or exclusion shall be duly recorded. The United States 
District Court for the District of Columbia, under! such conditions 
and upon such proceedings as it by its rules determines, may 


review the action of the Commissioner upon the petition of the 





person so refused recognition or so suspended or excluded. 


{July 19, 1952, ch. 950, § 1, 66 Stat. 795.) 


Section 1.345 of the Rules of Practice of the Patent Office in Patent 
Cases, effective July 1, 1959, provides: 

§ 1.345 Advertising, (a) The use of advertising, circulars, 
letters, cards, and similar material to solicit patent business, 
directly or indirectly, is forbidden as unprofessional conduct, and 
any person engaging in such solicitation, or associated with or em- 


ployed by others who so solicit, shall be refused recognition to 


practice before the Patent Office or may be suspended, excluded or 


disbarred from further practice. 

(b) The use of simple professional letterheads, calling cards, 
or office signs, simple announcements necessitated by opening an 
office, change of association, or change of address, distributed to 
clients and friends, and insertion of listings in common form (not 
display) in a classified telephone or city directory, and listings and 
professional cards with biographical data in standard professional 
directories shall not be considered a violation of this rule. 

(c) No agent shall, in any material specified in paragraph 
(b) of this section or in papers filed in the Patent Office, represent 
himself to be an attorney, solicitor or lawyer. (22 F.R. 6898; 23 


F. R. 6199, 8622; 24 F. R. 1419). 


SUMMARY OF ARGUMENT 


Sections 6 and 31 of Title 35, United States Code, provide clear 
authority for the promulgation of rules governing the conduct of practitioners 
before the Patent Office. In the exercise of that authority, the Commissioner 
of Patents’ ultimate adoption of the rule was an exercise of sound judicial 


discretion which should not be upset absent clear inconsistency with law. 
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Section 32 of Title 35, United States Code relied on by appellant as 


containing statutory prohibitions against the challenged Rule 345, has nothing 
to do with the making of Patent Office rules, but is rather Eoncerned with 
exclusion from practice of practitioners who do not comply with established 
rules, Appeliant’s attempt to use Section 32 as a limitation of the Commis- 
sioner's rule-making power would deprive the Commissioner of all latitude 
in rule-making by confining his rule making power to specific things already 
set forth by statute by Congress itself, a principle in conflict with well 
settled administrative law. 

The real test of the Rule's validity is set forth in Section 6, which 
provides that the rules must not be "inconsistent with law". The appellant 
can cite no statute expressly permitting the solicitation of patent business 
by advertising, while on the other hand, well established case law recognizes 
the wide general power of the Commissioner of Patents to regulate the con- 
duct of practitioners before the Patent Office. As far as the views of former 
Commissioners that the authority to promulgate the rule does not exist are 
concerned, these views are counterbalanced by those of other Commissioners. 
Further, statutes similar to the ones here involved have been consistently 
held not to inhibit the power of other administrative officers to promulgate 
similar rules. : 

The Rule itself, is thus not "inconsistent with law", but clearly 
in the public interest. It protects the public from advertisements by non- 
lawyers which give the general impression that the advertiser is a lawyer. 

It requires professional standards for persons performing in a professional 
capacity. In accomplishing this, the rule not only reflects the authorized 
administrative action of the Commissioner acting for the benefit of the 
public, but is also a fair reflection of the professional standards adopted 
by the majority of patent practitioners, i,e., the 95 per cent who do not 


advertise. 





ARGUMENT 


Il. PROMULGATION OF RULE 345 AUTHORIZED BY LAW 


A. 35 U.S.C. § 6, 31 Grant Commissioner of Patents Clear Statutory 
Authority to Promulgate Rule 345. 

The plain language of 35 U.S.C. §§ 6 and 31 gives clear and un- 
ambiguous statutory authority to the Commissioner of Patents to make, sub- 
ject to the approval of the Secretary of Commerce, regulations governing 
the conduct of practitioners before the Patent Office, Thus, 35 U.S.C. § 6 
authorizes the making of "regulations . . . for the conduct of proceedings 
in the Patent Office.", and 35 U.S.C, § 31 deals with "regulations governing 
the recognition and conduct of agents, attorneys. .- .". Either statute 
furnishes ample statutory authority for the making of the Rule in controversy 
and both statutes are more than amply sufficient for this purpose. Moreover, 
the statutes exist on top of the already inherent power of the Commissioner 
to regulate, as a matter of administrative law, the conduct of practitioners 
before the Patent Office. H. Ely Goldsmith v. United States Board of Tax 
Appeals, 270 U.S. 117 (1926). 

In making the Rule in controversy, the Commissioner of Patents 
proceeded strictly according to the law applicable to the making of such 
rules. There was nothing hurried or arbitrary in the proceedings leading 

up to promulgation of the Rule. The proposal to amend was first announced 


on August 27, 1957, and the Secretary of Commerce approved the proposal 


on August 5, 1958, to be effective January 1, 1959 (23 F.R. 6199). Thus, 


almost one year elapsed between the proposal and the approval and, during 
this interval, appellant and other practitioners before the Patent Office were 
given full opportunity to be heard, and were heard, concerning the proposal, 
It is submitted, therefore, that the appellees exercised their statutory 
authority in a sound and orderly manner, and that the final decision to 

adopt the Rule in controversy was an exercise of sound administrative dis- 
cretion which should not be upset by the courts absent some clear incon- 


sistency with existing law. 
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B. 35 U.S.C. § 32 Does Not Apply To the Making of the Rule. 


Appellant contends (Complaint, par. 4) that the rule-making power 
of the appellees is conferred upon them by 35 U.S.C. § 6, and 35 U.S.C. 
§§ 31, 32. 35 U.S.C. § 32 reads as follows: 
§ 32. Suspension or exclusion from practice. 

The Commissioner may, after notice and 
opportunity for a hearing, suspend or exclude, either 
generally or in any particular case, from further 
practice before the Patent Office, any person, agent, 
or attorney shown to be incompetent or disreputable, 
or guilty of gross misconduct, or who does not comply 
with the regulations established under section 31 of this 
title, or who shall, by word, circular, letter,: or 
advertising, with intent to defraud in any manner, 
deceive, mislead, or threaten any applicant or prospec- 
tive applicant, or other person having immediate or 
prospective business before the Office. The reasons 
for any such suspension or exclusion shall be duly 
recorded, The United States District Court for the 
District of Columbia, under such conditions and upon 
such proceedings as it by its rules determines, may 
review the action of the Commissioner upon the 
petition of the person so refused recognition or so 
suspended or excluded. (July 19, 1952, ch. 950, 

§ 1, 66 Stat. 795.) 

Even a cursory examination of the. above quoted. statutes reveals 

that only 35 U.S.C. §§ 6 and 31 are-concerned with the “making" of rules. 
| 

35 U.S.C. § 32 is not. Rather, as is-evident from its title, Section 32 is 
_- concerned with suspension or exclusion from practice before the ‘Patent Office. 
Insofar as the factore of incompetency, disereputability, groes misconduct, 
and fraudulent advertising are concerned, Section 32 itself authorizes the 
Commissioner to suspend or exclude Patent Office practitioners from further 
practice before the Patent Office, and no further rules are necessary. Where 
the suspension or exclusion is based on non-compliance with regulations 
(rules) established under Section 31, it is evident that such rules must first 
have been made under the authority given to the Commissioner to make them 
since only then can the non-compliance exist. Consequently, insofar as 
rules made by the Commissioner with the approval of the Secretary of 
Commerce are concerned, Section 32 is applicable only after the rules have 


been made. Hence it cannot confer authority to make the rules as appellant 


has erroneously asserted. 
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Appellant attempts to overcome the logical interpretation of Section 
32 in relation to Sections 6 and 31 by, in effect, assimilating Section 32 into 


Section 31, in view of the decision of the Court of Appeals for the District 


of Columbia in Wedderburn v. Bliss, 12 App. D. C. 485, (1898). Appellant 


would thus merge rule-making authority with suspension and exclusion 
authority and let the factors applicable to the latter determine the extent 
of the former. The logical extension of this theory of necessity results 

in the novel proposition that no rules regulating the conduct of practitioners 
before the Patent Office are permissible which go beyond the precise pro- 
visions of Section 32. 

It shocks credulity to say, on one hand, that Congress has given 
the Commissioner rule-making power, while, on the other hand, that 
this rule-making power is limited to only those specific things which 
Congress itself has set forth by statute. If such a contention is correct, 
Congress becomes the administrator rather than the Commissioner, who 
is a part of the executive branca of the Government. Such a result is clearly 
repugnant to well-settled administrative law wherein the executive or ad- 
ministrator is given a latitude of judgment in matters of administrative 
policy which involve the exercise of administrative discretion. 

A fair reading of Section 6 and 31 shows, that the only limitation on 
the rule-making power of'the appellees is that the rule made be "not 
inconsistent with law", as provided in Section 6. Section 32 per se cannot 
form the basis for such inconsistency with law. Moreover, appellant cannot 
point to any statute which mentions soliciting patent business by advertising 
let alone expressly approving such a practice. In short, the real test of 
validity of the Rule is inconsistency with law. Appellant's contentions 
regarding such alleged inconsistencies are dealt with hereinafter in this 


brief. 
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Ul. THE RULE IS NOT INCONSISTENT WITH LAW, 


The "law't with which appellant asserts the Rule is inconsistent 
is a composite made up of certain statutes, regulations, court decisions, 
and expressions of views by some former Commissioners of Patents. 
Appellant has attempted to weave these various components into a legal 
straightjacket which he would place upon the present Commissioner of 
Patents, thus inhibiting him from doing anything to prohibit eolicitation 
of patent business by advertising by non-lawyers. However, as is de- 
veloped below, each component of appellant's overall argument is vulner- 
able and each can be counterbalanced in legal effect so that tadividually 
or collectively they lack the legal significance necessary to set aside the 
action of the Commissioner in promulgating the chailenged Rule. 

1. Considering first the matter of statutes per se, appellant can 
cite no statute which exovessiy permits soliciting patent business by ad- 
vertising. Neither can he ignove the fact that 35 U.S.C. §§ 6 and 31 
specifically give the Ccmtnissioner sufficient rule-making authority to 
promulgate the Rule, suoject to the approval of the Seeeetaey of Commerce. 
Appellant attempts to counter the plain language of Section 6 and 31 by 
stressing the provisions of 35 U.S.C. § 32 and 5 U.S.C. § 101. Yet 
both of these statutes simply note certain areas where Conghess felt it 
should specify what cculd not be done, leaving, insofar as the Patent 
Office is concerned, what else should be done to the discretion of the 
Commissioner, | 

2. With respect to case law, in view of the holdings of such cases 
as Kingsland v. Torsev, 338 U.S. 318 (1950) and Water Hammer Arrester 
Corporation v, Tower, 66 F. Supp. 732, affirmed, 156F. 2d 775 (7th Cir. 
1946) which deal directly with practitioners before the Patent Office, the 
clear weight of the case law is that the Commissioner of Patents has 
considerable power to regulate the conduct of practitioners before the 
Patent Office, and that the courts will not upset the Commissioner's 


action except for very cogent reasons, 
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3. Whatever weight may be accorded to views expressed by former 
Commissioners of Patents, these are submitted as being at least counter- 
balanced by the views of the more recent Commissioners of Patents. Thus, 
Commissioners Ooms and Kingsland favored the Rule, and during Commis- 
sioner Ooms' administration the Trademark Rule barring solicitation of 
trademark business by advertising was promulgated (Present Rule 2. 14 of 
the Trademark Rules of Practice). Finally, the present Commissioner, 
Robert C. Watson, not orly favored the Rule but was able to secure approval 
from the Secretary cf Commerce that it be promulgated. 

4, Insofar as administrative interpretation of rule-making authority 
is concerned, it should be noted that the Secretary of Interior, acting under 
the Act of July 4, 1884 (5 U.S.C. § 493) has issued regulations requiring 
practitioners to observe the canons of professional ethics of the American 
Bar Association. Thus, the Secretary of Interior, acting under the same 
July 4, 1884 Act which appellant now asserts bars the Department of 
Commerce from prohibiting solicitation of patent business by advertising, 
has interpreted the 1884 Act as conferring authority upon him to prohibit 
solicitation of business by advertising. 

Similarly, the Secretary of the Treasury, to whom 5 U.S.C. § 261 
is applicable and wherein the word "advertising" appears in essentially 
the same context as in 35 U.S.C. § 32, has promulgated a rule effectively 
prohibiting advertising by forbidding any "enrolled attorney or agent" from 
soliciting employment in “any manner whatsoever". 31C.F.R. 10.2 (v). 

Operating under yet another statute closely paralleling 35 U.S.C. 


§ 32, (38 U.S.C. § 102) the Administrator of Veterans Affairs has never- 


theless designated the "solicitation of business by circulars or advertisements, 


or by personal communications not warranted by personal relations" as 
“unprofessional” and as constituting grounds for suspending or revoking 


the recognition of an attorney or agent. 38C.F.R. 14. 649. 
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Indeed, the Commissioner of Patents himself promulgated with the 
approval of the Secretary of Commerce Patent Rule 344 (and Trademark 
Rule 2. 14) which set forth standards proscribing the solicitation of business 


by advertising as effectively as does Rule 345. 


5. The language of the Rule itself readily disposes of the contention 


that it snould be declared void because it allegedly contravenes the con- 
stitutional policy of stimulating creativeness and encouraging invention. 

The fact is that no one has ever suggested that the Rule prohibits the appellant 
from advertising the merits of the patent system. Indeed, the Rule leaves 
appellant perfectly free to stimulate creativeness and encourage invention, 

as long as he does not solicit business by advertising. Consequently, it 

does not prohibit appellant from fulfilling the constitutional policy as he inter- 
prets it. The fact that the Rule inhibits him from using his name in con- 
nection with such advertising does not go to the constitutional issue raised 
by appellant, since that issue would turn, not on the use of his name in such 
advertising, but rather upon the question of whether he is free to advertise 
the merits of the patent system. Thus, even assuming, arguendo, that 
appellant's interpretation of the constitutional policy is correct, such 
"policy" has no logical reference to the Rule in controversy. 

6. The suggestion that the Rule favors lawyers over non-lawyers 
ignores the fact that both would ae in the list of practitioners available 
in the Patent Office and the Government Printing Office. The fact that non- 
lawyers do not appear on recognized lists of lawyers simply has no bearing 
upon the Rule. | 

7. Similarly unrelated to the facts as they exist is appellant's con- 
tenticn that the Rule would drive him out of business, since it fails to 
recognize that over 95 per cent of patent practitioners do not advertise, 
and have not been driven out of business. | 

8. As far as freedom of speech is concerned, appellant has readily 
admitted in his complaint, (JA, 7-8) that this right can be limited in a 
“manner authorized by law", effectively reducing that argument to a 


question of consistency with law. 


i 
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Thus, considering each of appellant's legal arguments, seriatim, 
it is evident that either individually or collectively, they fail to substantiate 
his theory that the challenged Rule is inconsistent with law and thus in 


excess of the statutory authority of the Commissioner of Patents. Quite 


to the contrary, as appears below, the record conclusively demonstrates 


that the Rule is in the public interest, and that the Commissioner exercised 


sound discretion in the promulgation of the rule. 


Il, THE RULE iS CLEARLY IN THE PUBLIC INTEREST 


A. Appellant's Advertising Leads the Public at Large to Believe that He 
is a Lawyer. 


Appellant stresses that he is a non-lawyer (JA, 3). Yet his advertising 

(see Exhibits I, J, and K, to the Watson Aff. )* includes the word "Attorney". 
It is conceded that the word "Attorney" is preceded by the word "Patent". 
It is also conceded that appellant is carried on the rolls of the Patent Office 
as a registered patent attorney. Nevertheless, the question remains as to 
whether appellant's advertising reasonably tends to produce the impression 
in the minds of the public at large that he is a lawyer. 

Appellant agserts in his complaint (JA, 7) 

“Eig advertising makes the services of a patent 

attorney available to those who otherwise would not 

or might not have access to the services of a patent 

attorney." 
In other words, appellant's advertising is directed to persons scattered 
throughout the entire United States and who may reasonably be presumed 
to be uninformed as to the technicalities of why he (a non-lawyer) is register- 
ed as a patent attorney. When such persons see the word "Attorney" in 
appeliant's advertising, it is only logical to conclude that many of them, 
and orobably most of them, think that he is a lawyer. 


ae 


* Exhibits attached to appellee Watson's affidavit are not reproduced in 
the Joint Appendix. They are found in the record of the case before 
the District Court. 
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B. Appellant is Engaged in a Professional Activity. 

Appellant's practice before the Patent Office, which involves both 
ex parte and inter parties matters, is submitted as being, within any reason- 
able definition of the term, a professional activity. Such ex parte practice 
involves preparation of patent applications on pos sible inventions of varying 
degrees of technical complexity, and the prosecution of these applications 
before the Patent Office. From the outset, when appellant first receives an 
invention disclosure from a client, to the time when a patent application 
thereon is finally approved or disapproved by the Patent Office, appellant 
has to form opinions, based upon his training and experience, as to sub- 
stantive and procedural aspects of the particular matter involved. It is 
quite evident that this can, and does, also involve counseling of clients. 

If is further evident that many such clients, and probably the majority of 
such clients, must rely on appellant to counsel them since they themselves 
simply do not know what has to be done to obtain the result they desire. 

That they do not know what has to be done in connection with preparing 
a patent application, for example, is not surprising since the Supreme Court 
itself has stated that "The specification and claims of a patent, particularly 
if the invention be at all complicated, constitute one of the most difficult 
legal instruments to draw with accuracy. . .'» Topliff v. Topliff, 145 
U. S. 156, 171 (1892). It is submitted that this Court's familiarity with 
patent cases, stemming from the review of decisions of the United States 
District Court for the District of Columbia, (which by 35 U.S.C. § 145 is 
called upon to adjudge whether an applicant is entitled to receive a patent), 


will confirm the opinion expressed by the Supreme Court. 


The inter parties matters which appellant is authorized to handle 


>defore the Patent Office also can, and do, involve substantive and pro- 
sedural questions of legal nature. Thus, in conducting an interference 
proceeding on behalf of an applicant for a patent, various types of motions, 
for example, may be involved, and witnesses are examined and cross- 


| 
examined with respect to such difficult legal concepts as conception of an 
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invention and reduction of an invention to practice. This is akin, insofar 


as the legal nature of the work involved is concerned, to the work done by 
a general lawyer in preparing pleadings, motions and the like, and taking 
testimony on behalf of his clients. 

In preparing and prosecuting a patent application, and in conducting 
a patent interference proceeding, appellant is preparing the record for a 
possible appeal. In fact, insofar as his practice before the Patent Office is 
concerned, appellant can, and doubtless does, prosecute appeals to the Board 
of Appeals of the Patent Office from adverse decisions of the Principal 
Examiners. Therefore, appeiiant not only prepares the record for the 
appeal but also handles the appellate proceeding which involves preparation 
of briefs and possible oral arguments before the Board of Appeals. 

Considering that appellant has clients, and that he performs services, 
including counseling and advocacy, for these clients in relation to matters 
which are clearly of specialized legal nature, it is submitted that appellant 
is engaged in a professional (legal) activity. 

In further support of this contention, the Court's attention is invited 
to the fact that judges of the Court of Appeals for the District of Columbia 
Circuit have certified that practice by an attorney before the United States 
Patent Office in the prosecution of patent applications, interferences and 
appeals, is regarded by the courts of the District of Columbia as the practice 
of law. Such certification has been made in connection with applications 
by members of the Bar of the District of Columbia for admission to the bars 
of other jurisdictions and wherein the admission procedure involved obtaining 
a certificate from the Chief Judge of the United States Court of Appeals for 
the District of Columbia Circuit. 

The fact that the person who obtains such a certificate is a lawyer 
does not change the further fact that what that person does, namely, practice 
before the United States Patent Office in the prosecution of patent applications, 


interferences and appeals, is regarded as the practice of law. Therefore, 
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when appellant, a non-lawyer, similarly prosecutes patent applications, 


interferences and appeals before the United States Patent Office, he too 


is practicing law. 


C. The Commissioner Acted in the Public Interest in Making Ethics of the 
Legal Profession Applicable to Non-Lawyer Practitioners Before the 


Patent Office. 


In determining what the ethics of the profession should be insofar 
as practitioners before the Patent Office are concerned, an apt guide is 
given by the following language taken from the opinion of the Supreme Court 
in Semler v. Oregon State Board of Dental Examiners, 294 U.S. 608, 612 
(1935): : 
“What is generally called the 'ethics' of the 
profession is but the concensus of expert opinion 
as to the necessity of such standards." ; 
In the present case, approximately ninety-five percent of all 
practitioners before the Patent Office do not solicit patent business by 
| 
advertising. These are the experts whose concensus of opinion is over- 
whelmingly against solicitation of patent business by advertising. Conse- 
quently, they alone can well set the standards determining the "ethics" of 
those who practice before the Patent Office. | 
However, it is not necessary to rely only on the concensus of these 
experts. Appellant recognizes that advertising by lawyers engaged in 
general practice is frowned upon (JA, 7). The canons of professional 
ethics of the American Bar Association, and many other professional associ- 
ations, forbid solicitation of business by advertising. In short, the profes- 
sions generally prohibit solicitation of business by advertising. 
Viewed against this background, and keeping in mind "the evil 
consequences that might result if practitioners should betray their high 
trust” Kingsland v. Dorsey, 338 U.S. 318, 320 (1950), the decision of the 


appellees to promulgate the Rule in controversy was a sound exercise of 
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administrative discretion. This court should not say that the Commissioner 
was wrong unless this court is thoroughly convinced that he was wrong. 


Morgan v. Daniels, 153 U.S. 120, 124-5 (1894). 
CONCLUSION 


For the reasons stated herein the judgment of the District Court 


dismissing the complaint should be affirmed. 


Respectfully submitted, 
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